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TRADEMARK NOTICES! 


By F. W. Rose* 


Although the present U. 8S. trademark statute specifies the 
exact forms of notice of registration to be associated with a reg- 
istered trademark,’ it is silent as to any form of notice for an 
unregistered mark. A number of inquiries have come to the 
Lawyers Advisory Committee of USTA as to an acceptable form 
of notice, in the case of unregistered marks. 

In order to determine the practices used by USTA members 
in this respect, that Committee sent out 267 questionnaires in the 
form shown below. Replies were received from 160 companies 
and 14 lawyers (total 174). 


QUESTIONNAIRE 


1. We customarily identify in the following way or ways trade- 
marks which have not been registered in the Patent Office: 
(Check applicable spaces) 

In advertising 
copy and 
On the On editorial 
Goods Packages matter 


PR ee 6s Cl lem Sone edeee | acetal 
a ee Oe ee eae. sucenineca ~seesceenest isha 
i i ellie lO area Se, 
Pa? (| Caran: | eammaecmsee: » GuassnnehiGem 


) 
(e) “Trademark of the X YZ 
a  =«—«s “(aie + aerate: - iiiniliaaiani 





t 200.36—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
TRADEMARK USE. 
200.75—PATENT OFFICE PROCEEDINGS 
TRADEMARK USE. 
The Anderson Company, Gary, Indiana; member of the District of Columbia 
Bar; member of the Editorial Board of The Trademark Reporter®. 
1. 15 USC 1111. 





REGISTRABILITY (INTER PARTES )— 


* 
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In advertising 
copy and 
On the On editorial 
Goods Packages matter 
(f) Asterisk (*), plus use of 
footnote “Trademark of the 


XYZ Company” eeadicie” ats ioe 
(g) Other (Please explain) PP VES Rive MOET NS OPE 
(h) None ae Pe Oe 


2. After Federal registration issues, we customarily use the fol- 
lowing registration notice or notices: (Check applicable spaces.) 


(a) ® symbol Rl roe 
ey Pr I ES hehe emmeecnctnnies. _avoeesenmnceonnenn 


(c) “Registered in U. S. 
Pe” =—C iC echinsi:-  Sapsapamcl  —rrpeenminninnn pee 


CG) SPURT CE ROMO GRIER) occncmens eatscncstcnscs  eceetevenncevscsics 
i assets cadens 


Study of a mere tabulation of the replies under the headings of 
the questionnaire revealed that this approach concealed rather than 
brought out significant differences. For example, if 17 replies 
stated that “TM” was used only on packages, while another 17 
stated that “TM” was used only on goods and another 17 stated 
that “TM” was only on advertising, a simple summation would be 
interpreted as showing that only 10% of the answering members 
used “TM”. Actually the correct interpretation is that 50% use 
“TM” but in various media. Consequently, the replies were ana- 
lyzed in greater detail to avoid any misleading effect. 

The replies are tabulated in Table I with regard to use of any 
form of trademark notice, but without distinction as to the type 


of media in which the trademark occurs (i.e. goods, packages or 
advertising) or the form of the notice. 
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TABLE I. Frequency of Use of Notice 


‘Unregistered Mark Registered Mark 

Num ber % Number % 

1. Notice used 127 73 168 97 
2. Mark Capitalized, ete.* 4 2 I <1 
3. No practice stated 43 29 D 3 
No notice (total lines 2, 3) 47 27 6 3 

Totals 174 100 174 100 


Lines 2 and 3 have been totaled since, for the purpose of 
this study, capitalization of the trademark is not notice of the 
trademark in the sense of items (a) through (f) of question 1. A 
number of those who are listed in line 3 may use capitalization 
or other distinctive typography since there was no question which 
required a specific answer on this point. One might, or might not, 
list it as an “other” practice under 1(g) or 2(d) of the form. 


The data in Table I show: 


(a) The majority of trademark owners who replied to the 
questionnaire affix a notice to both registered and unreg- 
istered marks. 


(b) Registered marks are almost universally (97%) indicated 
as such. 


(c) A substantial percentage (27%) do not affix notices to 
unregistered marks. 


Table II shows the variations in practice according to the type 
of media in which the trademark is used. In compiling this table, 
those who did not use any notice have not been counted. Since a 
number of replies stated that trademarks did not appear on the 
goods or packages for physical reasons (e.g., drugs normally can- 
not be marked on the product itself, and machinery does not have 
“nackages”), lines 1, 2 and 3 were totaled on the basis that the 
replies listed in these lines represented the practice of using a 
notice in all available media. Similarly, the total of lines 5, 6 and 7 
represents the practice of not using trademark notices in adver- 
tising. 





* Including distinctive type, single quotation marks, etc. 
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TABLE II. Frequency of Use of Notice in Various Media 

















: 7” I Se Unregistered Mark Registered Mark 
Type of Media Number % Number % 
1. Goods, packaging, advertising 54 43 103 61 
2. Packaging, advertising 38 30 39 23 
3. Goods, advertising 5 4 4 2 
4. Total (lines 1, 2 and 3—Notice 

used in all available media) 97 77 146 87 
do. Goods (only) 3 2 3 2 
6. Goods and packages (only) 3 2 6 4 
7. Packages (only) 5 4 9 5) 
8. Total (lines 5, 6 and 7) 

(No notice used in advertising) 11 9 18 1] 
9. Advertising (only) 17 i3 4 2 
10. Total (lines 4 and 9) 

(Notice in advertising) 114 90 150 89 





(Because figures are not carried to 0.1%, some totals have a per- 
centage point discrepancy ) 


The data in Table IT show that: 


(a) The great majority of trademark owners who replied, and 
who use a trademark notice, use the notice wherever the 
mark appears, both on the products and in advertising 
(line 4). 

(b) When notices are used, the practice is about the same 
whether the marks are registered or unregistered (com- 
pare lines 4, 8 and 10). 


(c) But somewhat greater caution is used with registered 
marks; note the use of notices for them (line 4). 


Table III lists the various methods and forms of notice that 
are used in connection with unregistered marks. Many of the 
replies showed that more than one method or form was used by 
the same company, often depending on circumstances peculiar to 
that company. Such replies were listed under “More than one form 
used”. Since use of a given form was significant whether that 
form was used alone or in conjunction with other forms, the num- 
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ber of those employing both practices were totaled to determine 


the percentage of those using a particular form. No distinction is 
made in Table III as to the type of media in which the trademark 
occurred (goods, package or advertising) but a reply listing use 
of a particular form or method in all three places was recorded 
as only one use. Where the method or form differed depending on 


the type of media, each of the various forms or methods were 
recorded under each of the appropriate headings. 


~ 
. 


9. 
10. 


TABLE IIT. 
More than 


Single one 
Form of Notice form used form used 

“Ta” 13 24 
“TM” in cirele - 5 
“T” in cirele | 
“Trademark” 33 43 
Trademark 
asterisked to footnote 
(a) “*Trademark” | 7 
(b) “*Trademark of XYZ Co.” 1] 49 


at least 


Total (a), (b) 12 49 
Footnote without asterisk 
to the mark 
(a) “Trademark of XYZ Co.” 2 30 
(b) “— is a trademark of 2 
XYZ Co.” 
at least 
Total (a), (b) 2 30 
“Trademark registration dois | 
pending” 
“Trademark registered”’ 
(on basis of state registration) i | 


bo 


“Brand” 
Total questionnaires examined 


Notices as to Unregistered Marks 


TOTAL 


Number a7 
31 29 
D 4 

] | 

76 G60 
Ss 6 
60 47 


atleast at least 


60 47 
o2 25 
9 ) 
atleast at least 
32 25 
1 | 

| 
2 
104 83 


In summing lines 5(a), (b) and 6(a), (b), only the higher 
figure in the “More than one form used” column was used. Since 


a single company could use both 5(a) and 5(b), totaling these lines 
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could distort the percentage. One is justified in considering that 
“at least” the number shown in the total column employ the gen- 
eral practice stated lines 5 or 6 whether or not the specific form 
varies according to (a) or (b). 

The data in Table II] support the following conclusions con- 

cerning notice for unregistered marks: 

(a) The most prevalent method of giving notice is by a foot- 
note (total of 5(a), (b) and 6(a), (b) is at least 72%), 
the more common method being the simpler form of foot- 
note, “Trademark” (line 5(a)). 

The use of “TM” is now a practice employed by almost 
a third of the companies replying. 

The use of a symbol (“T” or “TM”) in a circle is rare 
at the present time (only about 6% ; total of lines 2, 3). 
The use of a notice that is not asterisked to the mark is 
common (at least 25%; total of lines 6(a), (b)), and 
about as frequent as the use of “TM”. 

The majority of the replies indicate that generally one 
form or method is preferred or used, to the exclusion of 
other forms or methods (838%; total of “Single form used” 
column). 


A number of the replies showed individual variations of the 
practices listed above. For example, a company may use ‘*a trade- 
mark of the XYZ Co. for [generic name]|” as a variation of 6(b). 
Some companies insert “registered” before “trademark” in various 
types of notices when the mark is registered. One company uses 
“Trade ® mark”, another “Trademark ®’’. Some use ® instead 
of an asterisk. The incidence of particular individual variations 
was too low to demonstrate any trend. 

Since members of the USTA would be expected to be more 
aware of the commercial value of trademarks, and hence more 
careful to preserve their legal status, a sampling of trademark 


usage in current magazines was made and is presented in Table 
[V. A similar sampling made by Mr. Frederick Breitenfeld’ in 
1952 is included to show changes in practice that have occurred 
was included to reflect the 


5 


in the last nine years. “True Stories’ 
practice in a somewhat different marketing area from that of 
“Life” and “Time”. 





2. Advertising Age, Sept. 29, 1952. 
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TABLE IV. Advertising Use of Trademark Notices 


“‘Reader’s “True 
Digest” Stories” 
“Life” 1961 “Life” 1952 1961 1961 
No. No. No. No. 
of of of of 
Type of Notice Ads Y/ Ads of Ads a Ads 
1. None 50 53 80 69 42 55 £42453 ~=«54 
2. Statutory form 
(a) @*. 34 36 20 17 +22 29 34 ~=« 35 
(b) Reg. U. S. Pat. Off. 1 1 11 10 I 1 | 1 


(c) Registered in 
U.S. Patent Office O- .... Saas ao or: 
Total (a), (b), (ec) 35 37 31 27 23. 30 35 6= 336 
3. Nonstatutory notices 
of registered marks | 
‘4 “TER 4 
5. “Trademark” | 
6. Trademark asterisked to 4 
footnote stating status 
7. Total of lines 4, 5, 6 9 10 ng, 10 «138 9 9 
8. Total number of ads 95 ... 116 .... yp re 98 


A number of instances were noted in which principal or house 
trademarks had no notice although secondary trademarks had no- 
tices (generally ®). 

The data in Table IV indicate that: 


(a) The majority of advertisers do not use notices in adver- 
tising. 


(b) But the practice of marking registered trademarks in ad- 
vertising is quite prevalent, and has significantly in- 
creased in the last nine years. 


(c) The number of nonstatutory notices has decreased in the 
last nine years. 


(d) The use of “TM” is substantial and about the same as 
that indicated by the replies to the USTA questionnaire 
(11 out of 33 total notices of unregistered marks in the 


* Including instances where this was legible on a package illustrated in advertise- 
ment. 
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three current magazines, or 33%, as compared with 29% 
2 b] / / 


in line 1, Table IT1). 


(e) Advertising practices in regard to trademark notices is 
remarkably constant in the three magazines sampled. 


(f) The frequency of nonstatutory notices for registered 
marks has substantially decreased in the last nine years. 
Its continued existence indicates further need for educa- 
tion of the average business man in regard to trademark 
usage. 


It has been reported*® that many in the European advertising 
and legal professions recognize ® as indicating an unofficial claim 
of registration of the mark. 

In order to check the practice of USTA members against a 
broader field, approximately 100 specimens taken from recently 
issued trademark registrations were examined (Table V).* 

TABLE V. Notices on Specimens in Trademark Applications 


Form of Notice Number Ye 
i: “a 3 3 
2. “TM” in circle 0 
3. “T” in circle 0 
4. “Trademark” 3 3 


Trademark asterisked to footnote 

(a) “* Trademark” 9 9 

(b) “*Trademark of XYZ Co.” 
(or equivalent) 


qn 


bo 
t 


6. Footnote without asterisk 
“__ js a trademark of the XYZ Co.” 1 1 


7. “Brand” 2 2 
8. Statutory notice or “Trademark 

registered” 2 2 

9. No notice 75 78 

Total 97 100 


The above data indicate that USTA members are considerably 
more inclined to place a notice on unregistered marks than is the 








9 


3. Private communication from Marcel Deschamps, Esq., of Langner, Parry, Card 
and Langner. 

4. The author wishes to acknowledge the courtesy of J. H. Merchant, Esq., Director 
of Trademark Operations of the U. S. Patent Office, in furnishing these specimens. 
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average trademark owner. The number of USTA members who 
do not use a notice for such marks is 27% (Table 1) plus 99 who 
use it only in advertising (138% [Table I], line 9] of 739 | Table I, 
line 1]), or a total of 36%. This is half the percentage in line 9 of 
Table V. 

The following sections discuss the legal aspects of adequacy of 
notice, failure to give notice, and improper or false notice. 


Adequacy of Notice 
A trademark with an asterisk and an asterisked footnote which 
states “T.M. Reg. U. S. Pat. Off.” complies with the requirements 
of 15 USC 1111.’ However, a notice is not adequate for a mark in 
the form of a geometric device, where the notice is not located 
near the device but with other registered marks.° 


Failure to Give Notice 

The statutory penalty for failure to give notice of registration 
is that “no profits and no damages shall be recovered . . . unless 
the defendant had actual notice of registration”, Lanham Act, 
Section 29 (15 USC 1111). The requirement of notice applies to 
all existing registrations whether on the principal or supplemental 
register under the Lanham Act or under the Acts of 1920, 1905 
or 1881, Sections 26, 29 (15 USC 1094, 1111). However, a plaintiff 
who has failed to give notice ean still have an injunction, this being 
a remedy for infringement under Section 34 (15 USC 1116) which 
is not included in the loss of rights under Section 29. 


The above is a codification of the case law under the 1905 Act 


which barred recovery of “damages” for failure to give notice of 
registration, absent actual notice (15 USC 107). Injunctions were 
granted in spite of failure to give notice of registration and “dam- 


ages” were interpreted to include profits.’ 
A belated practice of affixing the statutory notice to CcELLo- 
PHANE after years of descriptive use did not prevent the Court of 





5. Ross-Whitney Corp. v. Smith, Kline and French Labs, 207 F. 2d 190, 99 USPQ 
1,5, 44 TMR 274 (C.A. 9, 1953). 

6. Brunswick Co. v. American Bowling § Billiard Corp., 60 USPQ 294, 296 (D.C., 
S.D.N.Y., 1943); affd. oth. grds. 150 F. 2d 69, 70 (C.A. 2, 1945); cert. denied 326 
U.S. 757 (1945). 

7. See, for example, Treasure Imports v. Henry Admur §& Sons, 40 F. Supp. 880, 
50 USPQ 192, 31 TMR 255 (D.C., S.D.N.Y., 1941), affd. 127 F. 2d 3, 52 USPQ 598, 32 
TMR 454 (C.A. 2, 1942); also Stark Bros. Co. v. Stark (1921), 255 U.S. 50, 41 S. Ct. 
221, 65 L. Ed. 496, 11 TMR 275; Rossmann vy. Garnier, 211 F. 401, 4 TMR 183 (C.A. 8, 
1914). 
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Appeals for the Second Circuit from holding that the term had 


become generic.® 

A review of thirty years of court cases did not uncover a 
single instance where the presence or absence of a notice on an 
unregistered mark was of enough importance to appear in the 
digest of a case. 

Failure to give notice docs not bar a trademark owner’s right 
to oppose a confusingly similar mark in the Patent Office.’ 

In the Patent Office, the designation of an expression as a 
“Trademark” does not accord it status as a trademark if the sur- 


rounding circumstances do not justify such a status.’ 


Improper or False Notice 


A purposely false claim of registration has been held to con- 
stitute unclean hands sufficient to bar the plaintiff’s relief.” 

[It has been held that improper notice (“trademark registered” 
when only application was pending) is a misrepresentation that 
justifies withholding injunctive relief to a party who had only 
a few days’ priority in the use of the mark.” 

However, an ambiguous claim of registration does not bar 
relief..* In this case, the plaintiff, a manufacturer of women’s 
dresses, had first been licensed under and thereafter obtained by 
assignment a registration of the identical trademark (WEATHER- 
vANE) for fabric. Although it never obtained a registration for 
women’s dresses, it marked its dresses ““WEATHERVANE” tailored by 
Handmacher a CELANESE* rayon fabric. *Registered U.S. Pat. Off.” 
(95 USPQ at 347, 48 TMR at 102). The Court held this notice 
to be merely ambiguous and henee not fatal. Similarly, a possibly 
honest mistake concerning the scope of a trademark registration 
excuses improper marking.’* A layman’s misconception that an 


8. DuPont Cellophane Co., Inc. vy. Waxed Products Co., 85 F. 2d 75, 30 USPQ 
332, 26 TMR 513 (C.A. 2, 1936); cert. den. 299 U.S. 601 (1936) and 304 U.S. 575 
(1938). 

9. Coca-Cola Co. v. Rodriguez Syrups, Inc., 89 USPQ 36, 41 TMR 463 (Exam’r 
Chief, 1951). 

10. Ex parte Dooley, 86 USPQ 175, 40 TMR 733 (Com’r, 1950); Ez parte Mc- 
Graw Electric Co., 105 USPQ 44, 45 TMR 605 (Com’r, 1955). 

11. Neva-Wet Corp. v. Never Wet Processing Corp., 277 N.Y. 163, 177, 28 TMR 
167 (Ct. Ap. N.Y., 1938). 

12. In re Bub-O-Loon, Inc., 75 USPQ 149, 37 TMR 780; on rearg. 75 USPQ 183 
(N.Y. Sup. Ct., 1947). 

13. Handmacher-Vogel, Inc. v. Ritmor-Sportswear Co., Inc., 118 N.Y.S. 2d 886, 
95 USPQ 344, 43 TMR 99 (N.Y. Sup. Ct., 1952). 

14. Correct Printing Co. v. Ramapo River Printing Co., 16 F. Supp. 573, 30 USPQ 
120, 26 TMR 566 (D.C., S.D.N.Y., 1936). 
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application for registration justifies use of notice of registration 
is excusable. 

Straus v. Notaseme Co. (1916), 240 U.S. 179, 60 L. Ed. 590, 36 
S. Ct. 288, 6 TMR 103, represents an interesting adjustment in 
equities. Plaintiff’s trademark was a rectangle with a diagonal 
black band separating upper and lower panels in red, with the 
word NOTASEME on the band, under which word was “Trademark” 
in small letters. “Registered U. S. Patent Office” appeared below 


15 


the rectangle. The composite mark, as actually used, had been re- 
fused registration. But, the device portion (without the word 
NOTASEME) had been registered. The device used, and apparently 
innocently adopted, by the defendant was substantially the same, 
but with tRonTEX on the black band and THE HOSE THAT WEARS LIKE 
RON On the red panels. 

The Supreme Court held that Notaseme had improperly rep- 
resented the fact of registration in the Patent Office for “precisely 
the element that had been rejected there” (240 U.S. at 181; ap- 
parently the Court ignored the word “Trademark” below Nora- 
SEME). It therefore refused to find technical trademark infringe- 
ment. It did, however, affirm an injunction against further use of 
the label on the basis of unfair competition. An award of defen- 
dant’s profits was reversed, on the basis that the label had not 
been shown to be a factor in defendant’s sales. 

The Federal Trade Commission will act to prevent the mis- 
leading or false use of the statutory notice of registration, in con- 
junction with other deceptive practices.” 

Use of the statutory notice by an alleged infringer has been 
held useful in evaluating the infringer’s state of mind. Although 
it is not a violation of law, “it is the type of deception which may 
be considered in determining whether there was fortuitous imi- 
tation or a calculated determination to appropriate and capitalize 
on the mark”... (which was registered by plaintiff).7 But the 
use of “Registered U. S. Patent Office’, by a defendant who had 
only a state registration, has been held not to prejudice the defen- 
dant’s position."* The Court based this holding on the fact that 
defendant did not seek affirmative relief on a counterclaim and the 





15. Ansehl v. Williams, 267 F. 9, 10 TMR 444 (C.A. 8, 1920); on second appeal 
279 F. 550 (C.A. 8, 1922). 

16. F.T.C. Docket Nos. 17 

17. Silvers v. Russell, 11: 
(D.C., S.D. Cal., 1953). 

18. Trunz, Inc. v. Farmer Boy Corp. and Equipment Co., Inc., 78 USPQ 31, 38 
TMR 788 (N.Y. Sup. Ct., 1948). 


F. Supp. 119, 126, 98 USPQ 376, 382, 44 TMR 144 


0 (1930), 2022 (1934), 2281 (1935). 
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clean hands doctrine did not apply. However, affirmative relief on 
a counterclaim may be denied because of a continued improper 
claim of registration.’ 

“The general practice of the Patent Office has been to reject 
applications for registration when the applicant has improperly 
used the trademark registration notice but to accept explanations 
showing that the use was without intent to mislead the public”.”° 
Use on goods of “the same descriptive property” (1905 Act) is an 
adequate excuse.” 

The ownership of a registration for clearly dissimilar goods 
does not justify improper marking, particularly where the appli- 
eant has persisted in this practice after notice.’ A trademark 
which has been falsely and persistently indicated as registered may 
not be relied on by the plaintiff in an opposition or interference.** 
Concealment of the fact of improper marking from the Patent 
Office leads to the inescapable inference that applicant’s use of 
the marking was deliberate. Registration is refused for such de- 
ception.** 

The Patent Office and the Court of Customs and Patent Ap- 
peals do not use a rigorous standard in determining whether or 
not an applicant for registration who has applied the statutory 
notice of registration to the mark in the application has been guilty 
of fraud or misrepresentation. For example, this was a major 
issue on appeal in the opposition, Coca-Cola Co. v. Victor Syrup 
Corp., 42 CCPA (Pat.) 751, 218 F. 2d 596, 104 USPQ 275, 45 TMR 
465 (CCPA 1954). The applicant had applied for registration of 
(1) nutrRi-coLa under Section 2(f) and of (2) NurTrI-coLa and de- 
sign but not under Section 2(f). The notice “Registered U. S. Pat- 
ent Office” was centered under nutri-coLta. The applicant con- 
tended that this was justified since it owned registrations for 








19. Fraser v. Williams, 61 F. Supp. 763, 66 USPQ 482, 35 TMR 314 (D.C., E.D. 
Wis., 1945). 

20. 8S. C. Johnson § Son, Inc. v. Gold Seal Co., 90 USPQ 373, 380, 41 TMR 1024 
(Com’r, 1951); Four Roses Products Co. vy. Small Grain Distilling & Drug Co., 58 
App. D.C. 299, 29 F. 2d 959, 18 TMR 576 (D.C. Cir., 1928); The Ohio Hydrant & 
Supply Co. v. John Herzog g& Son, 2 USPQ 62, 19 TMR 384,(Com’r, 1929); Sauquiot 
Paper Co. v. Weistock, 46 F. 2d 586, 8 USPQ 349, 21 TMR 146 (CCPA, 1931). 

21. Los Angeles Brewing Company v. Delfino Damonte, 5 USPQ 137, 20 TMR 398 
(Com’r, 1930). 

22. Libbey-Owens-Ford Glass Co. v. Plastron, Inc., 80 USPQ 591, 39 TMR 351 
(Com’r, 1949). 

23. Kellogg Co. v. Price, 61 USPQ 501, 34 TMR 307 (Com’r, 1944); Bushmill 
Wine § Products Co. v. Samuel Kunin & Sons, Inc., 29 USPQ 94, 26 TMR 362 (Com’r, 
1936). (But see Sauquiot case, footnote 20.) 

24. Weil §& Durrse v. United Piece Dye Works, 70 USPQ 36 (Com’r, 1946); 
Gillette Safety Razor Co, vy. Standard Safety Razor Corp., 27 USPQ 46, 25 TMR 630 
(Com’r, 1935). 
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NuTRI and placing the notice beneath this portion of the composite 
word would render its labels asymmetrical. The Court agreed 
with the Patent Office’s acceptance of this explanation.” 

Confusion of copyright registration with trademark registra- 
tion (supported by correspondence addressed to the wrong federal 
agency) will excuse unjustified use of the statutory notice by a 
petitioner for cancellation.*“” An improper but somewhat ambigu- 
ous statutory notice does not justify dismissal of an opposition.” 
In this ease, the Assistant Commissioner stated, in regard to this 
point, that the “equitable defense of unclean hands is not one of 
the equitable principles made applicable to pending contested cases 
by Section 19 of the Trademark Act of 1946.” It is to be noted 
that the improper notice was not associated with the mark on 
which the opposer relied, in contrast to the situation in Libbey- 
Owens-Ford v. Plastron, supra, note 22. A position with regard 
to the scope of a mark, taken by an opposer during prosecution 
of his application and which is inconsistent with his later statutory 
notice, does not disqualify him in a later inter partes proceeding, 
no fraud being shown.** A misunderstanding as to rights under 
an expired registration makes the “unclean hands” doctrine inap- 
plicable to an improper use of the statutory notice.” 

The association of a statutory notice on the label supporting 
an application for registration may be used to interpret the ap- 
plicant’s objective in using the mark. In Ford Motor Co. vy. Lin- 
coln Radio & Television Corp., 99 USPQ 60, 44 TMR 203 (Exam’r- 
Chief, 1953). Ford’s use of the trademark LINcoLN on car radios 
was questioned. Examiner-in-Chief Federico stated that, since the 
trademark appeared only on cartons in association with the statu- 
tory notice, the use was intended as use on automobiles, for which 
Ford had registrations. Otherwise, there would be false use of 
the registration notice. 





25. See also S. C. Johnson & Son, Inc, v. Gold Seal, supra note 20; A. F. Part, 
Inc. v. Sormani, 23 CCPA (Pat.) 773, 80 F. 2d 78, 27 USPQ 417, 26 TMR 23 (CCPA, 
1935) ; Ex parte Golden State Asparagus, 2 USPQ 174, 19 TMR 381 (Com’r, 1929). 

26. Schulman vy. Irma Hosiery Co., 90 USPQ 40, 41 TMR 851 (Com’r, 1951) ; 
revd. oth. grds., 201 F. 2d 891, 43 TMR 510 (CCPA, 1953). 

27. Barbasol Co. v. Gillette Safety Razor Co., 82 USPQ 58, 39 TMR 736 (Com’r, 
1949). 

28. Grand View Hts. Citrus Assn. v. M. Egan Fruit §& Veg. Co., 12 USPQ 129, 
22 TMR 123 (Com’r, 1923). 

29. Rieser Co. v. Munsingwear, Inc., 128 USPQ 452 (Tm. Bd., 1961). 
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MEASURES TO INSURE PROTECTION OF. 
SERVICE MARKS IN THE AMERICAS* t 


By Jeremiah D. McAuliffe* * 


Industrial property has been defined as a collective name for 


various interests arising out of commercial and industrial activity. 
It has been established under the laws of the American Republics, 
that patents, design patents, trademarks, and copyrights comprise 
what is generally known as industrial property. Rights in this 
kind of property are usually of considerable value. In recognition 
of the interests and rights in this kind of property and the com- 
mercial value that runs with such, every country in the Americas 
has enacted laws for the protection of industrial property. ‘his 
paper is particularly concerned with the need for an extension of 
the scope of most of the existing industrial property laws of the 
American Republics to include a relatively new kind of interest, 
that is, marks used in connection with the sale of services. 

With almost no exception, trademarks in the American Re- 
publics have been defined or considered to be any mark, symbol or 
device adopted and used to identify the goods of a certain manu- 
facturer. Historically, this definition has always been concerned 
with the trademark’s role in identifying the goods of a certain 
maker. Of course, with the passing of time and a more highly 
developed commercial life, this coneept of a trademark has been 
broadened if not formally at least in practice, so that a trademark 
today represents that the goods on which it is used if not of one 
manufacturer, are at least under his auspices and are of the same 
quality as that of the original manufacturer trademark owner. The 
idea, however, of a mark or identifying sign being used for some- 
thing other than goods or products has not been made a part of 
the laws of the Republic nor has it been recognized in practice. 
In reality, however, there are now a myriad of valuable symbols 
and marks in use to identify services rendered by a commercial 
enterprise in the same way that a traditional trademark identifies 
goods of a manufacturer. 


* Paper presented at the Inter-American Bar Association, Biennial Meeting in 


Bogota, Colombia in January, 1961. 

t 800.4—OTHER STATUTES—FOREIGN LAW. 

** Member of the firm of Woodson, Pattishall & Garner, Chicago, Illinois; mem- 
ber of the Illinois Bar; Associate Member of USTA. 
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It is only within relatively recent time that the need for pro- 
tecting a word, symbol or device used in connection with services 
as opposed to goods has been fully appreciated. Notwithstanding 
this need for the inclusion of the concept of service marks in the 
industrial property laws either formally or otherwise, most of the 
American Republics have done little in extending protection to 
this kind of property right as such. It is true that there has been 
a tacit recognition of service marks by usually permitting them 
to be registered as trademarks for a vague listing of goods such 
as letterheads, advertising material and the like. These half mea- 
sures have proved to be far from satisfactory. This has been the 
position of most of the Americas even though almost all have come 
to recognize that this kind of interest is often of great value and 
a concept within the general definition of industrial property de- 
serving of statutory protection. The reluctance to legislate a 
change in the laws appears to be largely because a service mark 
is not in any way associated with the historical definition that 
marks are used in connection with goods or products. However, 
if we assume that the industrial property laws of the Republics 
seek to recognize and satisfy the whole scheme of interests involved 
in this area of commercial life, it is obvious that the laws must be 
changed to incorporate in their scope this industrial property 
interest even though the contrary may have been the rule to date. 

In 1946 the United States included specific provisions for 
the protection of marks used in connection with services, and 
in 1955 Canada enacted a new law broadly defining trademarks 
as those marks that are used in connection with services as well 
as manufactured goods. In the immediate past, other countries 
have moved in this direction by amending their product classifica- 
tion systems to include “services”, and professional groups and 
various international organizations have made it known to their 
governments that legislative provisions for the protection of ser- 
vice marks are necessary. An important, although not completely 
satisfactory, step in recognizing this kind of property interest on 
an international scale has been made with a new Article 6 Sexies 


adopted at the Lisbon Conference for the revision of the Paris 


Convention of 1883. It provides: 
“The countries of the Union undertake to protect service 
marks. They shall not be required to provide for registration 
of such marks.” 
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Moreover, the Arrangement of Nice concerning the International 
Classification of Goods and Services of 1957, has made provision 
for a classification system that includes “services”. 

Among the Americas, Peru and Haiti have moved forward in 
their trademark laws which include in their definition of those 
industrial property interests to be protected, marks used in con- 
nection with services. The Minister of Economy of Nicaragua 
has decided that it is not necessary to promulgate a new law for 
the registration of service marks, but rather through recent ad- 
ministrative rulings has permitted registrations for valuable ser- 
vice marks like pan Am for all the activities of the service of 
cargo, passenger and mail transportation made through their 
airplanes and airships, and Standard Oil’s servicentTRO, for 
services of maintenance, care and cleaning of automobiles, trucks 
and vehicles. It’s hoped that these modest efforts toward pro- 
teecting service marks as such will encourage the other American 
Republics to follow suit with appropriate administrative and legis- 
lative measures. 

Failure to recognize this interest in the Americas will con- 
tinue to cause great hardship to the owners of service marks 
and perpetrate many injustices that now exist for want of a realis- 
tie and practical definition of a trademark to include services. 
Moreover, the growing interdependence and intercommunications 
between the American Republics not only makes the need urgent 
for adequate protection of this interest in each country but also 
that the recognition and the terms of protection be harmonious 
among all of the Latin American Countries. 

It follows that to withhold appropriate legislative and statu- 
tory regulations to assist the service mark owner in the protection 
and maintenance of his rights and interests, is to perpetuate an 
omission in the law that needs to be corrected. Further delays 
‘cannot be tolerated. It would be unfortunate if the membership 
of this Association did not resolve at this Congress to urge upon 
the respective governments of its members’ enactment of laws 
or amendment to existing laws as soon as possible to include these 
service marks, and that in the interim, administrative policies be 
instituted to recognize and implement procedures for the regis- 
tration and protection of service marks as such. The extension of 
the industrial property laws in this respect can only result in good 
for all. 
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Therefore Be It Resolved: That the countries represented in 
the Association, the laws of which do not, at present, provide for 
specific protection of marks used in connection with services as 
opposed to goods or products, amend their domestic laws to include 
provisions for the protection of service marks as such. 


Ep. Note: This resolution was adopted by the General Assembly of the Inter 
American Bar Association on February 3, 1961. 
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THE "SPANISH CHAMPAGNE" CASE! 
By Paul Abel* 


Costa Brava Wine Co. Ltd., London, was incorporated in 1956. 
[t started in that year to sell to retail houses in England and Wales 
a wine which was produced in Spain and was called spaNIsH 
CHAMPAGNE by the vendors. The French producers of Champagne, 
made from grapes grown in the Freneh Champagne district, 
strongly objected to this trade description. A criminal action was 
commenced in the Central Criminal Court under the Merchandise 
Marks Act 1887, as amended 1953. On November 24, 1958, the 
defendant was acquitted after a jury had rendered a verdict of 
“Not Guilty.” 

Thereupon twelve of the principal Champagne Houses in 
Franee—inter alia J. Bollinger, Charles Heidsieck, Louis Roederer 
and H. Mumm dé Co., on behalf of themselves and of all persons 
who produce wine in the district of France known as the Cham- 
pagne district and who ship such wine to England and Wales sued 
the Costa Brava Wine Co. Ltd. in the Chancery Division of the 
High Court of Justice, London, for 


a) an injunction to restrain the defendants from applying 
the trade description CHAMPAGNE Or SPANISH CHAMPAGNE to 
wine made in Spain and/or made from grapes grown in Spain; 


b) an injunction to restrain the defendants from passing 
off as and for wine produced in the said French Champagne 
district, wine which was not so produced and against adver- 
tising, offering for sale or selling as SPANISH CHAMPAGNE Or 
any other trade deseription including the name CHAMPAGNE; 

ce) for a declaration that the description spANISH CHAM- 
PAGNE is a false deseription for wine made in Spain; 


d) for an inguiry as to damages. 


There were two phases to this case. The first involved Mr. 
Justice Danckwerts’ order that before the actual facts of the case 
were considered and evidence submitted two preliminary points 
of law were to be decided, viz. : 








t S00.4—OTHER STATUTES—FOREIGN LAW. 
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(1) whether, if the truth of the plaintiff’s allegations is as- 
sumed, the defendants have committed an act of unlawful com- 
petition which enables the plaintiffs under English Law to resort 
to legal action against them and 


(2) whether section 2 (2)' of the Merchandise Marks Aet 
1887/1953 imposes on the defendants any obligation towards the 
plaintiffs and whether if such an obligation exists it can be en- 
foreed by the plaintiffs through a civil action. 


In the judgment rendered on November 138, 1959° Mr. Justice 
Danckwerts after a thorough consideration of all the legal prob- 
lems involved; decided point (1) in the plaintiff’s favor but an- 
swered point (2) in the negative. 

The Judge pointed out that as point (1) had been decided in 
the plaintiff's favor proof would be necessary that defendants 
had been guilty of passing off or of any other illegal act. 

This phase of the case is reported in 50 TMR 406-408, and 
is again referred to in an article in 51 TMR 29 and 387-39. The 
learned author of that latter article, Frederick Honig states that, 
after the questions of law have been decided, the plaintiffs have 
“to stand the test of a full scale action in which the plaintiffs will 
have to prove” the relevant facts, which is “a heavy burden of 
proof.” 

The “full seale action” was conducted before Mr. Justice 
Danckwerts on November 29 and 30 and on December 3, 5 and 7, 
1960. 

Counsel for the plaintiffs reviewed the history of the formation 
of the Champagne district which was under Roman occupation 
until the sixth century, the name Champagne having been derived 
from the Latin word “Campagna”. That district is found about 
one hundred miles east of Paris around Reims and Epernay. 
Counsel pointed out that a right of property existed in an ap- 
pellation of origin which right the plaintiffs had aequired by long 
usage and which now formed part of their good will in England. 
Counsel contends that this right of property had been infringed 
by the defendants’ conduct in selling a Spanish made wine (which 


1. Section 2(2) of the Merchandise Marks Act, 1887/1953 reads as follows: “Every 
person who sells . . . any goods... to which any false description is applied : 
shall, unless. .., be guilty of an offence against this Act...” 

2. (1960) R.P.C. 16; (1960) 3 W.L.R. 966; (1959) 3 All E.R. 800; (1960) 50 
TMR 406-408 and (1961) 51 TMR 29, 37-39; (1960) GEWERBLICHER RECHTSSCHUTZ UND 
URHEBERRECHT (GRUR), foreign and international part (Munich), 454-459 and 576, 
No. 1984; The Times, Law Report, November 14, 1959. 
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was sold in Spain under the name perRELADA) in England under 
a description which adopted the plaintiffs’ appellation of origin 
and from which area the defendants’ product did not come at all. 
The word CHAMPAGNE meant in England wine produced in and 
exported from the French geographical district Champagne. Coun- 
sel for the plaintiffs alleged that the defendants’ conduct was 
calculated to mislead the public and to produce confusion in the 
minds of the wine buying publie. 

Denying those allegations Counsel for the defendants said 
that the defendants’ wine possessed the characteristics of the 
Champagne grown and produced in France, and submitted that 
the addition of the word “Spanish” showed that it was not a wine 
produced in France so that the description sPANISH CHAMPAGNE 
was not capable of being mistaken for Champagne which is pro- 
duced in France. He contended that many well-known wines such 
as burgundy, chablis, graves, sauterne and sherry, had been used 


for many years in conjunction with a geographical adjective re- 
ferring to the country where the wine was produced so that the 
name had ceased to represent a wine produced in the original 
country, but indicated a type so that the name had become a generic 


description. 

Witnesses ealled on behalf of the plaintiffs also stated that 
certain portions of the public would know that Champagne had 
a very high reputation and that they would simply ask for Cham- 
pagne, but that many of them would believe that Champagne came 
from France albeit they might not have known from which district 
in France. 

Mr. Justice Danckwerts decided on December 16, 1960, in 
favor of the plaintiffs, granting them the injunctions sought for.’ 
After having thoroughly reviewed the evidence and the authorities 
His Lordship said that “persons whose life and education has not 
taught them much about the nature and production of Wine, but 
who from time to time want to purchase CHAMPAGNE, as the wine 
with the great reputation, are likely to be misled by the deserip- 
tion SPANISH CHAMPAGNE. Mr. Justice Danckwerts referred inter 
alia to a brochure edited by the defendants after their acquittal 
in the Central Criminal Court, entitled “Giving A Champagne 
Party’, and described that brochure “a blatant attempt to secure 





3. J. Bollinger and others v. Costa Brava Wine Co. Ltd.; (1961) All E.R. 561; 
Monthly Reports, edited by the TrapeE Marks, PATENTS AND DESIGNS FEDERATION, 
London, January and February 1961; The Times, Law Report, November 30, December 
1, 3, 6, 8 and 17, 1960. 
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to the sale of the defendant Company’s wine the advantage of 
the good will connected with the word cHAMPAGNE and the business 
of the plaintiffs and the other producers and shippers of cham- 
pagne. “I am compelled to reach the conclusion”, His Lordship 
concluded, that this is not an innocent case of passing off. I think 
that the defendant company intended by using the name spaNnisH 
CHAMPAGNE to attract the good will connected with the reputation 
of CHAMPAGNE to the Spanish product. I think that it was delib- 
erate. This is dishonest trading; and the plaintiffs were fully 
justified in bringing this action to protect their good will, and the 
action sueceeds”. 

Counsel for the plaintiffs said that the plaintiffs did not wish 
to pursue an inquiry as to damages. 

Counsel for the defendants asked for a stay of execution be- 
cause there were some thousands of bottles to be relabelled. The 
Judge, however, declared he was unwilling to allow the defendants 
to go on selling to the Christmas trade and gave the defendants 
48 hours for relabelling. 

No appeal having been lodged the decision by Mr. Justice 
Danekwerts became final. 

The above decision has aroused much attention by the public 
which can be seen from the many articles in the dailies and by 
the “Letters to the Editor”’.*. The decision is an important step 
in the fight against unfair competition and will stop many mis- 
usages of appellations of origin in the wine and other trades. 


ee 





4. I would refer, for instance, to “Letters” in the Datly Telegraph (London) of De 
cember 22, 1960, and in The Sunday Times (London) of April 16, 1961; in the latter a 
dictum by Lord Byron is quoted which shows the importance of names of Wine; Lord 
Byron asked in a restaurant for the name of a wine on the menu, and when he was told 
that the name was not known, he rejoined: “Away with it; I hate anonymous wine!” | 
think I will be permitted to quote from another article in The Sunday Times of Decem- 
ber 18, 1960 the following passage: “It is hoped that Mr. Justice Danckwerts’ judgment 
will encourage the trade here and abroad to cleanse the Augean stable of nomenclature 
without the necessity for further Herculean jets of legal action.” 
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FOREIGN LICENSING CHECK LIST* ' 


By Thomas E. Fisher** 


In recent years a number of factors have collaborated to 
produce ever-increasing difficulties for the American manufacturer 
seeking to sell goods abroad. Improved foreign technology, high 
cost of American manufacture, high protective tariffs, and em- 
bargoes against the importation of goods have been among the 
more important of these factors. 

These very factors that have led to American goods becoming 
less and less saleable, have given rise to a situation in which 
American know-how and technical knowledge have become more 
and more saleable. With ever-increasing frequency, the technical 
license agreement supplants the exportation of finished goods as a 
means of earning money in foreign markets. These licenses are 
far less publicized and glamorized than are their expensive coun- 
terparts... The foreign manufacturing subsidiary. While perhaps 
less known and less glamorous, the technical license agreement 
does have some very material advantages over its expensive coun- 
terpart. Foremost among these is the apparent advantage that a 
substantial capital investment is not required. 

The technical license agreement also has the advantage of 
producing steady income even when the most stringent considera- 
tions are imposed by a foreign government against the exportation 
of currency. This income, paid in the form of royalties for know- 
how and licenses of patent and trademark rights is usually ex- 
empted from currency restrictions on the ground that the monies 
are purchasing technical knowledge which will aid the industrial 
capability of the country in question. 

Another of the material advantages of the technical license 
agreement is that the manufacturing company is normally actually 
owned by a national of the country in which the company is lo- 
eated. While a locally-owned company is not exempt from seizure 
if a socialistic or communistie form of government comes to power, 
it is far less susceptible to seizure than are foreign-owned manu- 
facturing facilities. In the absence of seizure, the conditions, re- 








* Reprinted with permission from the Journal of the Patent Office Society, Vol. 
43, No. 2, February, 1961. 
+t 800.4—OTHER STATUTES—FOREIGN LAW. 
** Of Watts, Edgerton, Pyle & Fisher, Cleveland, Ohio. 





Vol. 51 TMR ; FOREIGN LICENSING CHECK LIST 471 





strictions, and limitations often imposed upon manufacturers are, 
in many countries, not uniform. Frequently, there will be specially 
tailored restrictive and oppressive conditions imposed upon the 
manufacturer owned by persons foreign to the country in question. 

The technical exchange agreement is not a capacious, all- 
inclusive panacea for the ills of the American manufacturer who 
is gradually losing his foreign markets. But, it is more often 
than not, the best solution for a manufacturer faced with dwindling 
foreign returns. It is especially well suited for the relatively small 
manufacturer who simply cannot afford the necessary capital in- 
vestment of a wholly- or partly-owned manufacturing subsidiary 
for each and every country where he loses a market. 

In its most common form, the technical license agreement 
will usually cover a market area rather than one country. For 
example, modern licensing agreements in Europe usually will 
cover the so-called “common market” or the “outer seven.” An- 
other market area frequently ineluded in licenses is all or part 
of the British Commonwealth of Nations. Thus, the first consid- 
eration in selecting a manufacturing licensee will be to select a 
manufacturer located in a country which in itself is a good market 
and also in a country from which goods can be shipped to other 
countries under conditions more favorable than from the United 
States. Other considerations which will not be delved into at length 
here must also obviously and necessarily be present. Such usual 
business considerations as credit rating, reputation, facilities and 
net worth must not be overlooked. These types of considerations 
are second nature to most American businessmen. [For this rea- 
son they will not be discussed further here and the remainder of 
this discussion will be directed to those considerations which are 
strange to most American businessmen. 

Having selected a potential licensee, the American manufae- 


turer and prospective licensor must next turn to the business of 


negotiating a workable agreement. During these negotiations the 
American manufacturer should have four principal objectives. 
These objectives are: 
1. A workable, long-term agreement which has sufficient 
flexibility to permit change to meet changing conditions ; 
2. Adequate and absolute control over his trademarks, 
trade names, good will, patents, and know-how; 
3. An agreement which provides a return which is not 
only reasonable but also recoverable; and, 
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4. A clear definition of the rights, obligations, and duties 
of both of the parties. 


3efore commencing the actual negotiations of a license agree- 
ment, the manufacturer should prepare a sheet or check list of 
factors to be considered during the negotiations. This check list 
should be present at all meetings during which negotiations are 
earried on. The check list, under appropriate circumstances can 
be provided to the prospective licensee. It is sometimes advan- 
tageous to even prepare a proposed license agreement prior to the 
actual serious business of determining the contents of the finished 
agreement. 

It must be recognized that no one check list can serve for all 
negotiating purposes and conditions. Each and every negotiation 
with each and every proposed licensee has its own special and 
distinet peculiarities. Even so, the check list set out below will 
serve satisfactorily in most negotiations. 

This proposed check list is: 


1. The agreement should very definitely spell out re- 
quired performance and at the same time it should provide 


a means for revision. By “revision” it is meant modification 
of the terms of the agreement to meet changing needs or 
conditions. 


2. The contract should have a fixed long term; but, at 
the same time, it should have periodic predetermined times 
during which either party can “escape.” It is indeed often 
desirable to have a one- or two-year trial period to afford an 
opportunity to work out problems which simply cannot be 
anticipated in advance and to determine whether or not this 
is a marriage which can long be perpetuated. 


3. The contract should be executed in the United States. 
It should inelude a clause to the effect that the law of the State 
in which the American manufacturer is located will be con- 
trolling. 


4. The agreement should specify that the licensee is to 
pay all taxes, obtain all governmental licenses, and in all 
respects comply with regulations imposed by the governments 
of each and every country included in the trading area covered 
by the agreement. 


5. A very stringent and exact trademark agreement 
should be included. This would require that all products bear 
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the trademark of the American licensor, that any and all trade- 
mark notice required by the countries concerned be included, 
that whatever trademark rights the licensee may require will 
terminate at the termination of the agreement. The agree- 
ment should provide that the licensee will not sell competitive 
products under his own trademark during the course of the 
agreement. Thus, all products should bear a trademark of the 
American licensor and the appropriate trademark notice. 


6. Many countries require so-called registered user agree- 
ments. This means an agreement setting forth the fact that 
a given manufacturer has been licensed to use a given trade- 
mark must be registered in the patent office of the country 
under consideration. It is helpful to have a separate short 
registered user agreement to satisfy this requirement while, 
at the same time, preserving the confidential nature of the 
over-all technical license agreement. 


7. The agreement should not grant rights under the 
American manufacturer’s trade name. Once the American 
manufacturer allows the creation of a licensee manufacturing 
company using the same or a similar trade name, the licensor’s 
identity may well be lost in that country and it may be ex- 
tremely difficult, if not impossible, to recover the trade name 
at the conclusion of the license agreement. 


8. The agreement should provide for control by the 
American manufacturer of all design changes, technical mod- 
ifications, ete. It is usually desirable to accompany these 
limitations with a requirement that the foreign license disclose 
all technical improvements the licensee may make and the 
American licensor should retain the right to determine whether 
or not these improvements should be used. 


9. The rights of the licensee should not be assignable 
without the written consent of the licensor. These contracts 
are rather personal in nature and certainly it is essential to 
maintain control over the persons or organizations with which 
the American is doing business. 


10. The agreement should specifically specify whether or 
not sub-licensing will be permitted. Normally, sub-licensing 
should not be permitted unless it is with the written consent 
of the American licensor. 


11. A procedure for re-negotiation of the agreement to 
modify it to meet changing conditions should be spelled out. 
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12. The American licensor should be certain that in the 
event of termination all patents, trademarks, and other tech- 
nical assets are assigned to the licensor. 


13. While agreements sometimes provide for the re- 
acquirement of know-how, these agreements are normally 
rather nebulous and hard to police. The agreement can, how- 
ever, set forth a requirement that know-how must be kept 
confidential and recognize that the know-how is received on a 
confidential basis. 


14. The terms and conditions under which the American 
manufacturer will send personnel to the trading area of the 
licensee should be set out. The agreement should limit the 
number of personnel which will be sent, require reasonable 
warning that the licensee will require the services of such 
personnel, and specify what part of the expense of these 
visitations will be borne by the licensee. 


15. While a technical exchange agreement presumably 
provides that the licensee will have the exclusive right to 
manufacture and sell products under the trademarks and with 
the know-how of the licensor in his market area, the agreement 
must have an exception providing that the licensor has the 


right to export goods to the market area until the licensee 
is manufacturing at a level satisfactory to meet the require- 
ments of the licensor’s customers in the trading area. 


16. The size of the trading area must be determined. 
The agreement should clearly and exactly spell out the coun- 
tries which are to be included in this trading area, based 
primarily on considerations of whether or not the American 
manufacturer is equipped to supply the market in a given 
country and assuming the American is not, whether or not 
the licensee is. This phase of the agreement must be given 
extremely careful consideration and study. If it is not handled 
properly it may well lead to a violation of the antitrust laws 
of one of the countries under consideration. 


17. It is sometimes desirable to provide for the exchange 
of royalty income for a stock interest in the licensee manu- 
facturing organization. This provides long-term. stability, 
and assists in maintaining control of the venture. It also 
provides increased capital of the licensee company and a 
growth in the assets of the licensor. 


18. The agreement should include a minimum guarantee 
clause providing an assured minimum annual return. The 
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agreement must also, of course, provide for a fair and rea- 
sonable royalty rate. 


19. The licensor should retain the right to cancel the 
agreement if it is impossible to get cash out of the licensee’s 
country. 


20. The leensor should retain the right to inspect the 
licensee’s manufacturing facilities periodically. 


21. The agreement should provide for periodic produc- 
tion and sales reports. These reports should be full and 
comprehensive. 


22. The agreement should automatically terminate if the 


licensee becomes bankrupt. 


23. The agreement should prohibit the licensee from 
making warranties as to the product sold under the licensor’s 
trademarks unless the warranties have been specifically ap- 
proved by the licensor. 


24. Any and all advertising or promotional literature 
should be subject to prior approval by the licensor. It is some- 
times desirable to provide a minimum amount of advertising 
which must be run. This may either be a minimum fixed sum 


or preferably some minimum percentage of sales. 


25. It is usually desirable to provide for arbitration in 
the event of disputes. If arbitration is provided for the agree- 
ment should spell out the mechanics of arbitration including 
who the arbitrators will be or how they will be chosen. 


26. Include a “momentum clause.” Such a clause pro 
vides that on termination of the agreement, the licensee has 
the right to sell out its inventory and the licensor will receive 
royalties on these goods sold out of inventory. 


27. The licensor should retain the right to set the stand- 
ards of quality of the products sold under his trademarks. 


28. The obligations of each party should be spelled out 
in detail such as when and where a manufacturing facility is 
to be constructed, what monies are to be expended and by 
whom, and when will the licensor’s employees be required in 
the licensee’s country to assist in this endeavor. 


29. The agreement should provide that the licensee will 
cause its employees to sign invention agreements providing 
for the assignment of any and all inventions pertaining to 
the licensee’s business to the licensee. 
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30. The agreement should also provide that inventions 
made by the licensee will be disclosed to the licensor. The 
mechanies for obtaining patent protection should be clearly 
and exactly specified. It should spell out who will own the 
patents, in what countries, who will pay the costs of obtaining 
them, and the like. 


31. Consideration should also be given as to whether 
patents should be in a separate agreement from the know-how 
and trademark license agreement. This may be desirable 
either because it may be advantageous tax-wise to sell rather 
than license the patents and/or the know-how. Under the 
laws of some foreign countries, it is also desirable because the 
entire agreement may expire when the patent expires. Fur- 
ther, with separate agreements, the know-how agreement, if 
not for an initial large lump sum, may be for a long term to 
provide for a fair return and the suggested trial period may 
apply to only the trademarks and/or the patents. 


32. The agreement should preferably be for a relatively 
long term, to amortize the value of know-how and other ex- 
penses over a long period of time. Thus the “escape” noted 
above should be relatively widely spaced. 


33. The contract should include the usual clause admit- 
ting validity of any and all patents, trademarks, copyrights, 
ete., owned by the licensor in the licensee’s trading area. This 
clause shall provide that the licensee shall neither contest nor 
assist others to contest the validity of any of the licensor’s 
exclusive properties in the trading area. 


34. A clause should also be included which would provide 
for appropriate patent and copyright notice on each product, 
in addition to the trademark notice mentioned above. 


35. The agreement should provide for a continuous inter- 
change of know-how so that the licensee will always be reluc- 
tant to terminate the agreement because of continuous dis- 
closure of new technical information. In this connection, it 
may be desirable to transmit know-how to the licensee on a 
continuous and selective basis so that the licensor always has 
something more to disclose to the licensee if and when cur- 
rents of discontent are detected. 


36. One a tentative agreement has been established, it 
should be reviewed by a carefully selected attorney in the 
licensee’s home country to be sure that it does not violate 
any of the laws of that country. 





Vol. 51 TMR FOREIGN LICENSING CHECK LIST 477 








With the preceding check list the average American manufac- 
turer will be equipped to obtain a reasonable, safe, and fair tech- 
nical license agreement. He should not, however, forget that 
if he is entering a new market through the vehicle of a technical 
license agreement, many of the usual and normal problems faced 
by the manufacturer entering a new export market are still pres- 
ent. If he has not been careful to register his trademark in 
advance, he can find himself in serious difficulty in many foreign 
countries. The same is true if he has not obtained patents on at 
least the more important inventions which his company may have 
manufactured and patented in the past. He may even find that a 
national of this new country has obtained patents on some of the 
American inventions or perhaps registered the trademark of the 
American manufacturer. He may find his trademark lost if he 
attempts to license without first registering. Obviously, these and 
other pitfalls of foreign business are not eliminated because one 
has a technical license agreement. 


NR 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Proposed Change to Rule 2.271 
A proposed change to Rule 2.27, Rules of Practice in Trade- 
mark Cases has been approved by the Committee on Trademark 
Law and Practice. 
It is proposed to amend the second sentence of subsection (a) 
to read as follows: 
“Access to the file of a particular pending trademark applica- 
tion will be permitted prior to publication under § 2.81 upon 
the showing in writing of good cause for such access.” 


Pending formal adoption of this amendment the Commissioner 
of Patents has authorized the Director of Trademark Examining 
Operation to permit access to and copying of pending trademark 
applications under the circumstances set forth above. 


Patent Office Classification of Goods and Services (Continued)! 


The following unofficial definitions for Patent Office classes 
100, 101, 102 and 103 are published as an aid to attorneys and others 
who regularly prepare applications to register trademarks in the 
Patent Office. 


Definition and Contents of Class 100 
Miscellaneous 


This class encompasses all services not otherwise classified. 
Included in this class are services rendered in the furnishing 
of lodging, preparation of food or drink by hotels, restaurants and 








AvuTHOR’s Note: During the past two years it has been my purpose in these Notes 
to set forth Patent Office practice not readily found elsewhere for trademark owners, 
their attorneys and other interested persons. For a while, at least, this will be my last 
contribution. To the staff of the Reporter, to attorneys who have suggested topics for 
consideration and to others who have offered words of encouragement I’d like to say 
“Thank you.” If these Notes have made it easier for someone to prepare an application 
to register a trademark in the Patent Office I will feel that my efforts were very well 
rewarded. 

* Examiner, Trademark Operation, U. S. Patent Office. Member, District of 
Columbia Bar. 

t 200.37—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE)—TRADEMARK 
RULES. 

PATENT OFFICE PROCEEDINGS 
CLASSIFICATION OF GOODS. 








200.86 REGISTRATION PROCEDURE (EX PARTE)— 


1. See also 51 TMR 143 (February), 51 TMR 266 (March) and 51 TMR 400 
(April), 1961. 
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tourist motels; services rendered by funeral establishments; ser 
vices involving personal treatment such as those offered by barbers, 
beauticians and social groups; services rendered by persons, indi- 
vidually or eolleetively as members of an organization, which 
require a high degree of mental activity and relate to theoretical 
or practical aspects of complex fields of human endeavor. In 
this last group the services usually are in the nature of advice, 
consultation, planning, analyzing, designing, reporting, ete. 


Cross Reference 


See Class 101—Advertising and business, for protessional 
services which directly aid in the operation or function of a com- 
mereial enterprise. 

See Class 105—Transportation and storage, for services per- 
formed by travel agencies. 

See Class 107—Education and entertainment, for services per- 
formed by professional entertainers. 


Definition and Contents of Class 101 
Advertising and Business 

This class encompasses services rendered by advertising or- 
ganizations primarily engaged in giving public notice, statement 
or announcement by all means of communication, and also services 
rendered by individuals or organizations which aid in the opera- 
tion or management of the commercial, industrial or trade enter- 
prises of others. 

This class ineludes services involving recording, transcribing, 
composing, compiling of written communications and records and 
computing or compiling mathematical or statistical data. It covers 
the services of advertising agencies and related services such 
as handbill and sample distribution and mail advertising and also 
includes the preparation of radio and television commercials. 

This class does not include professional services such as en- 
gineering consultation and advice, chemical analyses, ete., which 
are not directly involved in the operation and/or management 
of a commercial, industrial or trade enterprise. 


Cross Reference 


See Class 100—Miscellaneous, for professional, consultation 
and planning services. 
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Definition and Contents of Class 102 
Financial and Insurance 


This class relates to (1) services performed in the management 
of money or monetary affairs and (2) services rendered in con- 
nection with all types of insurance contracts. 

The services regarding the management of money or monetary 
affairs include those performed by banking institutions or instl- 
tutions related thereto, such as curreney exchanges and clearing 
houses, services performed by credit agencies other than banks 
such as cooperative credit associations, personal finance com- 
panies, pawnbrokers and bonding agents, security and commodity 
brokers and dealers and services rendered by fiduciaries. 

This class also ineludes the underwriting of risk insurance 
by insurance companies and the services of insurance agents and 


brokers. 


Definition and Contents of Class 103 
Construction and Repair 


This class relates to services performed by contractors or sub- 
contractors in the building or fabrication of structures including 
machinery, and the processing or maintenance of articles not other- 
wise classified. 

Included in this class are services rendered by individuals or 
organizations engaged in the restoration of structures, such as 
buildings and machines, to a sound state after decay, delapida- 
tion or partial destruction. Included also are cleaning and wash 
ing services to buildings, machinery, clothing, instruments, ete. 

Construction services within this class are bridges, high- 
ways, machinery, engines, dams, buildings, and special projects 
such as heating plants, roofing, plumbing, painting and electrical 
work. 

Maintenance services included in this class are those intended 
to keep structures and articles in its original condition. These 
services include lubrication of machinery, tailoring, protective 
painting and waxing. 

Other services directly involved in the construction and repair 
work, such as inspection of construction projects and rental of 
construction tools, are also covered by this class. 
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Trademark Statistics 


Applications filed 
Registrations issued 
Principal Register 


Supplemental Register 


Total 
Renewals 
See. 12(¢c), publications 
See. 8, affidavits filed . 


See. 8, cancellations 


Cancellations, other 





Cumulative 
January—A pril 


1961 
7,194 


5.130 


951 


5.386 
1,081 

147 
0,145 
1,579 


76 


1960 


7,814 


5,967 


921) 


ait 


6,197 
1,383 

18] 
4,172 
1,465 


39 
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LIST OF OTHER ARTICLES AND LEGAL NOTES* 


ARTICLES 


Austria. 
Preparing Shipments to. No. 61-31. 


El Salvador. 
Preparing Shipments to. No. 61-15. 


Germany, Federal Republic of and West Berlin. 
Marking and Labeling Requirements of. No. 61-11.t 


Lraq. 
Preparing Shipments to. No. 61-16. 


Japan. 
Licensing and Exchange Controls. No. 61-27.t 


Mozambique. 
Pharmaceutical Regulations of. No. 61-22.t 


Nicaragua, 
Pharmaceutical Regulations of. No. 61-20. 


Sudan. 
Preparing Shipments to. No. 61-23. 


Trademarks. 
Public Relations, 2 x 2 slides of interesting patents and trademarks (143) are 
available for 50¢ each or may be borrowed on a rental basis for 10¢ each. (American 
Patent Law Association Bulletin, March, 1961, pp. 124-182. Address: 802 National 


Press Building, Washington 4, D.C.) 


Uruguay. 


Patent and Trademark Regulations of. No. 61-34. 

Von Gehr, George. 

Trademark Protection in Foreign Countries. (Illinois Bar Journal, Vol. 49, No. 6, 
February, 1961, pp. 402-407, 410-411.) 


LEGAL NOTES 

Avon Shoe Co., Inc. v. David Crystal, Inc. 
Trade Marks—Use of Similar Mark—Equitable Balancing of Senior User’s Interests 
Against Those of the Junior User. (New York Law Forum, Vol. 7, No. 1, February, 
1961, pp. 91-96.) 

Viller vy. Universal Pictures Co. 
Unfair Competition—Literary Property—lImitation of Recorded Musical Arrange 
ments. (Albany Law Review, Vol. 25, No. 1, January, 1961, pp. 167-171.) 





* Copies of these articles and legal notes are available for reference in the Association’s 


library. 
9 


+t World Trade Information Service, Operations Reports, Part 2, may be ordered from 
Department of Commerce Field Offices or from the Supt. of Documents, U.S. Govt. 
Printing Off., Wash. 25, D. C. (Single copy 10¢; Annual subscription $6 ($5 addi 
tional for foreign mailing) make remittance payable to the Supt. of Documents.) 
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MIDWEST PLASTICS CORPORATION et al. v. PROTECTIVE 
CLOSURES COMPANY, INC. 


No. 6307—C. A. 10— November 14, 1960 —128 USPQ 68 


500.14—COURTS—BASIS OF RELIEF—COLORABLE IMITATIONS 
500.15—COURTS—BASIS OF RELIEF—COLOR MARKS 
500.22—COURTS—BASIS OF RELIEF—DRESS OF GOODS 

Defendants offered for sale red polyethylene tapered caps and plugs having 
a configuration and appearance substantially indistinguishable from and_ inter 
changeable with plaintiff’s corresponding closures. Plaintiff goods were sold under 
the mark TAPERED CAPLUGS, defendant’s goods were designated TAPERCAP or PLUG 
CAP. 

It is well established that one cannot acquire a secondary meaning in a basic 
color to identify or distinguish the source of an article of trade but the Court 
found that defendants failure to identify its products by any mark except stock 
numbers tended to identify the goods as coming from plaintiff and coupled with 
the deliberate and studied copying of plaintiff’s catalogues held plaintiff entitled 
to a decree adapted to the general equities of the particular situation. 

500.51—COURTS—SCOPE OF RELIEF—IN GENERAL 
900.52—COURTS—SCOPE OF RELIEF—ACCOUNTING 

The court held (1) the defendants were free to make and sell the same products 
made and sold by plaintiff subject only to the obligation to identify them in a 





manner to avoid deceptive similarity; and (2) the plaintiff was entitled to an 


accounting during period of unfair competition. 


Appeal by defendant from a judgment for plaintiff. Judgment vacated 
to leave trial court the province of fashioning a decree affording injunctive 
relief in accordance with Court of Appeals’ views. 

John H. Widdowson, of Bartlesville, Oklahoma (7. L. O’Hara, of Wichita, 

Kansas, on the brief) for appellants. 

Kenneth R. Sommer, of Buffalo, N.Y. (Robert Foulston and Malcolm Miller, 
both of Wichita, Kansas, on the brief) for appellee. 


Before MurrAH, Chief Judge, and BRATTON and PICKETT, Circuit Judges. 


MurraH, Chief Judge. 

In this diversity suit, the trial court found the appellant-defendants 
guilty of alleged unfair trade practices, granted injunctive relief and 
ordered an accounting of the corporate appellant’s attributable profits. 

The judgment is based upon specific findings to the effect that by 
extensive advertising and wide distribution, the plaintiff-appellee acquired 


a secondary meaning in the source of its “red polyethylene tapered caps 
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and plugs,” also called “closures,” and trade named TAPERED CAPLUGS;' 
that after these closures had become distinctively identified in the trade 
as coming from the plaintiff, the corporate defendant, acting under the 
management and direction of appellant Hodge, commenced to offer for 
sale, and to sell, a range in sizes of “red polyethylene tapered caps and 
plugs having a configuration and appearance substantially indistinguish- 
able from and interchangeable with that of plaintiff’s corresponding clo- 
sure”; that some of the sizes of the corporate defendant’s closures bore 
the same part numbers as plaintiff’s closures of the same size, and none 
of defendants’ closures bore any marks identifying the defendant as the 
source of such closures; that the corporate defendant distributed to the 
same trade a catalogue of its products, containing substantial amounts of 
material copied from plaintiff’s trade literature, including part numbers, 
illustrations in red, dimensions, manner of tabulation and other data and 
wording either directly or in substance; that in at least one case the 
corporate defendant purchased through one of its manufacturing agents, 
and in another case through fictitious company, quantities of the plaintiff’s 
products, and resold them to its customers, along with some of its own 
products. The judgment is based upon the further finding that the desig- 
nation by the defendants of its product as TAPERCAP or PLUG CAP in its 
catalogue, packing slips and invoices, was confusingly similar to plaintiff’s 
TAPERED CAPLUGS; and that these aforesaid acts are “likely to deceive and 
to confuse purchasers as to the source of defendant’s closurers,” and 
therefore constitute a deceptive combination and evidence a deliberate 
intention to trade upon plaintiff’s good will, to the defendant’s unjust 
enrichment and the plaintiff’s detriment. 

The appellants do not deny these basic facts, indeed they do not deny 
that their products are substantially indistinguishable from and _ inter- 
changeable with appellee’s corresponding product. Their defense rather 
is in the nature of confession and avoidance, to the effect that the appellee 
can acquire no secondary meaning in the source of its product; and that 
they appropriated nothing not already in the public domain or which 
the law of unfair trade practices will protect. More particularly, they say 
that the color red which distinguishes the appellee’s product, being basic 
and generic, is not susceptible of a protectable secondary meaning and 
moreover, as used in this product is at least partly functional. As to the 
catalogue simulation, appellants take the position that they did no more 
than project an industrially standardized description of that which was 
in the public domain in a manner to best serve the public’s interest in it. 








1. The article in suit is technically described as a red “closure comprising in its 
unmounted condition a single polyethylene body having a circular end wall, an enlarging 
frustoconical side wall projecting axially from the margin of said end wall and an 
annular flange projecting radially outwardly from the rim of said side wall.” The 
articles were designed and used as protective coverings and plugs for threaded pipe, 
tubing, ete. 
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They liken these closures to “nails, bolts, nuts, screws, ete.,” which are 
completely standardized and capable of but one description. And finally 
they point to the fact of having ceased publishing the copied catalogue 
and having destroyed all available copies along with the printing plates. 

The appellee claims no patent or copyright in the products, rather it 
bases its claim squarely upon a secondary meaning in the source of the 
product and a palming off of appellant’s product as that of appellee. 

It seems to be now established beyond any doubt that one cannot 
acquire a secondary meaning in a basic color to identify or distinguish 
the source of an article of trade. The underlying reason is that basic 
eolors, as well as functional shapes and designs, are generic and neces- 
sarily belong to the public. See Norwich v. Sterling, 271 F.2d 569, 123 
USPQ 372 (50 TMR 349) ; 52 Am. Jur., Trademarks § 48, and authorities 
cited. Even though the color red, or some other basic color, when used 
in combination with words, letters or figures to form a distinctive non- 
functional symbol or design may be susceptible of a secondary meaning, 
it cannot be such when, as here, it is used in combination with the 
structure, shape and design of the article it identifies. Annot. 150 A.L.R. 
1111; RCA v. Decca, 51 F.Supp. 493, 58 USPQ 531 (33 TMR 404). 

3ut quite apart from a secondary meaning in a product or article of 
trade, the law has always forbidden one trader to pass his article of 
trade as that of a rival trader. Restatement of Torts, § § 711, 712; Nims, 
Law of Unfair Competition and Trademarks, Vol. 1, p. 52; International 
News Service v. Associated Press, 248 U.S. 215 (9 TMR 15). “Deceit is 
the basis of an action of this character. The principle underlying unfair 
trade practice cases is that one manufacturer or vendor is palming off 
his merchandise as that of another * * * or that he is vending the products 
of another as his own * * *.” Reynolds & Reynolds y. Norick, 114 F.2d 
278, 281, 46 USPQ 494, 496 (30 TMR 653). Since these articles in suit 
are not protected by copyright, patent or the indicia of a secondary 
meaning, they belong to the public, and the defendants, or anyone else, 


‘ 


are consequently free to make and sell them subject “only to the obligation 
to identify their products in such manner that they will not reasonably 
be taken for those of plaintiff. In other words, the defendants are under 


a duty to mark or designate their products so that “* * * 


purchasers 
exercising ordinary care to discover whose products they are buying will 
know the truth and not become confused or mistaken.” Id. p. 281, 46 
USPQ at 496-497; see also Kellogg v. National Biscuit, 305 U.S. 11, 39 
USPQ 296 (28 TMR 569). 

The complete absence of any identifying marks on the defendants’ 
products, except the stock numbers which tended to identify them as 
coming from the appellee, coupled with the deliberate and studied copying 
of appellee’s catalogue, including phonetically similar captions and de- 
scriptive illustrations, is entirely sufficient to justify the finding that such 
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acts or omissions are likely to deceive and confuse purchasers as to the 
source of the defendants’ products, and evidences a deliberate scheme 
to palm off their goods as those of the plaintiff. 

It follows that the plaintiff is entitled to a decree adapted “to the 
general equities of the particular situation,” J. C. Penney Co. v. Lee 
Mercantile Co., 120 F.2d 949, 50 USPQ 165, including restitution for 
unjust enrichment based upon an accounting of the corporate defendant’s 
profits during the period of the unfair trade practices. Blue Bell Co. v. 
Frontier Refining Co., 213 F.2d 354, 101 USPQ 360 (44 TMR 945). We 
hold therefore that (1) the defendants are free to make and sell the same 
products made and sold by the plaintiff, subject only to the obligation 
to identify them in a manner to avoid deceptive similarity; and (2) the 
plaintiff is entitled to an accounting during the period of unfair competition. 

We leave to the trial court the province of fashioning a decree af- 
fording injunctive relief and restitution in accordance with these views. 

The judgment of the trial court is therefore vacated and the cause 


remanded for that purpose. 
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TELEFLEX INCORPORATED v. TELERAD MANUFACTURING CORPORATION 


No. 125-87 —D. C., S. D. N. Y.— September 12, 1960 
— 127 USPQ 357 


750.2—OWNERSHIP OF TRADEMARK RIGHTS—ABANDONMENT 
There can be no abandonment of a mark from mere non-use for a short period 
of time in the absence of proof of an intention to abandon a trademark. While 
two years non-use creates prima facie abandonment under 15 U.S.C.A. 1127, the 
non-use here occurred during war time, and it has not been shown to have lasted 
two years; the requisite intent not to resume use of the mark cannot be inferred 
in this case. 
500.18—COURTS—BASIS OF RELIEF—CONFUSING SIMILARITY 
The plaintiff’s right to injunctive relief under 15 U.S.C_A. §114(1) depends 
upon whether or not defendant’s use of TELE-FLEX is likely to cause confusion or 
to deceive consumers as to the source or origin of goods. It is not necessary to 
show cases of actual confusion, but it must merely be shown that there is a likeli 
hood of confusion among ordinarily prudent purchasers. There is no dogmatic 
principle or test which may be employed in applying this rule. 
500.18—COURTS—BASIS OF RELIEF—CONFUSING SIMILARITY 
600.1—CONFUSING SIMILARITY—IN GENERAL 
In considering whether or not confusing similarity exists, court may look to 
such factors as the intent of the infringer to palm off his goods as those of another, 
the degree of similarity between the marks, the strength of the plaintiff’s mark, 
the area and manner of concurrent use, and the degree of care to be expected from 
prospective purchasers. 
500.11—COURTS—BASIS OF RELIEF—IN GENERAL 
500.39—-COURTS—BASIS OF RELIEF—SIMILARITY OF GOODS 
500.41—COURTS—BASIS OF RELIEF—SUGGESTIVE MARKS 
Plaintiff’s mark, TELEFLEX is a fanciful coined mark, not to be found in any 
dictionary, and as such it would generally be entitled to rather a broad scope of 
protection. While the prefix TELE means “from a distance” in original Greek, this 
does not make the mark descriptive; it is at worst, merely suggestive. While the 
marks here are similar, the goods upon which the marks are used are dissimilar 
and non-competing, so the degree of similarity between the marks is of less sig- 
nificance, even though plaintiff’s mark be a strong one. 
500.39—COURTS—BASIS OF RELIEF—SIMILARITY OF GOODS 
The fact that both parties’ products are used in aircraft and for military use 
is not determinative on the question of similar use. A modern aircraft is a complex 
instrument, employing many different devices. 
500.18—COURTS—BASIS OF RELIEF—CONFUSING SIMILARITY 
Since there has been no demonstrated intent to deceive on the part of defen- 
dant, the degree of care to be expected of purchasers is important on the question 
of confusing similarity. The prospective purchasers here are engineers and pur 
chasing agents; they are not likely to be confused. 
500.11—COURTS—BASIS OF RELIEF—IN GENERAL 
While it is well settled that only likelihood of confusion need be shown for 
relief, courts have placed great reliance on evidence of actual confusion in deter 
mining whether or not such likelihood exists. 
500.5—COURTS—SCOPE OF RELIEF—IN GENERAL 
Where a plaintiff cannot demonstrate an intention to expand into the field of 





technology occupied by an alleged infringer, his only right is to insure that his 
business reputation is not tarnished by the activities of the defendant. Here defen- 
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dant produces a quality product, and there is no evidence that defendant plans 
to engage in any unfair practices. 
500.20—COURTS—BASIS OF RELIEF—DILUTION 
In order for a plaintiff to prevail on a dilution theory, it is necessary that a 
likelihood of confusion should exist. Since it has been dé@termined here that there 
is no likelihood of confusion, plaintiff’s dilution theory must fail. 


Action by Telefler, Inc. v. Telerad Manufacturing Corporation for 
trademark infringement and unfair competition, in which Telerad counter- 
claimed for cancellation of plaintiff’s marks and registration of its own. 
Judgment for defendant finding non-infringement and ordering the Com- 
missioner of Patents to register defendant’s marks. 

Kane, Dalsimer & Kane and Joseph C. Sullivan, of New York, N.Y. (Olson 
«& Trezler, Roy H. Olson, and Richard Bushnell, all of Chicago, Tli- 
nois, of counsel) for plaintiff. 

S.C. Yuter, of New York, N.Y., for defendant. 

LEvVET, District Judge. 

This suit is based upon the Federal Trademark Act of 1946 (15 
U.S.C.A. §§ 1051-1127), the General Business Law of the State of New 
York (Article 24, Trademarks, §§ 360-368-d inclusive) and under the 
common law for unfair competition and infringement. Diversity of citizen- 
ship also exists. 

The plaintiff in its amended complaint charges the defendant with 
infringement of plaintiff’s rights under plaintiff’s trademark and trade 
name TELEFLEX, used on mechanical remote control devices having a flexible 
cable extending through a rigid or flexible conduit. 

The defendant, it is claimed, has been and is now infringing plaintiff’s 
trademark and trade name by applying the mark TELE-FLEX plus certain 
design features to wave guides and parts therefor which are goods of 
the same descriptive properties moving in the same channels of trade. 

The plaintiff charges that defendant’s mark TELE-FLEX plus design 
features is confusingly similar to plaintiff’s trademark and trade name in 
sound, appearance and meaning and that it suggests a connection with 
plaintiff, thereby inducing purchasers to buy defendant’s goods in the 
belief that such goods are, in fact, products of the plaintiff. 

The plaintiff, in addition to injunctive measures relating to the use 
of the trademark TELE-FLEX seeks to enjoin defendant from seeking regis- 
tration of any mark including the word TELE-FLEX for use on wave- 
guides and parts therefor. 

The defendant admits plaintiff’s registration, notice of infringement, 
ete., but questions the use by plaintiff, denies confusion, asserts that the 
respective goods of the parties are entirely different, have different prop- 


erties, serve different needs and uses are separately classified, disputes the 
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plaintiff's ownership of the registered mark and asserts abandonment of 
the mark by the plaintiff. 

The answer of the defendant seeks (1) dismissal of the complaint; (2) 
cancellation of United States Trademark Registration No. 360,963; (3) a 
determination that defendant has a right to proceed with its application 
to register its trademark TELE-FLEX ete.; and (4) a cancellation of plain- 
tiff’s United States Trademark Registration No. 684,359 (of 1959) and of 
two New York State registrations filed by plaintiff in 1960. 

The court, having examined the amended pleadings, the admissions 
of the parties, and having heard the testimony and proof of the parties 
and having examined the briefs, Proposed Findings of Fact and Conclu- 
sions of Law submitted by the respective counsel, finds as follows: 


FINDINGS OF Fact 


1. Plaintiff, Teleflex Incorporated, is a Delaware corporation, in- 
corporated in 1943, having its principal place of business in North Wales, 


Pennsylvania. 


2. Defendant, Telerad Manufacturing Corporation, is a New York 
corporation, having its principal place of business in the City, County and 
State of New York. 


3. Plaintiff manufactures and sells, among other products, mechanical 
remote control devices having a flexible cable extending through a rigid 
or flexible conduit. The flexible cable is adapted to transmit reciprocal or 
rotative motion. 


4. Defendant manufactures and sells, among other products, flexible 
wave guides under the trademark “TELE-FLEX With Extended T and Rocket 
Design.” Defendant’s wave guides consist of hollow tubing of rectangular 
cross-sections to propagate radar wave energy of specific wave lengths. 


». Defendant utilizes other marks with the prefix TELE, such as TELE- 
GUIDE, TELE-TWIST, and TELE-FORM. Such marks, including “TELE-FLExX With 
Extended T and Rocket Design,” are marked on the goods by means of an 
extended letter “T” and a rocket design, together with defendant’s com- 
pany name, Telerad Manufacturing Corporation, or (on sales for govern- 
ment use) the government code symbol designation, and in some instances 


both the company name and the government code symbol. 


6. On or about October 4, 1938, M.R.C. Limited of London, England, 
registered in the United States Patent Office Trademark No. 360,963 the 
word TELEFLEX for mechanical remote control devices with a flexible cable 
running through a conduit, the flexible cable being connected up to lever 
systems at the ends and being able to transmit push, pull and rotary motion, 
in Class 23, Cutlery, machinery, and tools, and parts thereof. (See Ex- 


hibit 1) 
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7. Plaintiff’s predecessor, M.R.C. Limited, during the years 1938, 
1939, 1940, 1941 and 1942 used the trademark TELEFLEX on goods sold in 
the United States and elsewhere. (Depositions by interrogatories of Ben- 
jamin L. Watson and Christopher Dolson) 

8. On or about August 14, 1942, M.R.C. Limited, by an instrument in 
writing and for a valuable consideration, sold, assigned, transferred and 


set over unto Teleflex Limited, a company incorporated under the Com- 


panies Act of the Dominion of Canada, having its head office in the City 


of Toronto, Province of Ontario, Canada, all its entire right, title and in- 
terest in and to the said trademark TELEFLEX and the Certificate of Regis- 
tration No. 360,963, together with the good-will of the business in connee- 
tion with which said trademark was and had been used, and said assignment 
was recorded in the United States Patent Office on September 10, 1942 in 
Liber Q192, page 431. (See Exhibit 3) 


9. On or about September 30, 1942, the aforesaid Teleflex Limited of 
Toronto, Ontario, Canada, by an instrument in writing and for a valuable 
consideration sold, assigned and transferred unto the Teleflex Corporation 
of America of Chicago, Illinois, all its entire right, title and interest in and 
to the said trademark TELEFLEX and the Certificate of Registration thereof, 
No. 360,963, together with the good-will of the business, in connection with 
which the said mark was and had been used, and said assignment was 
recorded in the United States Patent Office on October 6, 1942 in Liber 
W192, page 482. (See Exhibit 3) 


10. On or about December 13, 1943, Articles of Merger, wherein 
Teleflex Corporation of America, an Illinois corporation, and Teleflex 
Incorporated, a Delaware corporation, were merged into Teleflex Incor- 
porated, were filed in the Office of the Secretary of State of the State of 
Illinois. Thereby the said corporations were merged into the said Tele- 
flex Incorporated, the plaintiff herein. (See Exhibit 3) 


11. On January 18, 1949, Registration No. 360,963 was republished 
under the Act of 1946 by Teleflex Incorporated, Philadelphia, Pennsylvania. 
Under the same registration an affidavit under Section 8 was accepted and 
an affidavit under Section 15 was received on May 19, 1954. Registration 
was renewed for twenty years from October 4, 1958. Record title is shown 
to be in Teleflex Incorporated. (See Exhibit 1) 


12. On or about September 1, 1959, plaintiff, Teleflex Incorporated, 
registered its trademark in the United States Patent Office for control 
devices for transmitting motion for shifting or adjusting the position of 
a member to be controlled, including electrical components comprising 
switches and motors, in Class 21. The certificate states that the first use 
was prior to 1944; in commerce prior to 1944. The registration number 
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is 684,359, with reference to the owner of Registration No. 360,963. (Ex- 
hibit 2) 


13. On or about the 18th day of March, 1960, plaintiff, Teleflex In- 
corporated, filed with the State of New York, Department of State, a 
Certificate of Trademark Registration, to wit, TELEFLEX, used in connection 
with control devices for transmitting motion for shifting or adjusting the 
position of a member, to be controlled, including electrical components 
comprising switches and motors. The “Class of Merchandise” was stated 
to be No. 21. The “Date First Used in the United States” in the certificate 
issued was listed as 1944; in the application it was listed as prior to 1944. 
The “Date First Used in New York State” was stated in both application 
and certificate to be January 9, 1945. (See Exhibit 4a) 


14. On or about the 18th day of March, 1960, plaintiff, Teleflex In- 
corporated, filed with the State of New York, Department of State, a 
Certificate of Trademark Registration, to wit, TELEFLEX, remote control 
devices with a flexible cable running through a conduit, the flexible cable 
being able to transmit push, pull, and rotary motion. The “Class of Mer- 
chandise” was stated to be No. 13, which is Hardware and plumbing and 
steamfitting supplies. The “Date First Used in the United States” in the 
certificate was listed as 1944; in the application it was listed as prior to 
1944. The “Date First Used in New York State” was stated in both appli- 
cation and certificate to be May 24, 1945. (Exhibit 4b) 


15. Products designed and sold by plaintiff under the trademark and 
trade name TELEFLEX include a variety of control systems and component 
parts thereof adapted to be used for many different purposes and by many 
different industries, including the aircraft industry, the missile industry, 
and, to some extent, the nuclear industry, the electronic industry, the radio 
industry and the electrical industry. (Exhibits 5-10, 83, 84, 110, 111, 112, 
117, 119-122; Exhibit 0; Chisholm, SM 30, 35-39, 41, 42-44, 50-54, 56, 57, 
58; Kompanek, SM 117-124) 


16. The component parts of the plaintiff's TELEFLEX control system 
are (1) a cable of complex and novel constructing having a helical wire 
of larger diameter wound around the outside of it; and (2) a tube in 
which the cable operates; in some instances a rigid metallic tube and in 
other instances a flexible tube. The movements of the cable in the one end 
of the tube are translated into motion of the cable at the other end. This 
product is built with extra-ordinary accuracy. (Chisholm, SM 30, 31; 
also see Exhibits 5-10, 83, 84, 110, 111, 112, 117, 119-122) 


17. Plaintiff manufactures and sells a so-called TELEFLEX flexible 
conduit. (Exhibit 112) It consists of a coil of a close-wound metal strip 
over which there is a metal band which has the purpose of restricting the 


extensibility of the strip. Outside the covering is a sealing action protec- 
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tion from the elements to prevent corrosion. In a majority of cases, plain- 
tiff’s controls are inflexible, i.e., the eable is laid through a rigid tube 
which is not in itself flexible. This is the same type of equipment which 
has been made since the inception of the plaintiff corporation and prior 
to that by the predecessor company. In the early days the outer case was 
woven cotton. (Chisholm, SM 33, 34, 107; Exhibit 112) 


18. Plaintiff’s control systems have, in certain instances since at least 
the year 1945, included electrical apparatus such as switches, circuitry and 
lights, means for controlling safety switches on power lines, electrical con- 
trol equipment for nuclear reactors, other electrical equipment such as 
push-buttons or jacks and component parts for electronic television and 
radio equipment. (Chisholm, SM 39, 41, 50-55, 57, 58, 258; Kompanek, 
SM 117-124; Exhibits 119-122) 


19. Plaintiff has sold customers specifically in the television, radio and 
radar field. Certain of plaintiff’s products included in such sales are used 
for adjusting cireuits in electronic transmitters and for adjusting an- 
tennae. Plaintiff’s controls are also utilized in aircraft missiles. 


20. Plaintiff has designed and produced a control panel for a flux 
mapping system for the Yankee reactor. (Exhibit 122) The plaintiff sold 
it to Westinghouse and it was installed by Stone & Webster. Teleflex 
designed a system, instrumented it and delivered the complete package 
ready for operation. (Kompanek, SM 118-119; Exhibit 122) 


21. The Teleflex controls produced by plaintiff have various appli- 
eations including: 


(1) Application to an accelerator linkage on a motor truck of the 
type where the cab is over the engine and can be hinged forward for ready 
access to the motor and other parts; 


(2) Application to a grinding machine tool where the controls operate 
hydraulic valves, bringing the point of control of the hydraulic valve to 
a position approximate to the operator so that he can operate it me- 
chanically although remotely positioned from him; 


(3) Application to an air conditioning system. For example, installa- 
tion in a hotel to provide individual control for the amount of air from 
air conditioning ducts coming into the room so that the guest may operate 
it by the use of the TELEFLEX lever ; 


(4) Application to an engine governor whereby a leveler to prevent 
overrunning or racing of truck engines is provided ; 


(5) Application for resetting safety switches in a power line, in par- 


ticular in rural areas where the power lines at rather short intervals are 
provided with safety switches which cut out in the event of lightning; 
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when it becomes necessary for the manual resetting of the switches Teleflex 
equipment permits this resetting from below rather than going to the top 


of the pole; 


(6) Other applications include controls such as an accelerator in a fire 
fighting truck, movements in a farm tractor control to reduce the setting 
and speed, automatic drive in a small delivery coach, control of engine 
throttles in a pleasure boat, television controls, ete. (Chisholm, SM 35-41; 
Exhibit 7, a brochure which was published in 1954, see SM 41) 


22. Cut-backs in the aircraft industry after the conclusion of World 
War II and the Korean War compelled the plaintiff to broaden its field 
of sales efforts in order to survive peace time conditions and to maintain 
substantial engineering facilities for designing control systems and assem- 
blies to satisfy numerous customers’ requirements in numerous fields. 
(Chisholm, SM 56, 57, 60, 62; Kompanek, SM 125, 138) 


23. Plaintiff has used its trademark and trade name TELEFLEX in 
connection with all of the products which have been and are sold by it. 
The word TELEFLEX has been used by plaintiff as a trademark to define 
both the component parts of the product and the control system, i.e., the 
assembly of components. (Chisholm, SM 30) Plaintiff's sales have increased 
from a few thousand dollars during 1943, when it commenced business, 
to exceed five and a half million dollars during the year 1959. (Chisholm, 
SM 30, 45-49: Exhibit 78) 


24. Plaintiff from the inception of its business has used reasonable 
means and methods for applying the mark TELEFLEX to its goods, and 
toward this end plaintiff, where practical and permissible, has placed the 
mark TELEFLEX directly on the goods. Plaintiff has applied the mark to 
containers, bags, labels, boxes and the like, used for packaging and ship- 
ping the goods. Plaintiff likewise, from the beginning of its business, has 
emphasized the trade name in its advertising invoices, ete. (Chisholm, SM 


30, 45-49; Exhibits 111, 114, 115, 116) 


25. Plaintiff’s trademark and trade name TELEFLEX is a coined word 
not found in any dictionary and is not descriptive of plaintiff’s goods, and 
plaintiff enjoyed substantially exclusive use of its coined word TELEFLEX 
throughout the United States and the State of New York for about twelve 
years prior to the adoption by defendant of the accused mark. (Chisholm, 
SM 30, 66, 78, 107, 112; Exhibit M) 


26. Plaintiff has resisted any encroachment upon the exclusive use 
which it has enjoyed for many years of its trademark and trade name. 
The use of the word TELEFLEX by both Aveo Manufacturing Corporation 
and a Mr. Paul Allen in connection with antennae came to Mr. Chisholm’s 
attention about 1950, after which objections were raised by plaintiff, and 
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these companies are no longer using the mark. (Chisholm, SM 67, 77, 78, 


259 ) 


27. Although the word TELE-FLEX has apparently been used in asso- 
ciation with a fishing rod, the brochure illustrating the rod bears a 1952 
date and there is no evidence in the record that the company which pub- 
lished the brochure sold fishing rods bearing the mark TELE-FLEX and there 
is no evidence that said company continued to sell fishing rods or that said 


company is now in business. (Exhibit H) 


28. Many trademark registrations have issued beginning with TELE 
and many other trademark registrations have issued ending with FLEX. 


(Exhibits G, I, J, JA, K and KA) 


29. Plaintiff extensively advertised its products under the name TELE- 
FLEX, as follows: 

In the June 1953 issue of “Aviation Age” (Exhibit 12) ; 

In the March 1, 1953 issue of “Design News” (Exhibit 13) ; 

In the March 1953 issue of “New Equipment Digest” (Exhibit 
14) ; 

In the January 6, 1954 issue of “The Philadelphia Inquirer” (Ex- 
hibit 15) ; 

In the September 1955 issue of “Control Engineering” (Exhibit 
16) ; 

In the January 1956 issue of “Automotive Industries” (Exhibit 
17) ; 

In the February 1956 issue of “Commercial Car Journal” (Ex- 
hibit 18) ; 

In the July 1957 issue of “Missiles and Rockets” (Exhibit 19) ; 


In “Aviation Age’—How to Make a “Tiger” Roar! (Exhibit 20) 


30. News releases with respect to plaintiff’s TELEFLEX control prod- 
ucts are set forth on pages 124 and 125 of the November 1953 issue of 
“Electrical Manufacturing” (Exhibits 63a, 63b); in the March 1954 issue 
of “Electrical Equipment” (Exhibit 64) ; in the April 1954 issue of “Elee- 
tronic Design” (Exhibit 65); in the September 1954 issue of “Electrical 
Manufacturing” (Exhibit 66), all published before the defendant used the 


accused mark. 


31. The plaintiff’s advertising expenses for the various years from 
1943 through 1959 totalled $226,195; field engineering expense for the 
same period totalled $595,271; the sales in the year 1958 totalled $4,048,443, 
and in the year 1959, $5,548,156. (See Exhibit 78) 

32. Commencing in the year 1951, the plaintiff published and dis- 
tributed various catalogues and brochures with respect to TELEFLEX con- 
trol products as follows: 





51 TMR TELEFLEX INC. v. TELERAD MFG. CORP. 


Catalogue 300—Teleflex Remote Controls, 1951 (Exhibit 5 

srochure 302—Teleflex Mechanical Remote Controls, 1952 (Ix 
hibit 6) ; 

Bulletin 500, Edition 2—Teleflex Mechanical Controls, Linkages 
and Mechanisms, 1954 (Exhibit 7) ; 

New Teleflex Series 150, copyright 1955 (Exhibit 8 

Teleflex Tachograph Linkages, copyright 1956 (Exhibit 9 

Teleflex New Dimensions in Remote Control Systems (Exhibit 
10): 

Teleflex New Approach to Mechanical Remote Control Systems in 
“Nuclear Industry,” 1959 (Exhibit 83 

“Capabilities,” 1959 (Exhibit 84). 


33. Plaintiff has over the years consistently spent considerable 
amounts of time and effort and in some cases money working with cus- 


tomers in order to create and enlarge the good will associated with plaintiff's 


trademark and trade name TELEFLEX. Plaintiff has in effect sold its cus- 


tomers not only plaintiff’s products and quality but also plaintiff’s services. 


Plaintiff has spent in excess of $200,000 in direct advertising expense since 
it began business. Plaintiff's engineering expenses for customer service 
and product development have been substantial. (Chisholm, SM 57, 61-65; 
Exhibit 78) 


34. The first sale of flexible wave guides bearing the accused mark by 
defendant occurred on March 1, 1956 when flexible wave guides were 
shipped from Flemington, New Jersey to the General Electrie Corp. in 
Pittsfield, Mass. Since about March 1, 1956, the defendant has applied 
the accused mark to all flexible wave guides which it has sold and is con- 
tinuing to sell in interstate commerce and in the State of New York. 
(George, SM 139, 140, 141) 


35. Defendant did not employ counsel or make any investigation 
prior to defendant’s adoption of the accused mark TELE-FLEX except to con- 
sult electronic buyers’ guides for the purpose of determining whether or not 
it might be infringement prior trademark rights of others. Defendant 
claims to have used TELE from Telerad and FLEX from flexible wave guide. 
(George, SM 145, 146) 


36. On or about October 25, 1956, it came to the attention of the 
plaintiff that the defendant was using and advertising the name TELE-FLEX 
and on October 25, 1956, Chisholm, plaintiff’s president, wrote a letter to 
George, defendant’s president, requesting that the defendant discontinue 
the use of plaintiff’s registered trademark. This letter constituted notice 
of plaintiff’s trademark rights. (Chisholm, SM 70, 71, 72; Exhibit 85) 


37. On or about November 27, 1956, the defendant replied to the 
plaintiff by letter. (Exhibit 86) 
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38. On December 31, 1956, Chisholm again wrote to George protesting 
against the probable confusion which it was stated might react to the detri- 






ment of both companies, particularly by reason of the fact that “these 






products are for special application and for military end use.” Likewise, 
confusion, it was claimed, would exist because of the fact that the flexible 
wave guides of the defendant were sold for use in aircraft where approxi- 
mately 80% of plaintiff’s production was used in aireraft. Other bases 
of alleged confusion were also stated in connection with the description of 
the physical characteristics of the flexible wave guides and, on the other 
hand, Teleflex components. (Exhibit 86) 













39. Flexible wave guides manufactured and sold by defendant in New 
York State and other states and bearing the mark of the defendant, above 
referred to, are used as component parts in radar and radio equipment 






for guiding microwaves to an antennae of the equipment, which equip- 
ment has been utilized in military and commercial aircraft, control or 
guidance systems in missiles, in ships, laboratories, mobile radar units, 








weather detecting units, height range finders, warning systems, ete. 


(George, SM 139-142, 144, 154) 







40. The defendant’s flexible wave guides, as illustrated in Exhibit 
AD, are used to connect a radar signal from a rigid wave guide or from 
a magnatron or signal source to another point in the radar system. It is 
made of glass with a serval-lamination on the inside for conductivity; the 







€ 


flanges are aluminum or glass, the microwaves flow through this device as 






water through a pipe. (George, SM 151-153). 

Another product of the defendant, as illustrated by Exhibit AC, is 
an X band wave guide, five feet long, having a choke and a flange at one 
end, silverplated and flexible. (George, SM 158-160) Exhibit AC is a 
soldered convolute, wound helically (spiral) and interlocked with other 
sections, treated inside with a metal to prevent radio frequency leakage. 
(George, SM 183) 

Defendant’s products are proprietary, not patented. (George, SM 
162) No sales of defendant’s flexible wave guides are made to the nuclear 
industry. (George, SM 176) 
















41. The defendant’s flexible wave guides are components of radar, 
and the defendant makes radar transmitters, receivers, responders, trans- 






formers, generators, heterodyne frequency meters, beacons, antennaes. 
(George, SM 144) 









42. In addition to wave guides, the defendant makes and/or sells 
duplexers, mixers, attenuators, feeds cavities, directional couplers, loads, 





power meters, phase shifters, tube mounts, rotary joints, thermistor mounts, 






radar transmitters, wave guide switches, heterodyne frequency meters, 





signal generators, power supplies and guided missile beacons. (Defen- 
dant’s Supplemental Answer to Interrogatories, Interrogatory No. 4, filed 
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September 29, 1959; Defendant’s Answers to Interrogatories, Interroga- 


tory No. 4, filed March 11, 1958) 


43. Defendant’s goods in connection with which the mark “TELE-FLEX 
With Extended T and Rocket Design” is used have been sold for use in 
connection with electronic equipment having antennaes adapted to be 
turned, one such sale being to Crosley Division, Aveo Manufacturing 
Corporation, Cincinnati, Ohio; for use in equipment installed or to be in- 


stalled in military aircraft, one such sale being to the American Bosch 


Arma Corp., Garden City, Long Island, New York; and for use in equip- 


ment installed in ships, one such sale being to Electronics Supply Office, 
Great Lakes, Illinois, (See Defendant’s Answers to Interrogatories, filed 
Mareh 11, 1958) 


44. The defendant, Telerad Manufacturing Corporation, among other 
things, manufactures molded sections for wave guides for use where vi- 
bration mounts are not practical. These are marked with Telerad’s mark 
TELE-FLEX plus design features. (See Exhibit A, a brochure headed: 
“Telerad is your best, most reliable source for prompt delivery to meet 
immediate flexible waveguide needs.”’) TELE-TWIST with the same extended 
“1” and rocket design, is a modification of the TELE-FLEX section. (See 
Exhibit A, a brochure) 


45. Defendant advertised marked products (i.e., those in connection 
with which a mark including the word TELEFLEX or variation thereof is 
used) in Proceedings of the Institute of Radio Engineers, Mareh, 1959; 
Electronic Industries, 16th Edition 1958 (p. 142), March, 1959 (pages 
241 and 242); Electronic Buyers’ Guide, June, 1958 (pages 343 and 344 
June, 1959 (pages 355); Who’s Who in Electronics, 1958, 1959; Western 
Electronic News, August, 1959 (pages 146 and 147); Electronics, March, 
1958 (pages 192a and 193a); Aircraft Missiles, March, 1959 (pages 65 
and 66). 


46. Defendant’s sales literature is marked Telerad Manufacturing 
Corp., New York, New York. (Exhibits A, B, C, D and E) 


47. The names of purchasers of defendant’s products in connection 
with which a mark including the word TELEFLEX or any variation thereof 
is used inelude: Texas Instruments, Inc., Dallas, Texas; Polarad Eleec- 
tronics Corp., Long Island City, New York; Sylvania Electric Products, 
Inc., Buffalo, New York: Convair, Ft. Worth, Texas; Varian Associates, 
Palo Alto, California; Montana Power Company, Butte, Montana. (De- 
fendant’s Supplemental Answer to Interrogatories, Interrogatory No. 5, 
filed September 29, 1959) 


48. Defendant’s sales of flexible wave guides at the time of the trial 
represented only about twelve and one-half per cent of defendant’s present 
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total yearly sales, which are about two and a half million dollars. Ninety- 


five per cent of defendant’s business is military. (George, SM 153-156, 187) 


49. There are only four companies, including the defendant, manu- 
facturing flexible wave guides in the United States. (George, SM 161; 
Katz, SM 243) 


50. Plaintiff and defendant have been listed in buyers’ guides in- 
eluding the “Thomas Register” and “Conover Mast.” Both parties follow 
the practice of sending out catalogues or brochures and of advertising in 
trade journals including “Missiles and Rockets.” Plaintiff's goods have 
been advertised or mentioned in additional periodicals including “Aviation 
Age,” “Design News,” “New Equipment Digest,” “Electrical Manufae- 
turing,” “Electrical Equipment” and “Electronic Design” and defendant 
has advertised and been listed in additional periodicals such as “Electronic 
Industries” and “Electronic Engineers.” The defendant is listed in the 
“Electronics Buyers’ Guide,” while the plaintiff is not. (Chisholm, SM 75, 
76, 103-104; George, SM 146, 148, 177; Exhibits 5-10, 12, 13, 14, 16, 19, 
20, 63a, 63b, 64, 65, 83, 84: Exhibits A-E, S and S-1 through S-8) 


51. Plaintiff has sold mechanical control devices for use in associa- 
tion with electronic apparatus but the amount of such sales are either 
unknown or only a small fraction (less than .04 per cent) of plaintiff’s 
business. (Answer dated January 21, 1958 to interrogatory No. 6 dated 
November 15, 1957, as corrected and supplemented by answer dated Sep- 
tember 16, 1959; Chisholm, SM 85) 


52. Both the defendant’s flexible wave guides and the plaintiff’s 
mechanical remote control devices are produced to meet specific engineering 
needs. (Chisholm, SM 60-61; George, SM 174) 


53. In connection with the purchase orders given to plaintiff, the 
part number is specified and in some eases the order describes it. Various 
sizes of cable are carried, some with electrical lead wires with high tem- 
perature insulation. Unless the company knows the needs of the purchaser 
from previous dealings, the cable must be identified by some mechanical 
or other physical characteristics. (Chisholm, SM 90-91) The method of 
sales by plaintiff involves an approach in the first instance to engineers. 
If the product meets the requirements of the purchaser’s engineers, they 
then issue a requisition to purchase. (Chisholm, SM 112 

54. Plaintiff’s average customers are manufacturing corporations 
which employ professional buyers or purchasing agents to purchase specific 
remote control devices, which are initially specified and ordered by pro- 
fessional engineers, who design equipment utilizing and requiring such 
remote control devices. (Chisholm, SM 92, 112) 


dd. Defendant’s customers are manufacturing corporations which 


employ professional buyers or purchasing agents to purchase specific flexi- 
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ble wave guides, which are also initially specified and ordered by pro- 
fessional microwave engineers, who design radar and microwave system 


transmitters. (George, SM 174, 175; Schindler, SM 207, 211 


56. In ordering flexible wave guides, purchasing agents and engineers 
refer to, and order by, defendant’s catalogue or from catalogues of other 
manufacturers of flexible wave guides and refer to the manufacturer by 
name. (Schindler, SM 211, 212) 


57. Plaintiff and defendant direct primary szales efforts toward the 
engineering departments of their customers. Purchasing departments of 
said customers are thus usually guided by the engineering department 
when placing orders for plaintifi’s and defendant’s goods. (Chisholm SM 
60, 61, 113; George, SM 174, 212, 225) 


58. The large majority of purchasers of plaintiff's products bearing 
the trademark TELEFLEX (a) are technically trained; (b) are concerned 
with the technical specifications of plaintiff's products; (¢) employ plain- 
tiff’s products for technical use; (d) employ discriminatory care in pur- 
chasing plaintiff’s products. (Plaintiff's Reply to Request for Admission 
of Facts, filed December 4, 1957) 


59. There are no known instances of plaintiff's control devices and 
defendant’s flexible wave guides being used in the same equipment or 
system. (George, SM 178) 


60. Common customers of plaintiff and defendant for the aforesaid 
products associated with the marks TELEFLEX and TELE-FLEX include well- 
known aircraft companies such as Convair, Fairchild Aircraft & Missiles, 
Goodyear Aircraft Corporation, Lockheed Aircraft Corporation, North 
American Aviation, Inc., The Martin Company, Boeing Airplane Company, 
Bendix Aviation and Hughes Aircraft Company. Common customers of 
plaintiff and defendant also include companies in the electrical and elee- 
tronic industry such as General Electrie Company, Motorola Incorporated, 
Sylvania Electric Products, Ine., Westinghouse, Radio Corporation of 
America, Aveo Corporation, Crosley Division, Melpar Inc., and Raytheon 
Manufacturing Company. (Chisholm, SM 39, 79-81; George, SM 146, 147, 
174; Exhibit 0 


61. Plaintiff’s remote control devices and defendant’s flexible wave 
guides serve different functions and are not competitive. (Schindler, SM 
237; Katz, SM 246 


62. Defendant’s president, George, testified that he believes his trade- 
mark now helps to provide an entree for his salesmen. Defendant’s sales 
representatives are engineers and the term TELE-FLEX has come to identify 


a quality product that defendant produces. 
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63. The term TELEFLEX also identifies a quality product that the 
plaintiff produces. 


64. There is no evidence that the defendant has attempted to palm 
off its flexible wave guides to manufacturers or other persons as a product 
of the plaintiff or that the defendant has diverted any of plaintiff’s 


customers. 


65. There is and has been no confusion in the electronic or any other 
industry between plaintiff's remote control devices with its trademark 
TELEFLEX and defendant’s flexible wave guides utilizing the trademark 
TELE-FLEX with design features; no person or corporation has been misled 
into believing that the plaintiff is the source or origin of the defendant’s 
products, or that the defendant is the source or origin of the plaintift’s 
products. (George, SM 178; Paragraph 3(d) of order dated July 23, 1959 
and Answer to Interrogatory No. 7 of November 1957, dated September 
10, 1959; Katz, SM 245, 246) 


66. There is no likelihood that an appreciable number of the pur- 
chasers of the defendant’s products will be misled as to the source of 


the goods. 


67. The preservation or development of plaintiff’s business of manu- 
facturing and selling remote control devices does not require plaintiff’s 
expansion or entry into the flexible wave guide field. (Chisholm, SM 
104, 105) 


68. The plaintiff has never manufactured or sold and has no present 
plans to manufacture or sell flexible wave guides. (Chisholm, SM 104, 
105, 109) 


69. The use by the defendant of the accused mark has not stained 
or tarnished the plaintiff’s reputation or standing and there is no evidence 
of any possibility that it may do so in the future. 


70. On or about August 20, 1956, the defendant, Telerad Manufac- 
turing Corporation, filed an application for registration of its mark TELE- 
FLEX, to be used for wave guides and parts thereof, in the United States 
Patent Office. In such application the applicant stated that the trademark 
was first used on or about March 1, 1956; specifications were attached. 
All have the hyphenated form of the word with the extended “T” and 
rocket design. Publication commenced on January 15, 1957, and there- 
after opposition was filed by the present plaintiff. (See Exhibit F) 


DISCUSSION 


A. Ownership and Validity of Trademark Registrations 


A concise summary of the registrations and assignments relative to 


the plaintiff’s claims is as follows: 
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(1) Registration by M.R.C. Limited of England. Certificate of Reg- 
istration No. 360,963 was issued on October 4, 1938. (Exhibit 1) 


(2) Assignment by M.R.C. Limited to Teleflex Limited of Canada 
of Certificate of Registration No. 360,963 on August 14, 1942. Recorded 
September 10, 1942. (Exhibit 3 


(3) Assignment by Teleflex Limited of Canada to Teleflex Corpora- 
tion of America of Certificate of Registration No. 360,963 on September 
30, 1942. Recorded October 6, 1942. (Exhibit 3) 


(4) Merger of Teleflex Corporation of America and Teleflex Incor- 
porated. Filed December 13, 1943. (Exhibit 3) 


(5) Re-publication on January 18, 1949 of Certificate of Registra- 
tion No. 360,963 under the Trademark Act of 1946. (Exhibit 1) 


(6) Registration by Teleflex Incorporated on September 1, 1959. Cer- 
tificate of Registration No. 684,359 issued in Class 21. (Exhibit 2) 


(7) Registration by Teleflex Incorporated with the Department of 
State of the State of New York on March 18, 1960. Certificate of Trade- 
mark Registration No. R-5018 was issued in Class 13. 


(8) Registration by Teleflex Incorporated with the Department of 
State of the State of New York on March 18, 1960. Certificate of Trade- 
mark Registration No. R-5017 was issued on Class 21. 

The defendant contends that the plaintiff's United States trademark 
registrations are invalid for the following reasons: 


(1) The assignment from M.R.C. Limited to Teleflex Limited of 
Canada of Certificate of Registration No. 360,963 was void as an assign- 


ment in gross because there was no prior use by the assignor. 


(2) The trademark was abandoned by non-use during the years prior 
to 1948, that is, 1942 and 1941. 

Beyond making those assertions, the defendant has introduced no 
evidence concerning the question of the validity and ownership of the 
federal registrations. 

Section 7(b) of the Trademark Act of 1946 (Title 15 U.S.C.A. 
§ 1057(b)) provides as follows: 


“A certificate of registration of a mark upon the principal reg- 
ister provided by this chapter shall be prima facie evidence of the 
validity of the registration, registrant’s ownership of the mark, and 
of registrant’s exclusive right to use the mark in commerce in con- 
nection with the goods or services specified in the certificate, subject 
to any conditions and limitations stated therein.” 


While this presumption of validity is rebuttable (see Sylvania Electric 
Products v. Dura Electric Lamp Co., D.C.D.N.J., 1956, 144 F.Supp. 112, 
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128, 111 USPQ 17, 29 (47 TMR 51)) the defendant has produced no re- 
buttal evidence. While the documentary proof is scant, the answers to 
interrogatories by B. L. Watson of M.R.C. Limited and the deposition 
testimony of Robert Christopher of Teleflex Limited indicate that there 
was some use of the trademark TELEFLEX by M.R.C. Limited as far back 
as 1939. In Aluminum Fabricating Co. of Pittsburgh v. Season-All Window 
Corp., 2 Cir., 1958, 259 F.2d 314, 316, 119 USPQ 61, 63 (49 TMR 78), 
the court noted: “We are of the opinion that this [15 U.S.C.A. § 1057(b) ] 
means not only that the burden of going forward is upon the contestant 
of the registration but that there is a strong presumption of validity so 
that the party claiming invalidity has the burden of proof and in order 


to prevail it must put something more into the scales than the registrant.” 


The defendant maintains that an alleged lack of use of the trademark 
in 1941 and 1942 would constitute an abandonment of the mark. Even 
with the lack of documentary proof as to sales in those years and the 
probability of diminished sales due to wartime conditions, there can be 
no abandonment by mere non-use for such a period of time in the absence 
of an intent to abandon the trademark. Huber Baking Co. v. Stroehmann 
Bros. Co., 2 Cir., 1958, 252 F.2d 945, 956, 116 USPQ 348, 356 (48 TMR 
711). It is unclear whether there has been non-use for two consecutive 
years so as to constitute prima facie abandonment under 15 U.S.C.A. 1127, 
but, in any event, under the facts of this case and the previously-mentioned 
wartime conditions, the requisite intent not to resume use of the mark 


cannot be inferred. 


B. Infringement by the Defendant of Plaintiff’s Registered and Common 
Law Trademark and Unfair Competition 


The plaintiff’s right to injunetive relief under the Lanham Act, 15 
U.S.C.A. § 1114(1) depends upon a determination that the defendant’s use 
of the mark TELE-FLEX with an extended “T” and rocket design in con- 
nection with the advertising and sale of flexible wave guides “is likely to 
eause confusion or mistake or to deceive purchasers as to the source of 
origin of such goods.” It is not necessary to show actual cases of decep- 
tion or confusion, since the test is the likelihood that an appreciable num- 
ber of ordinarily prudent purchasers will be confused. Maternally Yours 
v. Your Maternity Shop, 2 Cir., 1956, 234 F.2d 538, 110 USPQ 462 (46 
TMR 1509). “Confusion as to source of origin is of course, the keystone 
of an action based upon infringement of a registered mark.” Avon Shoe 
Co., Inc. v. David Crystal, Inc., et al., 2 Cir., 125 USPQ 607, 611. 

Thus, the crucial question is whether there is a likelihood that an 
appreciable number of ordinarily prudent purchasers of the defendant’s 
flexible wave guides might, by reason of the accused mark, be misled into 
believing that the defendant’s goods came from the same source as plain- 


tiff’s mechanical remote control devices. 
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There is no dogmatic principle which can be applied in seeking any 
standard for evaluating “likelihood of confusion.” J. R. Wood and Sons, 
Inc. v. Reese Jewelry Corp., 2 Cir., 1960, 278 F.2d 157, 125 USPQ 367, 368 
(50 TMR 583). 

Factors considered in determining this likelihood of confusion include 
the presence of an intent on the part of the alleged infringer to palm off 
his products as those of another, the degree of similarity between the 
trademarks in appearance and suggestion, the strength of the plaintiff’s 
mark, the area and manner of concurrent use, and the degree of care 
likely to be exercised by purchasers. Maternally Yours v. Your Maternity 
Shop, 2 Cir., 1956, 234 F.2d 538, 543, 110 USPQ 462, 465-466 (46 TMR 
1509); G. B. Kent & Sons, Limited v. P. Lorillard Co., D.C.S.D.N.Y., 1953, 
114 F.Supp. 621, 98 USPQ 404 (44 TMR 153), affirmed, per curiam, on 
the opinion below, 2 Cir., 210 F.2d 953, 101 USPQ 161 (44 TMR 676) ; 
Restatement of Torts, § 729. 

It has not been claimed that there was any intent on the part of the 
defendant to palm off, and there are no instances of actual confusion 
reported. 

The language of the court in Telechron, Inc. v. Telicon Corp., 3 Cir., 
1952, 198 F.2d 903, 905-906, 94 USPQ 363, 365 (42 TMR 832), in dis- 
cussing the word TELECHRON is equally apt as regards TELEFLEX. ‘‘We are 
dealing with a coined word, not found even in approximation in the 
English or any other familiar language before Warren devised it for the 
use of plaintiff’s predecessor. But it is a ‘coined word with a penumbra 
of suggestion’. For the derivation of the new word, already alluded to, 
was such as to suggest to those informed in etymology or grounded in 
classical Greek the involvement of some conception of ‘time from a dis- 
tance’. But this idea was too imprecise for meaningful description of any 
article or object of commerce. We are unable to see how at the outset 
it could have conveyed even the vaguest mental image of any particular 
thing or its attributes. Even later, when the synchronous electric clock had 
become well-known we think the idea of ‘time from a distance’ was not 
‘descriptive’. It was in the intermediate category of ‘suggestive’ words 
which may become technical trademarks.” 

With such a coined and arbitrary word, the prior user and registrant 
is ordinarily entitled to a high degree of protection. The two marks are 
roughly similar in appearance despite the hyphenation and rocket design 
by the defendant. The words are pronounced the same. 


However, in this case, involving non-competing but related goods, the 


degree of similarity is not entitled to as much significance as it would be 


given in a case of competing goods. The character of the purchaser renders 
the degree of similarity of little significance. 

The plaintiff has exercised diligence in protecting its mark and the 
only evidence introduced by the defendant showing other use of the mark 
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was a brochure showing the word TELE-FLEX used in association with a 
fishing rod. However, it is worth noting that registration has been granted 
to marks such as TELEFAX, TELEFACTS, TELE-FIX, TITEFLEX, TEL-FLEX. See 
G. B. Kent & Sons, Limited vy. P. Lorillard Co., D.C.S.D.N.Y., 1953, 114 
F.Supp. 621, 626, 98 USPQ 404, 407 (44 TMR 153), affirmed, 2 Cir., 210 
F.2d 953, 101 USPQ 161 (44 TMR 676), where the court, in defining the 
strength of the plaintiffs mark, stated it to be “the extent to which similar 
trademarks were issued and are used by others on various products.” 

The relation in use and manner of marketing between the goods or 
services marketed by the respective parties is the subject of dispute. 
Defendant uses the accused mark in the sale of flexible wave guides to 
propagate radar wave energy of specific wave lengths. The trademark and 
trade name of the plaintiff are used in connection with mechanical remote 
control devices with a flexible cable running through a conduit. These 
control devices transmit motion for shifting or adjusting the position of 
a member to be controlled, sometimes including electrical components com- 
prising switches and motors. While the plaintiff has broadened its field of 
sales efforts and has maintained substantial engineering facilities to design 
control systems, the essential function of the plaintiff’s control system has 
remained the same; the movements of the cable in the one end of the tube 
are translated into motion of the cable at the other end. 

The defendant’s flexible wave guides are used to connect radar signals 
from a signal source to another point in the radar system; the microwaves 
flow through this device as water through a pipe. 

The fact that both products are used in aircraft and for military end 
use is not determinative on the question of similar use. It is obvious that 
many dissimilar products must be used in the production of as complex 
an instrument as an airplane. 

With the intent by the defendant to trade on the plaintiff’s mark and 
actual confusion eliminated as relevant criteria, the degree of care which a 
prospective purchaser might be expected to exercise has increased sig- 
nificance. The purchaser of the expensive products of the parties, both 
manufactured with extraordinary precision, might be expected to be even 
more discriminating than the wedding and diamond ring purchaser in 
J. R. Wood and Sons, Inc. v. Reese Jewelry Corp., 2 Cir., 1960, 278 F.2d 
157, 125 USPQ 367 (50 TMR 583). 


The possibility of confusion by the professional purchasing agents 


employed in industry was summarily dismissed by Judge Learned Hand 
in Federal Telephone and Radio Corp. v. Federal Television Corp., 2 Cir., 
1950, 180 F.2d 250, 251, 84 USPQ 394, 395 (40 TMR 219), in the following 
language. “Even then, the confusion would not extend to those of the 


plaintiff's customers who are manufacturers, for such buyers know the 
persons with whom they deal.” See also Fram Corporation v. Boyd, 5 Cir., 
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1956, 230 F.2d 931, 109 USPQ 4 (46 TMR 583) ; Landis Machinery Co. v. 
Chaso Tool Co., 6 Cir., 1944, 141 F.2d 800, 804, 61 USPQ 164, 168-169, 
cert. denied, 323 U.S. 720, 68 USPQ 359. 

While the parties share some common purchasers, defendant’s flexible 
wave guides are supplied only to a narrow segment of the electronics 
industry, namely, the radar transmitter field. For the most part, mechani- 
eal engineers order mechanical control devices while microwave engineers 
order flexible wave guides. The purchasing agents and the engineers who 


select particular pieces of equipment are selective and discriminating. 


They are primarily concerned with selecting a product which satisfies a 


particular engineering need and the trademark associated with the product 
is of secondary importance. Requisition orders filled out by those ordering 
defendant’s products require that the source of the product be stated. 
Defendant’s sales literature is marked “Telerad Manufacturing Corp.” 
and the flexible wave guides are marked with its corporate name or by a 
unique code designated by the Government. Thus, it appears that the 
defendant has supplied the “antidote with the bane.” Rymer v. Anchor 
Stove & Range Co., 6 Cir., 1934, 70 F.2d 386, 21 USPQ 300 (24 TMR 269). 

Unlike the situation in Avon Shoe Co., Inc. vy. David Crystal, Inc., et 
al., 2 Cir., 125 USPQ 607, 611, this is not a case where distinctive marks 
“are used on closely related goods which serve both common functions and 
common purchasers.” The necessary reliance upon labels and the common 
retail channels present there are also absent here. 

While it is settled law that actual confusion need not be shown to 
show the likelihood of confusion, the courts have placed considerable re- 
lianee on evidence of actual confusion to bolster a finding of likelihood of 
confusion. See, e.g., Maternally Yours v. Your Maternity Shop, 2 Cir., 
1956, 234 F.2d 538, 543, 110 USPQ 462, 465 (46 TMR 1509); Admiral 
Corp. v. Penco, Inc., 2 Cir., 1953, 203 F.2d 517, 520, 97 USPQ 24, 26-27 
(43 TMR 616) ; Harold F. Ritchie, Inc. v. Chesebrough-Pond’s Inc., 2 Cir., 
126 USPQ 310, 315 (50 TMR 1207). By the same token, evidence of the 
lack of any: actual confusion is material to the issue of the likelihood of 
confusion. See, e.g.. G. B. Kent & Sons, Limited v. P. Lorillard Co., 
D.C.S.D.N.Y., 1953, 114 F. Supp. 621, 98 USPQ 404 (44 TMR 153), 
affirmed, 2 Cir., 210 F.2d 953, 101 USPQ 161 (44 TMR 676). The defen- 
dant has used the accused mark for four years and not one single instance 
of actual confusion has been reported. 

Whether the likelihood of confusion is a condition precedent to in- 
junctive relief is not clear. See, e.g., G. B. Kent & Sons, Limited v. P. 
Lorillard Co., D.C.S.D.N.Y., 1953, 114 F.Supp. 621, 680 (44 TMR 153), 
98 USPQ 404, 410, affirmed, 2 Cir., 210 F.2d 953, 101 USPQ 161 (44 TMR 
676) ; Avon Shoe Co., Inc. v. David Crystal, Inc., et al., 2 Cir., 125 USPQ 
607. 
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In any case, the courts “have consistently held that a senior user 
possesses but two legitimate interests which may properly call for injune- 
tive relief against a use by a junior user on related goods, namely, that 
he may at some future date desire to expand his business into the related 
field in which the junior user is operating and that he, in any event, 
should be able to develop his present business free from the stain and 
tarnishment which may result from improper trade practices of the junior 
user.” Avon Shoe Co., Inc. v. David Crystal, Inc., et al., 2 Cir., 125 USPQ 
607, 612. 

There is no indication that the plaintiff ever intends to enter the 
field of manufacturing wave guides for the transmission of radar signals. 
Measured by past and present performance, the possibility of such expan- 
sion is slight. While the plaintiff's business has expanded, the emphasis 
has been upon finding new uses for the same basic function. Complex 
control systems have been developed but the essential mechanical nature 
of the plaintiff’s products remains the same. There must be some evidence 
of the possibility of expansion before this interest will be protected. Avon 
Shoe Co., Inc. v. David Crystal, Inc., et al., 2 Cir., 125 USPQ 607, 613; 
G. B. Kent & Sons, Limited vy. P. Lorillard Co., D.C.S.D.N.Y., 1953, 114 
F.Supp. 621, 98 USPQ 404 (44 TMR 153) ; 8S. C. Johnson & Son v. Johnson, 
2 Cir., 1949, 175 F.2d 176, 180, 81 USPQ 509, 513 (39 TMR 557) ; Federal 
Telephone & Radio Corp. v. Federal Television Corp., 2 Cir., 1950, 180 
F.2d 250, 84 USPQ 394 (40 TMR 219); Hyde Park Clothes, Inc. v. Hyde 
Park Fashions, Inc., 2 Cir., 1953, 204 F.2d 223, 97 USPQ 246 (43 TMR 934). 

The second legitimate interest is that the plaintiff be free to develop 
its present business free from the stain and tarnishment which may result 
from improper trade practices of the defendant. The defendant has al- 


ways produced a quality line of merchandise and the probabilities are 
slight that it will ever tarnish the plaintiff’s mark by producing an inferior 
product. There is no evidence, judging from past performance, that the 


defendant will ever indulge in improper trade practices. The lack of such 
evidence is material in determining the protection to be given the plaintiff. 
Federal Telephone & Radio Corp. v. Federal Television Corp., 2 Cir., 1950, 
180 F.2d 250, 251, 84 USPQ 394, 395 (40 TMR 219); Avon Shoe Co., Inc. 
v. David Crystal, Inc., et al., 2 Cir., 125 USPQ 607, 613. 

Judge Learned Hand in Federal Telephone & Radio Corp. v. Federal 
Television Corp., 2 Cir., 1950, 180 F.2d 250, 251, 84 USPQ 394, 395 (40 
TMR 219, 221), stated: 


“* * * Although there appears to be a persistent belief that the first 
use of a specific name or description gives a power to the first user 
to prevent its use by others, it is important to remember that no such 
doctrine exists. In all such cases there is only one question: what 
damage to the first user will the second do by the use of the first 
user’s mark, or name or make-up, and what burden will it impose 
upon the second user effectively to distinguish the goods? 





Vol. 51 TMR — TELEFLEX INC. v. TELERAD MFG. CORP. 307 


“Tt is enough to dispose of the case at bar that the plaintiff failed 
to show that either of the two interests which we have just mentioned 
will be endangered by defendant’s use of the word, ‘Federal.’ It has 
already appeared that there is no reason to suppose that the plaintiff 
will wish to sell television receivers; and, as the case now stands, any 
possible damage to the plaintiff's reputation is purely conjec- 
">>" 


With these findings of a lack of the likelihood of confusion, no showing 
by the plaintiff of possible expansion and no evidence concerning possible 
damage to plaintiff’s reputation, there is no need to balance the conflicting 
interests both parties have in the unimpaired continuation of their trade- 
mark use. It is true that the scales are not heavily weighted on the side 
of the defendant. Since the plaintiff’s registered mark was republished 
on January 18, 1949, under the Trademark Act of 1946, by virtue of 
Section 1072 of Title 15 U.S.C.A., the defendant had constructive notice 
of the plaintiff’s mark and the defense of good faith is eliminated. Dawn 
Donut Company v. Hart’s Food Stores, Inc., 2 Cir., 1959, 267 F.2d 358, 
121 USPQ 430 (49 TMR 631). In addition, the defendant had actual 
notice of the plaintiff’s mark about eight months after beginning use of 
the accused mark and could have discontinued use without great hardship. 
If the likelihood of confusion existed, the balancing of the conflicting 
interests might have resulted in a decision for the plaintiff. However, 
under the facts of this case, there is no warrant for depriving the de- 
fendant of whatever good-will it has acquired. 

The plaintiff’s unfair competition claims also must fall. “The plain- 
tiff’s unfair competition claim, which is based upon their common law 
rights in their trademark, is governed by essentially the same principles 
as those already discussed, regardless of whether state or federal law 
applies.” Avon Shoe Co., Inc. v. David Crystal, Inc., et al., 2 Cir., 125 
USPQ 607, 613. The gist of an action for unfair competition is the likeli- 
hood that the goods of the defendant will be passed off as those of the 
plaintiff. Standard Brands v. Smidler, 2 Cir., 1945, 151 F.2d 34, 37, 66 
USPQ 337, 340. Since this likelihood is not present, there is no unfair 
competition present. 


Plaintiff also places reliance on the dilution doctrine. This doctrine 
was discussed in G. B. Kent & Sons, Limited v. P. Lorillard Co., D.C.S.D. 
N.Y., 1953, 114 F.Supp. 621, 630-631, 98 USPQ 404, 411 (44 TMR 153), 
affirmed, 2 Cir., 210 F.2d 953, 101 USPQ 161 (44 TMR 676) as follows: 


“* * * The dilution doctrine has been ‘advanced in a number of 
decisions and by text-writers. Its underlying rationale is that the 
gradual diminution or whittling away of the value of a trademark, 
resulting from extensive use by another of a mark identical or similar 
to that of the senior user, constitutes an invasion of the senior user’s 
property right in his trademark and gives rise to an actionable wrong. 
The wrong, under this theory, is not dependent upon a showing of 
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competitive relationship of the products or likelihood of confusion. 
Judge Learned Hand has referred to it as the economic interest which 
a senior user has in his mark outside the field of his own exploitation. 
While recognizing this right in the oft-quoted Yale Electric Corp. v. 
Robertson [2 Cir., 26 F.2d 972, 974 (18 TMR 321)] it is significant 
that Judge Hand noted, ‘And so it has come to be recognized that, 
unless the borrower’s use is so foreign to the owner’s as to insure 
against any identification of the two, it is unlawful.’ Thus, it appears 
that we come back to the point from which we started—the element 
of likely confusion must be present. Nor do I find that the dilution 
doctrine has been accepted as unqualifiedly as the plaintiff urges. 
Analysis of the authorities, at least those in this circuit and in the 
New York State courts, demonstrates that in each instance it was 
hinged to a factual situation which involved either likelihood of con- 
fusion, tarnishment, reasonable likelihood of expansion by plaintiff 
to include the junior product, diversion of trade or other direct injury. 
But these elements are absent in this case.” 


The plaintiff’s mark has been registered under Section 368-C of New 
York’s General Business Law. This section is as follows: 


“1. Any owner of a trademark registered under this article 
may proceed by suit to enjoin the manufacture, use, display or sale 
of any counterfeits or imitations thereof and any court of competent 
jurisdiction may grant injunctions to restrain such manufacture, use, 
display or sale as may be by the said court deemed just and reason- 
able, and may require the defendants to pay to such owner all profits 


derived from and/or all damages suffered by reason of such wrongful 
manufacture, use, display or sale; and such court may also order that 
any such counterfeits or imitations in the possession or under the 
control of any defendant in such case, to be delivered to an officer 
of the court, or the complainant, to be destroyed. 


“2. The enumeration of any right or remedy herein shall not 
affect a registrant’s right to prosecute under any penal law of this 
state. 


“3. Likelihood of injury to business reputation or of dilution 
of the distinctive quality of a trade name or trademark shall be a 
ground for injunctive relief in cases of trademark infringement or 
unfair competition, notwithstanding the absence of competition be- 
tween the parties or the absence of confusion as to the source of 
goods or services.” 


In a discussion of this section in Renofab Process Corp. v. Renotex 
Corporation, 158 N.Y.S.2d 70, 77, 112 USPQ 64, 67 (47 TMR 474) (1956), 
a New York court commented : 


“Injunctive relief may be granted to a plaintiff against non- 
competing businesses in certain cases where defendants are ‘whittling 
down’ the identity and reputation of plaintiffs’ names. These are 
eases where defendants in non-competing lines deliberately choose a 
name in order to trade on plaintiff’s reputation and to deceive the 
public into believing that they are connected with plaintiffs. Long’s 
Hat Stores Corp. v. Long’s Clothes, Inc., 1st Dept., 224 App. Div. 
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497, 231 N.Y.S. 107; Tiffany & Co. v. Tiffany Productions, Inc., 147 
Misc. 679, 264 N.Y.Supp. 459 (23 TMR 1); Dunhill of London v. 
Dunhill Shirt Shop, D.C., 3 F. Supp. 487. These elements are lacking 
here. 

“Tt is interesting to note that the rule of these and related cases 
was codified in this state, in the so-called ‘anti-dilution’ statute, namely, 
General Business Law, Section 368-¢(3).” 


See Victory Chain, Inc. v. Rosenberg, 10 Mise.2d 382 (1958) ; Fancee Free 
Mfg. Co. v. Fancy Free Fashions, Inc., D.C.S.D.N.Y., 1957, 148 F.Supp. 
825, 112 USPQ 359 (47 TMR 610). No New York cases have been 
found by this court in which the likelihood of dilution of the distinctive 
quality of a trade name or trademark has been held to exist in the absence 
of an intent on the part of the defendant to confuse or deceive the public 
or similarity approaching identicalness of products. 
Therefore, the court makes the following Conclusions of Law: 


CONCLUSIONS OF LAW 


1. This court has jurisdiction over the parties and the subject matter 
of this action. 


2. The plaintiff is the owner of valid United States Trademark Reg- 
istrations Nos. 360,963 and 684,359 and New York State Registrations Nos. 
R-5017 and R-5018. 


3. Defendant’s use of the trademark “TELE-FLEX With Extended T 
and Rocket Design” on its flexible wave guides has not caused confusion 
between defendant’s wave guides and plaintiff’s remote control devices 
bearing the trademark TELEFLEX, nor is such use likely to cause confusion 
as to the source or origin of such goods, or as to the respective source 


or origins of plaintiff’s and defendant’s products. 


4. Defendant has not infringed any trademark or trade name rights 


of the plaintiff, either by the manufacture and/or sale of flexible wave 
guides or by use of its mark “TELE-FLEX With Extended T and Rocket 


Design” as used upon its product and literature. 


5. Defendant’s use of the mark “TELE-FLEX With Extended T and 
Rocket Design” on flexible wave guides and the manner in which de- 
fendant conducts its business do not constitute any threat to plaintiff’s 
reputation or good will. Plaintiff is not entitled to injunctive relief. 


6. Defendant has not competed, and does not compete unfairly, with 
plaintiff by the manufacture and/or sale of its flexible wave guides bearing 
the trademark “‘TELE-FLEX With Extended T and Rocket Design.” 


7. The complaint and amended complaint should be, and hereby are, 


dismissed on the merits. 
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8. Let judgment be entered on the counterclaim of the defendant, 
declaring that defendant’s trademark ‘“TELE-FLEX With Extended T and 
Rocket Design” as applied to flexible wave guides, does not infringe any 
of the plaintiff’s trademark rights, and directing the Commissioner of 
Patents to dismiss and dissolve the pending opposition of the plaintiff to 
the registration of the mark “TELE-FLEX With Extended T and Rocket 
Design” for flexible wave guides. 


9. Defendant’s application for United States trademark registration 
of “TELE-FLEX With Extended T and Rocket Design” for flexible wave 
guides is for a trademark not confusingly similar to plaintiff’s trademark 


TELEFLEX for remote control devices, and the defendant’s said application 

for a United States trademark registration should be registered. The 

Commissioner of Patents is herewith directed to register such trademark. 
Let a decree be entered in accordance herewith. 


SN 
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HYGIENIC SPECIALTIES CO. v. H. G. SALZMAN, INC., et al. 
No. 99-363 —D. C., S. D. N. Y.— December 6, 1960— 128 USPQ 79 


500.14—-COURTS—BASIS OF RELIEF—COLORABLE IMITATION 
500.22—COURTS—BASIS OF RELIEF—DRESS OF GOODS 
500.37—COURTS—BASIS OF RELIEF—SECONDARY MEANING 
The court found that plaintiff had failed to prove that its soap 
associated with the plaintiff in the mind of the buying public. Purchasers of this 


simple and inexpensive household item rely not on the reputation of the producer, 
but upon the apparent quality and eye appeal of the product itself. But the court 
held the existence of a secondary meaning attaching to the unique appearance of 
the plaintiff’s soap dish is not precluded by the mere fact that buyers would not 
associate it with the plaintiff. Harm to the plaintiff results from the likelihood of 
a loss of customers or loss of reputation or both. 

500.19—COURTS—BASIS OF RELIEF—DESCRIPTIVE AND GENERIC MARKS 

The court found that plaintiff had used HYGIENIC in connection with its soap 

dish in a descriptive sense and employed it in a general manner and held a mark 
which is merely descriptive of the article manufactured and can be employed with 
truth by other manufacturers is not entitled to legal protection as a trademark. 

500.57—COURTS—SCOPE OF RELIEF—DAMAGES 


The court held damages for unfair competition cannot be awarded on the basis 


1 


of speculation or sheer guess and referred the matter to a Special Master. 


Action by Hygienic Specialties Co. v. H. G. Salzman, Inc., Hutzler 
Mfg. Co., and C. B. Cotton & Co., Inc., for patent and trademark in- 
fringement and unfair competition. Judgment for plaintiff in part aid 
defendants in part. 

Harry Price, of New York, N.Y., for plaintiff. 
Jerome Bauer, of Mineola, N.Y., for defendants. 

MacManown, District Judge 

This is an action for damages for infringement of plaintiff’s design 
patent [Des. 149,066] on a plastic soap dish. Plaintiff also seeks to 
recover for trademark infringement and unfair competition. 

The issue of patent infringement was tried before a jury which found 
the patent valid and infringed by the defendants H. G. Salzman, Ine. 
and Hutzler Mfg. Co. Although the defendants stipulated that defendant 
C. B. Cotton & Co., Ine. had molded the infringing soap dish, the jury 
found, nevertheless, that Cotton had not infringed the patent. 

On motion, at the conclusion of the trial, the Court dismissed for 
failure of proof counter-claims for unfair competition and for a qui tam 
penalty. The issues remaining for decision are: (1) plaintiff’s claim for 
unfair competition; (2) plaintiff’s claim for trademark infringement; (3 
plaintiff’s motion for judgment against C. B. Cotton & Co., Inc. notwith- 
standing the verdict; and (4) damages suffered by plaintiff. The parties 
stipulated not to submit the question of damages to the jury, but to reserve 


this for the Court’s determination. 
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The material facts relevant to the claim for unfair competition are 
in the main not disputed. Barnet Kaplan, a semi-retired accountant, and 
Abner Weiner, a part-time salesman, organized Hygienic Specialties Co. 
in 1947 to manufacture and sell a soap dish which Kaplan had designed. 
The soap dish consists of a 4%” by 3%” dish, approximately 114” deep, 
supporting a latticed tray which holds a bar of soap above the bottom of 
the dish. The bar of soap is kept dry by the dripping of excess water into 
the dish where it is held out of contact with the soap. Originally the 
product was made of cellulose acetate in various colors and was sold by 
Hygienic to jobbers and wholesalers in either individually wrapped pack- 
ages or in bulk lots for ultimate sale to the publie at thirty-nine (39¢) 
cents each. 

The organizers, who devoted only part of their time to Hygienic’s 
fledgling business, retained representatives to sell the product. The busi- 
ness prospered in a modest way, and by 1949 Hygienic’s annual net profits 
had reached approximately six thousand ($6,000.00) dollars. 

In 1949, Hygienic engaged defendant Salzman, an established sales 
representative for several manufacturers of housewares, as its exclusive 
sales representative in the New York metropolitan area, Northern New 
Jersey, and the City of Philadelphia. Salzman was in the nature of a 
wholesaler or jobber who sold plaintiff’s soap dish to retailers for a stipu- 
lated commission. Defendant Hutzler was one of the Hygienic accounts 
which purchased plaintiff’s product through Salzman. 

In February 1954, Hygienic, whose net earnings had then reached 
fifteen thousand ($15,000.00) dollars a year, began making its soap dishes 
in colored polyethylene acetate, with the name HYGIENIC molded on the 
bottom, and packaging them individually in translucent bags made of 
the same material. At that time, plaintiff stapled to the top of its packages 
a four inch cardboard label, folded in the middle to present a two inch 
surface on each side. This form of label was referred to throughout the 
trial as a “saddle top”. Plaintiff’s saddle top was colored red, white and 
blue, with the word HYGIENIC prominently displayed. 

At about the same time, Hutzler Mfg. Co. was purchasing plaintiff’s 
polyethylene soap dishes in bulk and was packaging them individually in 
identical polyethylene bags with the same size saddle top, colored, how- 
ever, yellow, blue, and white. The Hutzler label also displayed the word 
HYGIENIC on one side, but the name HUTZLER appeared on the other. 


Jarly in 1954, Hutzler, after complaining that its margin of profit 
was too small, began negotiating with Hygienic for either an exclusive 
license to sell Hygienic’s soap dishes throughout the United States, or an 
outright purchase of Hygienic’s rights. These negotiations ended in failure 
in May, 1954, and Hutzler continued to buy and resell Hygienic’s soap 
dishes as before. 
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Sometime during the period between May and November, 1954, how- 
ever, Hutzler secretly arranged to have nearly identical soap dishes made 
by defendant Cotton, but the name HUTZLER was molded on the bottom. 
Prior to defendant’s copying, Hygienic’s soap dish was readily distin- 
guishable from all other soap dishes then on the market by virtue of its 
unique design and appearance. 

On November 17, 1954, Salzman advised Hygienic that it was ter- 


minating its services as Hygienic’s representative, as of November 22, and 


on the very same day notified its customers that it no longer represented 
Hygienic and that thereafter it would sell Hutzler’s soap dishes. Some 
eustomers, in turn, informed Hygienic of what Salzman and Hutzler were 
doing. 

Since November, 1954, Hutzler has sold over one million two-piece 
polyethylene soap dishes, under its own label, packed in a translucent bag 
identical to Hygienie’s. Although the bag is translucent, it effectively 
clouds the name on the bottom of the enclosed soap dish as well as minor 
differences in design. Hutzler’s package also displays a soft cardboard 
saddle top label, colored yellow, green and white, on which the word 
SANITARY has replaced the word HYGIENIC. Hygienic’s business, on the 
other hand, has, since the events of November, 1954, declined to the point 
where its net profits approximate what they had been in 1949, between 
six thousand ($6,000.00) and seven thousand ($7,000.00) dollars a year. 

At the trial, the Court submitted to the jury, for an advisory verdict, 
the following questions which the jury answered affirmatively: 


“Did the defendants intend to divert or switch plaintiffs cus 
tomers to themselves by means of deceptive similarities between their 
soap dish and the plaintiff’s soap dish? 

“Did the defendants intend to divert or switch to themselves by 
means of deceptive similarities in the general appearance of their soap 
dish, packaging and labeling as a whole unit, as compared to the 
general overall appearance of the plaintiff's packaged soap dish?” 


The Court agrees that the evidence amply supports the jury’s affirma- 
tive answers to these questions. It is evident from a mere comparison of 
the two packaged products that defendant’s imitation of the plaintiff’s 
soap dish, as well as its style of packaging and labelling, is so slavish that 
there can be no doubt that buyers would be mislead by the deceptive 
similarities to conclude that both soap dishes were produced from the same 
source. This is the more so when defendants treacherously substituted 
their copy into the same market through the identical channels of dis- 
tribution previously enjoyed by the plaintiff. Indeed, it would be difficult 
to find a clearer case of imitating a successful product with a deliberate 
and wilful intent on the part of defendants to deceive and confuse the 
public for the purpose of pirating plaintiff’s customers and good will. 
That their deceit was effective seems clear, despite the absence of direct 
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evidence of confusion from balancing the sharp decline in Hygienie’s sales 
against the sudden success of the defendants’ imitation. 

Despite this, defendants contend, however, that plaintiff's claim of 
unfair competition must fail because plaintiff failed to establish that its 
product had acquired a secondary meaning. There can be no doubt that 
plaintiff failed to prove that its soap dish was associated with the plaintiff 
in the mind of the buying public. The jury so found in its advisory verdict, 
and the Court agrees with the jury’s conclusion. It does not follow, how- 
ever, that plaintiff cannot recover for unfair competition. “The controlling 
question in all eases where the equity power of the courts is invoked is 
whether the acts are fair or unfair, according to principles recognized 
in equity.” Santa’s Work Shop v. Sterling, 282 App. Div. 328, 122 N.Y.8.2d 
488, 98 USPQ 463 (3d Dept. 1953). 

Thus, in the instant ease, although it is quite evident that a casual 
buyer of these soap dishes would readily be mislead by the deceptive 
similarities foisted on the public by the defendants that both products 
emanated from the same source, it is unlikely that any buyer would identify 
that source as the plaintiff or, for that matter, give any thought at all to 
the identity of the producer. Manifestly, a purchaser of this simple and 
inexpensive household item, as he pushes his cart through the supermarket, 
relies not on the reputation of the producer, but upon the apparent quality 
and eye appeal of the product itself. But the existence of a secondary 
meaning attaching to the unique appearance of the plaintiff’s soap dish 
is not precluded by the mere fact that buyers would not associate it with 
the plaintiff. Harm to the plaintiff results from the likelihood of a loss 
of customers or loss of reputation, or both. “Such loss can result from 
the customer’s belief that the competing article derives from the same 
source as that of the party complaining; and it matters not whether the 
customers know just who is the source.” Mastercrafters C. & R. Co. v. 
Vacheron & Const.-Le C. W., 221 F.2d 464, 466. 105 USPQ 160, 162 (45 
TMR 702) (2 Cir. 1955). Thus, in Noma Lites v. Lawn Spray, 222 F.2d 
716, 105 USPQ 388 (45 TMR 976) (2 Cir. 1955), the advertising and 
packaging of the products were so similar as to entitle the plaintiff to 
protection without a showing of secondary meaning. Cf., Avon Periodicals 
v. Ziff-Davis Pub. Co., 113 N.Y.S.2d 737, 744, 98 USPQ 235 (42 TMR 666) 
(Sup. Ct. 1952), affirmed, 282 App. Div. 200, 122 N.Y.S.2d 92, 98 USPQ 38 
(43 TMR 1157) (1st Dept. 1953). This is especially so as to satisfied eus- 
tomers buying another soap dish like the one they, or their neighbor or 
friend, bought last week at the same store. It was this good will earned 
by the plaintiff’s efforts that defendants palpably appropriated when they 
disloyally ceased to represent the plaintiff and deliberately switched the 
plaintiff's customers to themselves. Defendants’ deliberate deception, 
coupled with Salzman’s infidelity, is the touchstone to defendants’ in- 


equitable conduct. Cf., Gaylord Products v. Golding Wave Clip Co., 161 
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F.Supp. 746, 118 USPQ 148 (48 TMR 1202) (W. D. N.Y. 1958). Clearly, 
in a case such as this, where plaintiff’s product is unique on the market, 
defendants’ imitation is a “palming off” calling for the aid of a Court of 
equity. Nor is there anything in Speedry Products, Inc. v. Dri Mark 
Products, Inc., 271 F.2d 646, 123 USPQ 368 (50 TMR 343) (2 Cir. 1959 
or Norwich Pharmacal Co. v. Sterling Drug, Inc., 271 F.2d 569, 123 USPQ 
372 (50 TMR 349) (2 Cir. 1959), requiring a contrary result. Both of 
those cases expressly recognize that classic proof of secondary meaning 
is not a necessary factor in all cases of unfair competition. 

The law of unfair competition has been, and is, in a state of flux, but 
the courts of New York' and of this circuit have been in the van of a 
trend toward narrowing the gap between what is merely commercial im- 
morality and what is in fact unlawful competition. J. R. Wood & Sons, 
Inc. v. Reese Jewelry Corp., 278 F.2d 157, 160, 125 USPQ 367. 369 (50 
TMR 583) (2 Cir. 1960). See, e.g., Santa’s Workshop v. Sterling, 2 
App.Div.2d 262, 153 N.Y.S.2d 839, 111 USPQ 120 (46 TMR 1356) (3d 
Dept. 1956), affirmed, 3 N.Y.2d 757, 143 N.E.2d 529, 114 USPQ 179 (1957) ; 
Restatement, Torts, Vol. III. p. 540. 

The Court of Appeals, in J. R. Wood & Sons, Inc. v. Reese Jewelry 
Corp., supra, reiterated these principles. Although trademark infringe 
ment was there in issue, the principles are equally applicable here. They 
are: (1) intent to palm off; (2) geographic sales area, and (3) degree of 
similarity in appearance. All of these elements are present here. 

Both Hutzler and Salzman were in agency relationships with the plain- 
tiff and in the course of these certainly knew how well plaintiff’s product 
was received on the market. Agency relationships are burdened with a 
duty of loyalty. Yet when Hutzler was unable to get more favorable terms, 
the evidence is clear that it connived with Salzman to eliminate the plain 
tiff, substitute its product into the same channels of distribution, and reap 
the market which had been developed by plaintiff. When Kaplan com- 
plained to Salzman about the substitution of Hutzler’s imitation, Salzman 
replied, “So what of it? You can do what you want about it.” 

Clearly these defendants were prohibited by fiduciary ties from acting 
in any manner inconsistent with their trust and to exercise the utmost 
good faith and loyalty in the performance of their agency. Yet both of 
them palpably imitated the plaintiff's product, eliminated the plaintiff, 
and diverted its customers to themselves in an unconscionable appropria 
tion of opportunities gained in their fiduciary capacities. Surely such 


conduct is intolerable and unfair. Duane Jones Company, Inc. v. Burke, 


1. Although jurisdiction of the claim for unfair competition depends on the 

irisdiection which plaintiff invoked on its claim for patent infringement, it 
New York law applies to the claim for unfair competition. Matcrnally Yo 

Your Maternity Shop, 234 F.2d 5358, 541, 110 USPQ 462, 464 (46 TMR 1509 


1956 B 
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306 N.Y. 172, 117 N.E.2d 237 (1954). The evidence here admits of no 
other conclusion. 

Hutzler’s offer to buy out Hygienic was rejected in May, 1954, and 
the actions thereafter of both Hutzler and Salzman require a finding that 
they then determined to combine their efforts to copy plaintiff’s successful 
product and eliminate Hygienic. The delay until November, 1954 was 
obviously caused by the preparation necessary to put their own soap dish 
into production. Hutzler and Salzman acted in concert to appropriate 
unfairly to themselves plaintiff’s business. Hutzler, by having Cotton 
mold an almost identical product, pirated Hygienic’s product to its own 
benefit without compensating Hygienic for its industry and ingenuity. 

Recently the Court of Appeals for the Eighth Circuit found unfair 
competition where a customer, in the position of Hutzler, who supplied 
retailers with the plaintiff’s paint, terminated its contract with the plaintiff 
manufacturer and had a similar product copied. Stewart Paint Mfg. Co. 
v. United Hardware Distrib. Co., 253 F.2d 568, 117 USPQ 6 (48 TMR 879) 
(8 Cir. 1958), modified on rehearing, 259 F.2d 273, 119 USPQ 64 (49 
TMR 88) (8 Cir. 1958). And in Raycarr Sales Corp. v. Herman Rynveld’s 
Son Corp., 1 App.Div.2d 952, 150 N.Y.S.2d 610 (1st Dept. 1956), the 
Appellate Division unanimously reversed a lower court decision dismissing 
a counterclaim against a manufacturer’s representative who, like Salzman, 
had sold a competing product. 

Undoubtedly, the activity of Salzman and Hutzler is so manifestly 
unfair that it constitutes that “gun at the head” competition which the 
New York Court of Appeals condemned in the Duane Jones case. 


TRADEMARK INFRINGEMENT 


Plaintiff’s claim of trademark infringement is rejected because the 
plaintiff failed to show on the trial that the term HYGIENIC, as used in 
connection with its product, had acquired the rights of a trademark. A 
mark which is merely descriptive of the article manufactured and which 
can be employed with truth by other manufacturers is not entitled to legal 


protection as a trademark. Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 
144, 98 USPQ 86 (44 TMR 39) (3 Cir. 1953), cert. denied, 346 U.S. 867, 
99 USPQ 491 (1953). 


In this case, HYGIENIC was used in a descriptive sense and was em- 


ployed in a general manner. Indeed, plaintiff’s advertising appears to 
have stressed the term “2 Piece” as much as HYGIENIC. Furthermore, there 
is no proof that the defendants used the term HYGIENIC after November, 
1954( and it is abundantly clear that the plaintiff permitted, or at least 
acquiesced in, its use by the defendants before that time. 
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JUDGMENT NOTWITHSTANDING VERDICT AGAINST 
C. B. Corton & Co., INc. 


Plaintiff’s motion for judgment against C. B. Cotton & Co., Ine., not- 
withstanding the verdict in Cotton’s favor, is granted. It was stipulated 
that Cotton molded the soap dishes for the defendants. Hutzler testified 
that Cotton had molded between one and two million of the infringing 
dishes. Unquestionably, Cotton was an infringer. 35 U.S.C.A. 271.2 Just 
as a single sale of an infringing article may be sufficient to establish 
infringement, B. B. Chemical Co. v. Cataract Chemical Co., 25 F.Supp. 472, 
39 USPQ 339 (W.D.N.Y. 1938), so also the manufacture of a single in- 
fringing item subjects the maker to suit for infringement. Caterpillar 
Tractor Co. v. International Harvester Co., 106 F.2d 769, 43 USPQ 160 
(9 Cir. 1939). 

Here it is undisputed that Cotton manufactured not one but more 
than a million of the infringing soap dishes. The Court clearly charged 
the jury on Cotton’s participation in the proscribed activities almost in 
the language of the statute. The jury, having found the patent valid and 
infringed, its verdict in favor of Cotton was clearly against the evidence. 
The judgment hereby directed against Cotton is limited to the patent 
infringement claim. 


DAMAGES 


The parties stipulated not to submit the issue of damages to the jury 
on the patent infringement suit, but to reserve the same for determination 
by the Court in connection with its ruling on the unfair competition case. 
On review of the record, however, I find the evidence insufficient on which 
to base a determination of damages either for patent infringement or for 
unfair competition. Damages cannot be awarded on the basis of specu- 
lation or sheer guess as would be necessary on the proof now before the 
Court. Accordingly, the Court will direct a reference of the matter to 
a Special Master, to be appointed in the order to be entered herein, to 
take evidence and report to the Court on the issue of damages. 


This opinion shall constitute my findings of fact and conclusions of 


law. Submit judgment on notice providing for reference to a Special 
Master on issue of damages, pursuant to Rule 53 of the Rules of Civil 
Procedure, 28 U.S.C.A. 





35 U.S.C.A. 271 reads: 

(a) Except as otherwise provided in this title, whoever without authority makes, 
uses or sells any patented invention, within the United States during the term of 
the patent therefor, infringes the patent.” 
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SOCIETE COMPTOIR DE L'INDUSTRIE COTONNIERE, ETABLISSEMENTS 
BOUSSAC et al. v. ALEXANDER'’S DEPARTMENT STORES, INC. 


No. 60 Civ. 4639—D. C., S. D. N. Y. —January 20, 1961 
— 128 USPQ 242 


500.46—COURTS—BASIS OF RELIEF—TRADEMARK USE—IN GENERAL 

The court found that plaintiff did not lose its exclusive right to the trademark 
piok for dresses by permitting purchasers from plaintiff and plaintiff’s authorized 
manufacturers to state that copies of plaintiff’s models were such copies. Plaintiff 
merely permitted retailer to tell the truth about garments which were copies of 
DIOR models and the court held the name DIoR continued to be associated with the 
DIOR originals, 

100.62—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) 
ACT OF 1946—SEC. 32 

100.73—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES) — 
ACT OF 1946—SEC. 43 

500.24—COURTS—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 

The court in denying plaintiff’s motion for preliminary injunction found that 
there was nothing “false” about a statement that a garment is a copy of a DIOR 
model when it is such a copy of a DIOR model and held that the new right against 
unfair competition created by the Lanham Act was not infringed. 

Sections 32(1) and 43 of the Act of 1946 are limited in their effect to cases 
of deception. The Lanham Act did not create a right of redress to a trademark 
owner when his mark has been tarnished by unauthorized use by another where no 
falsity or deception is involved. 

500.58a—COURTS—-SCOPE OF RELIEF—INJUNCTION—PRELIMINARY 

INJUNCTION 

Preliminary injunction denied against advertising of dresses as copies of DIOR 
models. However, court observed that if someone sold dresses as copies of DIOR 
models which were so poorly made that they were not copies, the sale would be 
subject to injunction suit by Dior. It may be that such a case against defendant 


could be made out at trial. 


Action by Societe Comptoir de L’Industrie Cotonnicre Etablissements 
Boussac, Christian Dior, Societe a Responsabilite Limitce, Paris, and Chris- 
tian Dior, New York, Incorporated, v. Alerander’s Department Stores, Inc., 
for trademark infringement and unfair competition. Plaintiffs move for 


preliminary injunction; on defendant’s motion for summary judgment. 


Motions denied. 


David Rayvid (Morton Amster and Amster & Levy of counsel) all of 
New York, N.Y., for plaintiffs. 
Lewis, Durante & Bartel (J. Norman Lewis, James P. Durante, and Fred- 
erick E. Smithline of counsel) all of New York, N.Y., for defendant. 
Weil, Gotshal & Manges (Sylvan Gotshal, Ira M. Millstein and Marshall 
C. Berger of counsel) all of New York, for The Chambre Syndicale 
de la Couture Parisienne, amicus curiae. 
DimockK, District Judge. 
Before me is a motion by plaintiffs above named, who will be re- 
ferred to collectively for convenience as “Dior”, for a preliminary in- 
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junction, and a motion by defendant Alexander’s Department Stores, 
Ine., which will be referred to for convenience as Alexander’s, for an 
order under Rule 12(b) (6) F.R.Civ.P., dismissing the complaint on the 
eround that it fails to state a claim on which relief can be granted. Af- 
fidavits in support of the motion to dismiss and in opposition to it have 
been submitted so that, pursuant to Rule 12(b), I shall treat the motion 
as one for summary judgment and dispose of it as provided in Rule 56. 
The action is one brought by a group of corporations who do business 
under the name DIOR or CHRISTIAN DIOR and who have registered those 
names as trademarks. It is based upon the use of the name Dior by 
defendant in connection with the sale of women’s dresses. No answer 
has as yet been interposed. Defendant’s affidavits in support of the motion 
for summary judgment raise, however, several affirmative defenses. 
Plaintiff can support its position in opposition to the motion for 
summary judgment by relying upon charges in the complaint which are 
here undenied by affidavit or as to which there is an issue of fact pre- 
sented by the affidavits. On the other hand, nothing can be considered in 
support of plaintiff's motion for a preliminary injunction except facts 
supported by affidavit. I shall first state the facts alleged in the affidavits 
and then, as part of my consideration of the merits of the motion for 


summary judgment, state the allegations of the complaint. 


ALLEGATIONS IN PLAINTIFF’s AFFIDAVITS 


Christian Dior, Paris, a French corporation, one of the group col- 
lectively referred to as plaintiff, was established in 1947 and since that 
time has achieved world-wide fame as a leading couturier. The fashions 
which Christian Dior, Paris, designs, manufactures and sells are of the 
highest quality available from any fashion house in the world with regard 
to original design, quality, styling, details of manufacture, fit and general 
superiority in all aspects of ladies’ clothing. The name pior has achieved 
world-wide fame in the fashion field as the result of the activities of 
Christian Dior, Paris, and Christian Dior, New York, Incorporated, another 


of the corporations referred to collectively as plaintiff. Societe Comp- 


toir de l’Industrie Cotonniere, Etablissements Boussac, a French corpora- 
tion, is the third corporation of the group of three collectively referred 
to as plaintiff. It owns and controls both Christian Dior, Paris, and 
Christian Dior, New York, Incorporated, and is the owner of the trade- 
mark registrations. The French subsidiary is authorized to utilize these 
trademarks on ladies’ fashions within the Republic of France and through- 
out the world. The New York corporation is similarly licensed to utilize 
the trademarks within the United States. 

An item on the fashion page of the New York Times for March 7, 
1960 resulted from a news release sent out by defendant. It consisted of 
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a picture of a dress with a description and the legend “By Dior $35. 
All copies, second floor, Alexander’s.”’ 
In September 11, 18 and 25, 1960, defendant Alexander’s, which 


operates a group of department stores in the New York area, placed ad- 


vertisements in a number of New York newspapers containing statements 
to the general effect that Alexander’s had brought back from the con- 
tinent one of the nation’s largest collections of couturier originals, that 
Alexander’s panel of experts had had them reproduced by America’s 
leading manufacturers and that it was almost impossible to tell the copies 
from the originals. These advertisements listed the names of 18 European 
ecouturiers, including DIOR. 

On September 13, 1960, defendant Alexander’s sponsored and _ pro- 
duced a television fashion show during the course of which an original 
DIOR garment was exhibited to the television public and reference was 
made to the name DIOR. 

These uses of the name pior were without authorization by plaintiff. 

It is alleged that similar conduct of defendant has continued and 


still continues. 

Plaintiff’s affidavit concedes that original designs by Christian Dior, 
aris, are not subject to protection in the United States. The affidavit 
states, however, that plaintiff protects its valuable trademark and reputa- 
tion by allowing its customers to reproduce the designs of purchased gar- 
ments but reserving the use of the name prior to retail stores of the highest 
quality, association with which will not have a deleterious effect on the 
value of the trademark. In accordance with this general rule there are 
three situations which are encountered with respect to United States 
retailers. 

First, Dior sells ladies’ wearing apparel to a selected group of retail 
establishments in the United States for purposes of relatively high-priced 
reproduction by such retail establishments. These purchasers are given per- 
mission to utilize the name Dior in advertising the authorized reproduc- 
tions. The name, however, is never allowed to be used on the reproductions 
themselves. Extreme care is exercised to insure that each of such retail 
establishments is of the highest reputation so that plaintiff is assured 
that the name pioR will be used only in connection with garments of the 
highest quality and only in stores where customer service is excellent and 
customer satisfaction is rigidly protected. 

Second, a few stores are permitted to purchase pior dresses with the 
understanding that they will be used as models for popular priced re- 
productions but that the name prior will never be used in connection with 
the sale of such reproductions. 

Third, there is a group of retail establishments in the United States 
which plaintiff has traditionally refused to authorize to copy Dior designs. 
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In addition to its sales to retailers in the United States, Dior also 
sells to United States manufacturers who desire to reproduce Dior designs 
independently. The contract of sale in such cases provides that, unless 
the manufacturer has received a specific written authorization, the use of 
the name Dior in whole or in part in advertising, labels or elsewhere, 
is prohibited. 

Defendant Alexander’s has several times been refused the right to 
purchase and reproduce pior garments. These refusals were based upon 
plaintiff’s investigation of the merchandising techniques employed by 
defendant. This decision was largely based upon a report of an investi- 
gator a copy of which is submitted with the affidavits of plaintiff but 
without the oath of the investigator. 

During the winter of 1959-1960 a large cosmetic firm sponsored and 


ee 


produced a television “spectacular” on which were displayed the latest 
designs of several world famous couturiers including those of prior. The 
group received in payment from the sponsor a substantial sum of money 
for the right to exploit the trademarks, trade names, good will and repu- 
tation of the couturiers. 

Plaintiff has at the present time granted an option to a television 
production company for the use of the name CHRISTIAN DIOR and DIOR and 
for the display of CHRISTIAN DIOR designs on television. 

A shopper employed by plaintiff called at defendant’s Bronx store on 
November 1, 1960 and asked to see dresses in a price range of not more 
than $50 nor less than $30 and asked whether defendant had any dresses 
by famous European designers, specifically referring to Dior. The sales- 
woman took three dresses off racks labeled “Manufacturers Closeout”. The 
shopper took one in her hand and asked “Who is the designer of this?” 
The saleswoman replied, “This is the House of Dior” and stated that all 
three had appeared on their September television show and in subsequent 
newspaper advertisements. She said that one was a copy of a DioR dress 
which defendant sold for $95 following the fashion show in September. 
The shopper purchased one of the dresses and, saying that it would need 
alteration, asked that the saleswoman call a seamstress. She was told that 
defendant did not have a seamstress. The shopper pointed to a soiled spot 
on the skirt and a pulled thread. The saleswoman said “Oh, well, you can 
always have it cleaned and pressed” and further remarked that the flaw 
in the skirt would “press right out”. The saleswoman said that the tele- 
vision show had been televised directly from the airport where a number 
of dresses sold by defendant were modeled, including the pior dress which 
the shopper had just purchased and which defendant sold for $95 fol- 
lowing the fashion show. Plaintiff in its affidavit characterized this dress 


as a cheap imitation of a DIOR model. 


Another shopper employed by plaintiff went to defendant’s Bronx 
store on September 26, 1960. She followed a sign directing towards “French 
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and Italian fashions” and entered a merchandise area entitled “La Bou- 
tique’” where there were a number of individual racks on which clothing 
was hung. The individual racks were labeled “Adaptation of * * *’ 
followed by the name of the particular French or Italian couturier. Along 
one wall in this room there were a large number of dresses hung on a 
single rack which were individually labeled “Originals by * * * (followed 
by a famous couturier’s name) Alexander’s Exclusive Paris (or in some 
cases Italy) Adaptation.” In response to a request for a DIOR garment, a 
dress of identical style with the one purchased by the other shopper was 
displayed. When the request was made the saleswoman directed a second 
cirl to “find the Dior adaptation”’. 

During frequent visits by the managing director of Christian Dior, 
aris, to the United States he makes checks of the retail establishments 
which are authorized to sell Christian Dior reproductions and to make 
reference to the Dior name. He observes the quality of the reproductions 
sold by the retail stores and further assures himself that the particular 
retail store measures up to the high standards of customer service set by 
Christian Dior, Paris. 

While plaintiff authorizes Ohrbach’s to make reproductions from orig- 
inals designed by plaintiff, Ohrbach’s is not authorized to use the name 


DIOR and does not do so. 


ALLEGATIONS IN DEFENDANT’s AFFIDAVITS 


Defendant is a department store with four branches, specializing in 
the retail sale of wearing apparel for men, women and children. It em- 


ploys approximately 5,000 employees and its total sales for the last fiscal 
period were approximately $100,000,000. It is a popular department 
store, catering to all groups. It has a reputation for retailing quality 


products at low prices. It has eliminated credit and delivery and has 
thus effected considerable savings from the operation cost. These savings 
are passed on to defendant’s customers by reducing selling prices for 
fashion goods and those prices are lower than those usually prevailing in 
competitive stores. 

The individual Christian Dior enjoyed a favorable reputation as one 
of the world’s foremost designers until his death on October 24, 1957, 
but since his death there has been a rapid descent in the exalted position 
of the name prior. The conclusory statement is made that plaintiff seeks 
to palm off its designs as creations of Christian Dior who died over 
three years ago. 

Plaintiff, in selling original designs to defendant and other American 
manufacturers, is discriminating in price against defendant and other 
American buyers by compelling them to pay twice as much as other pur- 
chasers do for the same designs, whether they are retailers or manufac- 
turers. The prices of plaintiff’s garments embodying the original designs 
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are from $750 to $7,500 and there are two showings each year of ap- 
proximately 100 numbers. 

Plaintiff attempts to force the reproduced garments to be sold under 
the name MONSIEUR X if the garments are retailed for less than $100. 
Stores such as Macy’s and Ohrbach’s who buy Dior originals in Paris 
and copy them here are not permitted to use the name for copies that are 
sold for less than $100. They must refer to the designer as MONSIEUR X. 
If the identical garment is retailed for $100 or more in another store or 
even in the same store, then the garment may be advertised as a copy of 
Dior or of Christian Dior. The penalty for violation is elimination of the 
customer. The same penalty is imposed if a customer from pioR fails to 
force upon its subeustomers the same rule. 


Plaintiff and certain department stores in New York entered into an 


agreement whereby, to suppress and eliminate defendant’s competition in 


copies of plaintiff’s products, these department stores would increase con- 
siderably their purchases of plaintiff's garments, provided that plaintiff 
would refuse to sell its products to defendant. This combination and 
conspiracy to eliminate the competition of defendant in the copies of 
plaintiff’s product was created in 1952, and it has continuously been in 
operation ever since. 

More than a year prior to the institution of this claim defendant 
advertised in the public press that it was retailing in its stores a copy 
of a pior garment. On November 2, 1959, the attorney for plaintiff ad- 
vised defendant in writing that plaintiff objected to defendant’s adver- 
tising. Plaintiff did nothing further until the filing of the suit more than 
a year later. 

Defendant is a retailer, not a manufacturer. Many among the manu- 
facturers sell their copies of plaintiff's garments not only to defendant 
but to literally hundreds of other retailers throughout the United States. 
The garments referred to by plaintiff in every respect are identical with 
those sold in the prominent Fifth Avenue stores, including Saks Fifth 
Avenue and dozens of other leading department stores throughout the 
United States. 

Merchandising conditions under which defendant sells plaintiff’s copied 
models are identical with those at Ohrbach’s, which is one of plaintiff’s 
largest customers in New York. Plaintiff has conceded publicly in the 
New York Times of September 16, 1960, that retail price is the deter- 
mining factor as to whether or not the name pior is authorized by plaintiff. 
If the garment retails for $100 or more the retailer may use the word 
COPY OF CHRISTIAN pIOR but, if the retail price is under $100, then the 
retailer must use the name MONSIEUR X. 

Plaintiff does not exercise any supervision over the manufacturing 
process of the manufacturers to whom plaintiff sells. 
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Plaintiff does not enforce against its customers the rule that dresses 
sold for less than $100 may not be referred to as Dior. As an example of 
this, an instance is cited where, on December 8, 1960, two dresses were 
observed at Saks Fifth Avenue, identical in every respect, one carrying 
a hang ticket reading COPY OF MONSIEUR X and the other carrying a hang 
ticket reading COPY OF CHRISTIAN DIOR. The price of each dress was $73. 
The dresses were identical with one sold by defendant at the same time 
at the price of $20. 

Every garment retailed by defendant as a copy, adaptation or repro- 


duction of plaintiff’s original design was in truth and in fact precisely that. 


DEFENDANT’s MOTION FOR SUMMARY JUDGMENT 


Before taking up the affirmative defenses which defendant asserts in 
its affidavit in support of its motion for summary judgment, I must con- 
sider whether the complaint, aside from any such affirmative defense, can, 
in spite of the facts alleged in affidavit form by defendant and as sup- 
ported by the facts alleged in affidavit form by plaintiff, state a claim 
upon which relief can be granted. 

The complaint contains four counts. Count one is evidently asserted 
under section 32(1) of the Lanham Act, July 5, 1946, ¢. 540, title VI, 60 
Stat. 437, 15 U.S.C. § 1114(1), which provides that any person who shall 
in commerce use any reproduction of a registered mark in connection 
with the sale, offer for sale, or advertising of any goods or services “on 
or in connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods or services” 
shall be liable to a civil action by the registrant for all the remedies 
thereinafter provided. It is alleged that the use by defendant of the 
trademarks DIOR and CHRISTIAN DIOR is likely to cause confusion or mistake 
and to deceive purchasers as to the source or origin of the garments 
sold by defendant. 

The second count is a claim alleged to be pendent on the first count 
for violation of the trademark laws. It alleges that the acts of defendant 
constitute unfair competition and have resulted in unjust enrichment to 
defendant and further that such acts will interfere, and have interfered, 
with the contractual relationships existing between plaintiffs among them- 
selves and between them and the retail establishments and selected retail 
department stores to which models have been sold, and will diminish the 
value of property rights granted to plaintiff Christian Dior, New York, 
Incorporated. 

The third count is based upon use by defendant of the name pIoR over 
television and alleges that such use constituted an unlawful appropriation 


of plaintiff’s property rights and substantially damaged plaintiff by re- 
ducing the value of or destroying such property rights. 
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The fourth count again goes back to the Trademark Law of 1946 for 
its basis and alleged that defendant’s use of plaintiff’s trademark violates 
section 43(a) of the Lanham Act, July 5, 1946, ¢. 540, title VIII, 60 Stat. 
441, 15 U.S.C. § 1125 (a), in that it constitutes a “false description or 
representation, including words or other symbols tending falsely to de- 
scribe or represent” goods sold. 

Putting aside the matter of affirmative defenses, defendant cannot 
sueceed on its motion for summary judgment unless the facts alleged in 
defendant’s affidavits as to which there is no substantial issue of fact raised 
by plaintiff’s affidavits demonstrate that plaintiff cannot sueceed in estab- 
lishing the particular count under consideration. Manifestly the facts 
alleged in defendant’s affidavits make no such demonstration; at a trial 
new facts, even if the facts alleged by plaintiff in its affidavits would not 
do so, may establish each one of the four counts. Plaintiff is not limited 
in its proof to the allegations of the complaint. See Rosen v. Texas Com- 
pany, D.C.S.D.N.Y., 161 F.Supp. 55. 

Defendant’s serious contention, however, is that the facts stated in its 
affidavits as to which there is no substantial issue constitute affirmative 
defenses to plaintiff’s four counts. 

Defendant’s affirmative defenses relied upon before me are the fol- 
lowing: First, that plaintiff’s efforts to control its products after sale 
constitute a violation of the antitrust laws of the United States; second, 
that a dismissal of the complaint and a denial of any protection to plaintiff 
is required on account of the misuse of plaintiff’s trademarks and the fraud 
committed by it in that Christian Dior is no longer alive and in that the 
publie is defrauded by the arbitrary establishment of the price of $100 or 
more at which a copy or adaptation of a pior model must be sold if the 
name DIOR is used and the use if another name, MONSIEUR X, for the same 
garment when sold below $100; third, that plaintiff has threatened liti- 
vation of an unlawful character against defendant and the manufacturers 
from whom it purchases garments and that consequently dismissal of the 
complaint is required; fourth, that plaintiff has lost the right to rely 
upon its trademark by allowing its use by purchasers which are unrelated 
companies. 

Defendant’s first affirmative defense is stated by defendant’s counsel 
to be that plaintiff’s efforts to control its product after sale constitute a 
violation of the antitrust laws of the United States. The conclusory 
allegations of a conspiracy to exclude plaintiff from business were not 
pressed as supporting this defense. 

Neither the complaint nor any of defendant’s affidavits nor any of 
plaintiff’s affidavits disclose any effort to control products after sale. The 
worst that defendant charges is that plaintiff refuses to sell to retailers 
unless they agree that they will not use the name Dior in connection 
with the sale of copies manufactured pursuant to the retailer’s directions 
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where the garment is priced below $100 and that plaintiff refuses to sell 
to manufacturers unless such manufacturers agree to exact from retailers 
to whom they sell copies a similar agreement with respect to elimination 
of the name DIOR in connection with sales of any garments priced at less 
than $100. The retailer or the manufacturer can do whatever it likes 
with the garment sold by pior. The only restriction is in connection with 
other goods, copies of the garments sold by Dior. Even were we to accept 
the analogy of a refusal to sell as part of a device for fixing the retail 
price of the article offered for sale to others, the transaction would not 
come within the condemnation of the antitrust laws. The refusal here 
to sell unless the required promise is given is a legitimate, though per- 
haps practically unenforceable, device for creating in the mind of the 
purchasing public an association between Dior copies and good material, 
workmanship and service. If retailers are required to charge $100 in 
order to state that what they are selling is a piorR copy they will tend 
to give the quality of material, workmanship and service for which the 
public is willing to pay $100. The plan does not come within the inter- 
diction of the recent United States v. Parke Davis & Co., 362 U.S. 29, 
against refusal to sell as a means of constructing a combination or con- 
spiracy to fix resale prices. 

Defendant’s second affirmative defense is that plaintiff is barred by 
fraud perpetrated on the public. 

The claim that the use of the name of the dead designer Christian 
Dior is a fraud on the public hardly deserves discussion. It would take 
the strongest kind of evidence to convince the court that the public was 
being led to believe that a man named Dior was designing the dresses. 
Yet defendant has not produced a shred of evidence that anyone has 
ever been deluded into such a misbelief. 

Defendant’s claim that the public is being defrauded because sales 
of the identical garment are being made at $100 where represented to be 
a copy of Dior and at less than that where not so represented could be 
significant only if it were charged that plaintiff was a party to any such 
plan. All that plaintiff intends is to have all dresses represented to be 
copies of its models priced in the $100 class. No proof has been sub- 
mitted sufficient to indicate that plaintiff’s plan was either intended to 
or inevitably did result in any widespread selling of the identical dress 
for one price when represented to be a copy of a DIOR model and for a 
lower price when not so represented. Even were that the case, it is ex- 
tremely doubtful whether it would constitute such a fraud on the public 
as to debar plaintiff from the courts. 

Defendant’s third affirmative defense is that plaintiff’s threats of liti- 
gation against defendant and manufacturers from whom defendant pur- 


chases garments debar plaintiff from court. 
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Defendant cites Judge Conger’s statement in Thicrfeld v. Postman’s 
Fifth Avenue Corporation, D.C.S.D.N.Y., 37 F.Supp. 958, 962, 48 USPQ 
627, 631 (31 TMR 128), “Threatening defendants’ customers with infringe- 
ment suits, when done in bad faith would sustain the granting of an 
injunction.” All that defendant cites here is an advertisement which 
plaintiff placed in the publication “Women’s Wear Daily”, of January 9, 
1959. This advertisement stated in substance that no manufacturers had 
been authorized to use the name pDIor in advertising and that the use of 
the name for advertising or publicity had been reserved for those retailers 
who bought directly from plaintiff. Not a word was said about litigation. 
Defendant produces no facts to indicate that the advertisement was pub- 
lished with anything but the most complete belief that the reservation 
to retailers purchasing from plaintiff of the right to use the name DIOR 
was perfectly effective. The asserted affirmative defense is without 
substance. 

For a fourth and final affirmative defense defendant says that plaintiff 
has lost the right to exclusive use of its name as a trademark by per- 
mitting purchasers from plaintiff and plaintiff’s authorized manufacturers 
to state that copies of plaintiff’s models were such copies. 

Plaintiff has done no more than to permit retailers to tell the absolute 
truth about garments sold by the retailers, to wit, that they were copies 
of piok models. Where the right to a trademark is lost by granting 
permission for its use by others, the reason for the loss is that the owner 
has permitted the mark to become identified with the business of others 
and, at the same time, has led the public to believe that the business of 
the licensee was actually being conducted by the trademark owner. Everett 
O. Fisk & Co., Inc. v. Fisk Teachers’ Agency, Inc., 8 Cir., 3 F.2d 7 (15 
TMR 147). Here the name pDior continues to be associated with the Dror 
original. Plaintiff’s right to the name pior as its trademark for the orig 
inal garment remains unaffected. 

Defendant’s affidavits thus fail to establish that defendant is entitled 
to summary judgment either on the ground that plaintiff’s affirmative case 
is without substance or on the ground that one or more of defendant’s 
affirmative defenses constitutes a bar. 


THE MOTION FOR A PRELIMINARY INJUNCTION 


As support for a preliminary injunction the court can consider only 
facts presented by affidavit or testimony and cannot consider facts provable 
under the modern liberal interpretation of the complaint but which have 
not been proved. Indeed, proof to support a preliminary injunction must 
be strong and clear in view of the restraint put upon the defendant at 
a time before his liability has actually been adjudged. If we insist, as 
we must, on proof of that character, all that we have here is that de- 
fendant has been selling copies of Dior models and saying either by word 
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of mouth or newspaper or television advertising that they were copies 
of pion models. Plaintiff asserts that it is entitled to have that stopped. 

We start with the proposition that defendant has an indubitable right 
to copy plaintiff's models and sell the copies. See Fashion Originators 
Guild of America v. Federal Trade Comm., 2 Cir., 114 F.2d 80 (30 
TMR 421), aff'd 312 U.S. 457, 48 USPQ 483. Plaintiff does not dispute 
this but asserts that defendant in copying its models may not say that 
they are copies of DIOR models. 

Plaintiff says that defendant’s statement that the copies of plaintiff’s 
models that defendant sells are copies of pior models constitutes unfair 
competition. In support of this claim plaintiff cites Metropolitan Opera 
Association v. Wagner-Nichols Recorder Corp., 199 Mise. 786, 87 USPQ 
173 (40 TMR 1072), aff'd 279 App.Div. 632. There the Metropolitan 
Opera Association was granted an injunction against one who intercepted 
a broadeast of an opera from the Metropolitan Opera House in New York 
and sold reeords incorporating the broadcast, describing them as exactly 
what they were. The complete distinction between that case and this is 
that an operatic performance remains the property of the producer despite 
its public performance, see Capitol Records v. Mercury Records Corpora- 
tion, 2 Cir., 221 F.2d 657, 105 USPQ 163, while the design of a garment 
remains the property of the designer only until such time as the garment 
is sold. See Judge Learned Hand’s statement at page 84 in Fashion 
Originators Guild of America v. Federal Trade Comm., 2 Cir., 114 F.2d 
80 (30 TMR 421), aff’d 312 U.S. 457, 48 USPQ 483, supra. 

Plaintiff urges that sale by defendant of garments as copies of DIOR 
models constitutes unfair competition because it is a fraud on the public 
since the quality of workmanship, material and services obtainable from 
the authorized dealers is not furnished. Whatever might be the legal effect 
of leading the public to believe they were obtaining workmanship, material 
and service authorized by plaintiff, there is no evidence here that the 
publie knows that Dior polices the material, workmanship and _ service 
of those whom it authorizes to state that the dresses sold are copies of 
DIOR models. Plaintiff’s argument would be valid if authorized manufac- 
turers and retailers were permitted to and did eall the garments, “Au- 
thorized copies of Dior models’. Under those circumstances the public 
would soon learn the difference between ‘Copies of pior models” and 
“Authorized copies of pion models”. Then a suit to enjoin the label 
“Authorized Copy of pior Model” as false would be a simple one. Here, 
however, Dior has preferred not to adopt this course and has preferred 
to rely upon what is advanced as a proposition of law that no one, except 
someone authorized by DioR, can advertise dresses as copies of DIOR models, 
even if that statement is true. 

I am told that the indiscriminate advertising of dresses as copies of 
pIoR models harms p1oR and those who maintain the Dror standards. I have 
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no doubt that, if someone sold dresses as copies of Dior models which were 
so poorly made that they were not copies, the sale would be subject to 
injunction at suit by pion. It may be that such a case can be made out 
here at trial. Indeed that was one of the reasons that led me to refuse 
to grant summary judgment dismissing the complaint. Nevertheless, no 
such case has been made out by the affidavits before me. 

The sale of a copy of a model designed by a certain couturier with 
the statement that it is a copy of a model designed by that couturier, 
naming him, does not constitute unfair competition with the couturier. 

The question arises whether the Lanham Act, which was passed in 
1946 and created certain rights against unfair competition, aids plaintiff 
in this ease. The section creating such rights is section 43, Act of July 5, 
1946, e. 540, title VIII, 60 Stat. 441, 15 U.S.C. § 1125(a). It reads, “Any 
person who shall affix, apply, or annex, or use in connection with any 
goods or services, or any container or containers for goods, a false de- 
scription of origin or any false description or representation, including 
words or other symbols tending falsely to describe or represent the 
same, * * * shall be liable to a civil action by any person doing business 
in the locality falsely indicated as that of origin or in the region in which 
said locality is situated, or by any person who believes that he is or is 
likely to be damaged by the use of any such false description or 
representation.” 

There is nothing false about a statement that a garment is a copy of 
a Dior model when it is such a copy so the new right against unfair 
competition created by the Lanham Act is not here infringed. 

Plaintiff urges interference with contractual relations as a ground 
for a preliminary injunction. I have great difficulty in grasping the 
thought. If we assume that plaintiff has no power to prevent the sale of 
copies of its garments as copies of DIOR models, without creating a struc- 
ture of contracts with certain customers authorizing them alone to sell 
copies of DIOR’s garments as copies of DIOR, the mere creation of such a 
structure will not generate the power. If prior has no power to give an 
exclusive right to Saks Fifth Avenue to use the DIOR name in connection 
with DIOR copies, DIOR cannot create that power by purporting to give the 
exclusive right and then saying that it has given Saks Fifth Avenue a 
contract right protected against the interference which Alexander’s use 
of the DIOR name in connection with sale of Dior copies constitutes. Inter- 
ference with relations under an invalid contract provision will not be 
enjoined. One who has promised to give more than he has power to give 
cannot create that power by making the promise. There is here no such 
interference with contractual relations as to warrant the granting of a 
preliminary injunction. 

That leaves for answer the question whether the registration of the 
name DIOR as a trademark has created rights against defendant which 
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entitle plaintiff to an injunction against the sale of copies of plaintiff’s 


models accompanied by the true statement that they are such copies. We 
have seen that, unless there is something in the trademark law against 
it, defendant may with impunity adopt such a practice. Is there anything 
so sacrosanct about a trademark that registering the name DIoR as a trade- 
mark would convert the innocent sale of a garment as a copy of the DIOR 
model into a violation of pior’s rights? The answer is clearly no. As 
Mr. Justice Holmes said in Prestonettes, Inc. v. Coty, 264 U.S. 359 (18 
TMR 135), “When the mark is used in a way that does not deceive the 
public we see no such sanctity in the word as to prevent it being used 
to tell the truth. It is not taboo”’. 

The question remains whether the Lanham Act has changed the rule 
of the Prestonettes ease. That Act created no enforceable claim in favor 
of the trademark owner in the absence of deception. 

Section 32(1) of that Act July 5, 1946, ¢. 540, title VI, 60 Stat. 437, 
15 U.S.C. § 1114(1) provides, “Any person who shall, in commeree, (a) 
use, without the consent of the registrant, any reproduction, counterfeit, 
copy, or colorable imitation of any registered mark in connection with the 
sale, offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mistake or 
to deceive purchasers as to the source of origin of such goods or serv- 
ices * * * shall be liable to a civil action”’. 

The only other section of the Lanham Act which creates a claim in 
favor of the trademark owner is section 43, above quoted. That too is 
limited in its effect to cases of deception. 

It has been argued by some that the law ought to afford redress to 
a trademark owner when his mark has been, so to speak, tarnished by 
unauthorized use by another, even though no falsity or deception was 
involved. To the regret of these the Lanham Act did not accomplish their 
end. See Federal Unfair Competition Law at the End of the First Decade 
of the Lanham Act: Prologue or Epilogue? by Walter J. Derenberg, 32 
N.Y.U. Law Rev. 1029. 

Defendant’s motion for summary judgment is denied. 

Plaintiff’s motion for a preliminary injunction is denied. 

So ordered. 
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HUNTINGTON NATIONAL MATTRESS CO. v. CELANESE 
CORPORATION OF AMERICA 


Trademark Trial and Appeal Board — January 5, 1961 — 128 USPQ 99 


300.23—REGISTRATION PROCEDURE (IN'TER PARTES)—OPPOSITION 
PLEADING AND PRACTICE 
The Board held that while the record was the same as that before the Court 
in a pending civil action between the parties that in deciding the opposition it was 
in no way acting as a master for the Court. It was not incumbent upon the Board 
to recite in its decision any facts other than those necessary to the disposition of 


the issues of the opposition. 


Opposition proceeding No. 36,736 by Huntington National Mattress 


Co. v. Celanese Corporation of America, application, Serial No. 13,139, 

filed July 31, 1956, in which Celanese Corporation of America counter- 

claims to cancel 11 trademark registrations. Opposition and counterclaim 

dismissed at 127 USPQ 428, 51 TMR 204. Opposer petitions for recon- 

sideration. Petition denied. 

Cushman, Darby & Cushman, of Washington, D.C., for Huntington Na- 
tional Mattress Co. 

Felix Klass, Abner Sheffer, and Gainsburg, Gottlieb, Levitan & Cole, all 
of New York, N. Y., for Celanese Corporation of America. 

Before LEACH, WALDSTREICHER, and SuryocK, Members. 


LeacH, Member. 

In a paper filed December 21, 1960 opposer, Huntington National 
Mattress Co., requests (a) that the Board adopt as its own and _ incor- 
porate as a part of its decision on final hearing in this case (127 USPQ 428, 
51 TMR 204) a long list of proposed findings of fact submitted by opposer, 
or in the alternative (b) modify its decision to correct a number of as 
serted misstatements of fact appearing therein, and on the basis thereof 
(c) reconsider the finding in the decision of no likelihood of confusion 
between applicant’s mark CELACLOUD and opposer’s various CLOUD marks. 

While the record in this case is the same as that before the court in 
a pending civil action between the parties, contrary to a position taken 
herein by opposer, the Board in deciding this opposition was in no way 
acting in the capacity of a master for the Court. Accordingly, it has not 
been “incumbent” upon the Board to recite in its decision any facts 
other than those necessary to the disposition of the issues of the opposition. 
It may be stated, moreover, that should the record in this ease contain 
additional facts which might be relevant and material to the disposition 
of the issues of said civil action, opposer will necessarily have an oppor- 
tunity to impress such facts upon the court. 

A review of the record in this case fails to indicate any misstatements 
of fact in the decision in question; and the Board remains of the opinion 
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that there is no such similarity between the marks here involved as would 
be likely to cause confusion or mistake or deception of purchasers. 
On the other hand, in order to correct an inadvertence, the decision 
is hereby amended in the following particulars: 
On page 429, second column, line 2, insert the word cLoup and a 
comma before the notation WHITE CLOUD. 
On page 429, second column, line 23, insert “through their em- 
ployers” after the word “salesmen”’. 


DECISION 


Except to the extent indicated, opposer’s requests (a), (b) and (e) 


are denied. 
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JAMES, POND AND CLARK, INCORPORATED v. R. H. BAKER 
AND COMPANY, INCORPORATED 


Trademark Trial and Appeal Board — January 27, 1961 — 128 USPQ 262 


100.35—FEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)— 
ACT OF 1946—SEC. 5 
200.67—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES 
—RELATED COMPANY USE 
300.22—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PARTIES 
750.1—OW NERSHIP OF TRADEMARK RIGHTS—IN GENERAL 
President of Opposer was member of a firm which had adopted and was owner 
of record of registration for CIRCLE SEAL and prior owner of another registration 
for CIRCLE SEAL which had been assigned to a third party. The Board found that 
while Opposer asserted use by “related companies,” the statute clearly indicated 
that use by “related companies” can inure only to the benefit of a registrant or 
owner of a trademark and Opposer was neither. Opposer was, at best, a sub-licensee. 
300.23—REGISTRATION PROCEDURE (INTER PARTES)—PLEADING AND 
PRACTICE 
Opposition dismissed. The Board held that it is not necessary that an Opposer 
be the registrant or exclusive owner of the mark on which it relies to contest issu 
ance by registration to an Applicant but found that Opposer, at best, was a sub 
licensee and did not have such interest in the mark CIRCLE SEAL as to entitle it to 


the relief requested in the notice of opposition. 


Opposition No. 38,593 by James, Pond and Clark, Incorporated, v. 
R. H. Baker and Company, Incorporated, application, Serial No. 38,520, 
filed October 8, 1957. Opposition dismissed. 


C. A. Miketta and William Poms, both of Los Angeles, California, for 
James, Pond and Clark, Incorporated. 


C. G. Stratton, of Los Angeles, California, and R. T. Bassett, of Wash- 
ington, D.C., for R. H. Baker and Company, Incorporated. 


Before LEACH, WALDSTREICHER, and SHRyYOCK, Members. 


WALDSTREICHER, Member. 

R. H. Baker and Company, Incorporated has filed an application to 
register CIRCLSEAL for pipe clamps, particularly for sub-soil pipelines. 
Use since February 1, 1951 is asserted. 

Registration has been opposed by James, Pond and Clark, Inecor- 
porated, which asserts that it and its predecessors have had prior and 
continuous use of CIRCLE SEAL as a trademark for check, relief, shuttle, 
flow control, restrictor and selector valves; and ownership of Registration 
No. 628,527 disclosing that mark for such goods.? 

As grounds of opposition, it is alleged that applicant’s mark so re- 
sembles that used by opposer as to be likely, when applied to applicant’s 
goods, to cause confusion in trade. Further, it is alleged that certain 


1. Registered on June 12, 1956 to James-Pond-Clark (firm) on the basis of an 
application filed Oct. 3, 1955; record ownership is in the name of the registrant firm. 
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named companies are interrelated and associated with opposer and do 
business in specialized fields in connection with CIRCLE SEAL products under 
authority of opposer and that a registration to applicant will also damage 
each of opposer’s “active interrelated corporations”’. 

Opposer, James, Pond and Clark, Incorporated, was incorporated on 
May 14, 1956 under the laws of the State of California and on that same 
day there was incorporated, apparently, by the same incorporators of 
opposer, James, Pond & Clark Manufacturing Corporation; Valve Devel- 
opment Corporation; Circle Seal Products Co., Inc.; Circle Seal Manu- 
facturing Corporation; and Circle Seal Development Company. Opposer 
and these other companies have the same officers and do business at the 
same address. Circle Seal Development Company is engaged in research, 
design and development of devices used in fluid transmission. Circle Seal 
Manufacturing Corporation manufactures the products designed and de- 
veloped by the development company and Circle Seal Products Co., Ine. 
sells the product. Valve Development Corporation, James, Pond & Clark 
Manufacturing Corporation and opposer have the same functions as their 
counter-parts excepting that their efforts are directed to military uses for 
the products such as in rockets, missiles, airplanes, and so forth. The mark 
CIRCLE SEAL appears on the various type valves sold by the two sales com- 
panies and both Circle Seal Products Co., Inc. and opposer have adver- 
tised valves under the mark CIRCLE sEAL in trade journals such as Western 
Aviation, Oil and Gas Equipment, Industrial News and Missile Design and 
Development, and sometimes the names of both companies have appeared 
in such advertising. CIRCLE SEAL valves are sold through distributors, 
jobbers, dealers and manufacturers’ representatives to purchasers in the 
petroleum, chemical, petro-chemical, aircraft, and munitions fields and 
also to transportation, public utility, pipeline and other companies. 

The president of all the aforementioned companies was senior member 
in the firm of James-Pond-Clark. The firm James-Pond-Clark adopted the 
mark CIRCLE SEAL for valves of its manufacture and first made use thereof 
on December 30, 1947. This firm sold ciRCLE SEAL valves for use in piping 
systems handling fluids and gases. The firm advertised CIRCLE SEAL valves 
in trade journals, in Sweet’s Catalogue, by direct mail and by other means. 
On November 1, 1951, the firm assigned all right, title and interest in 
and to the trademark CIRCLE SEAL, and the application for registration 
thereof filed in the United States Patent Office on November 4. 1949 to 
Loyola University Foundation.* There is testimony that contemporaneously 
therewith, the members of the firm, individually and as co-partners, re- 
ceived a license from the foundation giving the firm the exclusive right 
to use the mark CIRCLE SEAL for valves. The partnership did, in fact, use 
the mark CIRCLE SEAL on valves thereafter. There is testimony that the 


2. Reg. No. 682,409, issued on July 28, 1958 to Loyola University Foundation, 


assignee of James-Pond-Clark (firm). 
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president of opposer acquired all the interest of the firm and upon the 
incorporation of opposer and its associated companies granted to them 
the right to use CIRCLE SEAL. 

Applicant is engaged in the manufacture and sale of pipe clamps 
intended for use in repairing breaks in pipe lines. There is testimony 
that applicant has, since February, 1951, used cIRCLSEAL as a trademark 
for such pipe clamps and there is documentary evidence which shows that 
applicant has used its mark since at least as early as January, 1952. Ap- 
plicant sells its clamps to supply houses, which also handle various types 
of valves, and to public utilities. Applicant’s sales of CIRCLSEAL pipe 
elamps during the years 1952 through 1959 approximated $750,000. Ap- 
plicant has advertised its product under the mark CrRCLSEAL in trade jour- 
nals such as Water Works Engineering, National Petroleum News and 
Engineering News Record and by other means. 

Opposer contends that prior and continuous use of CIRCLE SEAL by 
opposer, its asserted “related companies” and its asserted predecessors is 
uncontrovertibly established by the record; that the marks in question 
are substantially identical; that the goods of the parties are intimately 
related because they are sold to the same customers and distributors, both 
used on pipe to control fluids and are advertised in the same technical 
magazines; and that confusion is not only likely but has occurred. 

Opposer, as the record shows, is not the owner of the trademark 
CIRCLE SEAL for valves. Although opposer pleaded ownership of a regis- 
tration therefor, record title is in the name of James-Pond-Clark (firm) 
and the record does not disclose any assignment of this registration to 
opposer. Moreover, at the time that the firm filed the application for this 
registration, it, knowingly, was not the owner of the mark CIRCLE SEAL 
since it had transferred ownership to Loyola University Foundation nearly 
four years prior to said application and there has been no re-assignment 
of the mark to the firm. Opposer, therefore, cannot be afforded any of 
the prima facie presumptions derived from the registration. While op- 
poser asserts use by “related companies”, the statute clearly indicates 
that use by “related companies” can inure only to the benefit of a reg- 
istrant or owner of a trademark and opposer is neither. (See Sec. 5 of 
the Act of 1946). It is not necessary, however, that an opposer be the 
registrant or the exclusive owner of the mark on which it relies for it 
to have standing to contest the issuance of a registration to an applicant. 
It is sufficient to show that the opposer would probably be damaged by 
the registration. See: Bellbrook Dairies, Inc. (Edlo, Inc., assignee, sub- 
stituted) v. Hawthorn-Mellody Farms Dairy, Inc., 117 USPQ 213 (48 
TMR 995) (CCPA, 1958); and Wilson v. Delaunay, 114 USPQ 339, 47 
TMR 1526 (CCPA, 1957). Opposer would suffer damage if its right to use 
the mark relied upon is superior to that of the applicant and, if that is 
shown, that there is a likelihood of confusion. 
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Opposer was organized in 1956 and has, in its own right, solid valves 


under the mark CIRCLE SEAL since then. Since applicant’s use of CIRCLSEAL 
predates 1956, it would appear that as between the immediate parties, 


applicant’s rights are superior to those of opposer. Opposer, however, 
asserts that its rights relate back to alleged predecessors who continuously 
used CIRCLE SEAL from 1947 until the incorporation of opposer. As here- 
tofore indicated, James-Pond-Clark, a firm, was owner of the trademark 
CIRCLE SEAL for valves from 1947 until November, 1951 when ownership 
thereof was transferred; contemporaneously therewith, the two partners, 
as individuals and as co-partners accepted a license from the transferee to 
use CIRCLE SEAL; at some time thereafter and prior to the incorporation 
of opposer, one of the partners relinquished his interest to the other 
partner; and the survivor of the partnership became and is now the presi- 
dent of opposer. The record does not indicate by way of documentation 
or testimony that the business of James-Pond-Clark, (firm) was trans- 
ferred to opposer. The only testimony with regard to opposer’s right to 
use CIRCLE SEAL is the statement by its president that “James, Pond & 
Clark, a partnership, under a license from Loyola University Foundation 
have the exclusive use of that trademark. James-Pond-Clark, Incorporated, 
and its related companies, have exclusive use of that trademark under 
permit from me, the successor of James, Pond & Clark, partnership”. Thus 
on the basis of this testimony, opposer is, at best, a sub-licensee and it 
cannot rely in its own behalf on the use of CIRCLE SEAL by the partnership 
and the individual successor thereto. 

James, Pond & Clark, Incorporated is the sole opposer here and it is 
concluded that it does not have such interest in CIRCLE SEAL as to entitle 
it to the relief requested in the notice of opposition. See: Browne-Vintners 
Co., Inc., et al. v. National Distillers and Chemical Corporation, 114 USPQ 
483 at page 487 (48 TMR 28) (DC N.Y., 1957). 


DECISION 


The opposition is dismissed. 





PART Ill 


TAILOR TEE, INC. v. STEDMAN MANUFACTURING COMPANY 
Appl. No. 6615 — CCPA — Feb. 6, 1961 — 128 USPQ 540 


100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


TAILOR-TEE (Applicant) for ladies’ wearing apparel, namely polo shirts, 
t-shirts, blouses, skirts and dresses. 
TAILORED T (Opposer) for men’s and boys’ cotton knit tee shirts. 
Opposition sustained by Trademark Trial and Appeal Board was 
affirmed on appeal. The court found that TAILORED T and TAILOR-TEE were 
so similar in sound, spelling and meaning that the marks were without 
significant differences and held that use of the marks on men’s and boys’ 
tee shirts and ladies’ t-shirts respectively was likely to cause confusion. 
200.57—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—DESCRIPTIVE AND GENERIC MARKS 


The court held that regardless of the descriptiveness of the marks, if 
their concurrent use on the respective goods of the parties is likely to cause 


confusion, applicant cannot prevail where opposer was prior user of its 


mark. 
300.23e—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—EVIDENCE 

100.4—CONFUSING SIMILARITY—CLASS OF GOODS 

Tee shirts for men and tee shirts for women are garments which might 
reasonably originate from the same source. More significant, the record 
showed that women purchased a substantial percentage of underwear for 
adult male members of their family and 90 to 95% of the undergarments 


of their male youngsters. 


Case below reported at 49 TMR 1135. 


ROBERT HALL CLOTHES, INC. v. STUDDS 
Appl. No. 6620 — CCPA — Feb. 6, 1961 — 128 USPQ 542 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
EVIDENCE 
100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
ROBERT HALL and ROBERTA HALL (Opposer) for wearing apparel. 
ROSE HALL (Applicant) for women’s, children’s and men’s wearing apparel. 
The court affirmed the Board’s decision dismissing opposition holding 
that there was no likelihood of confusion between ROBERT HALL and ROSE 


- 
‘ 


53 
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HALL both used on wearing apparel. The word HALL common to both marks 
was found to have little distinctiveness which was supported by many 
third-party registrations for wearing apparel introduced into evidence. 


300.23a—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
ANSWER 
300.483—REGISTRATION PROCEDURE (INTER PARTES)—APPEALS—COURT 
OF CUSTOMS AND PATENT APPEALS 
Opposer on appeal to CCPA raised the issues of geographical de- 
seriptiveness of applicant’s trademark, nonuse as a trademark and nonuse 
in interstate commerce. Since these issues were not included as grounds 
in the original Notice of Opposition nor was an amendment included in 
the record to them, the Court held that opposer, as a matter of right, 
could not raise these issues on appeal. 


Case below reported at 49 TMR 1236. 


UNITED STATES STEEL CORPORATION v. BIJUR 
LUBRICATING CORPORATION 


Appl. No. 6637 —CCPA — Feb. 6, 1961 —128 USPQ 547 


300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
PLEADING AND PRACTICE—EVIDENCE 
700.1—EFFECT OF REGISTRATION—IN GENERAL 


Court reversed Board and held that where an opposer, replying on its 
registration, introduces additional evidence relating to use of its mark, 
it is not necessarily limited to the uses shown by that evidence, but may 
rely on the presumption that the registered mark has been used on all the 


goods encompassed by the registration. 


100.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 


B within a diamond shaped border design (Applicant) for small diameter 
tubing for machinery lubricating systems. 
B within a diamond shaped border design (Opposer) for metal pipes and 
tubing and metal pipes, tubes, casing and coupling therefor. 
Court found Board erred in dismissing opposition and_ reversed 
Board’s decision, which had held that even though the products of both 
parties fell within the general category of tubing, there was no likelihood 


of purchaser confusion since they were used for different purposes, and 


sold through different channels of trade under different circumstances to 
different types of purchasers. 


Case below reported at 49 TMR 1361. 


a 
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CAMBRIDGE RUBBER COMPANY v. CLUETT, PEABODY & CO., INC. 
Appl. No. 6628 —CCPA — Mar. 17, 1961 — 128 USPQ 549 
300.23d—REGISTRATION PROCEDURE (INTER PARTES)—OPPOSITION 
EVIDENCE 
The Court held that although the evidence did not indicate that ap- 
plicant had used mark on boys’ underwear, the issue must be resolved in 
accordance with the goods recited in the application—‘“men’s and boys’ 
underwear’. 


100.4—CON FUSING SIMILARITY—CLASS OF GOODS 


Commissioner’s decision reversed and opposition sustained. WINTER 
CARNIVAL used on men’s and boys’ underwear would be likely to lead pur- 
chasers to assume that they emanated from the same source as the manu- 
facturer using WINTER CARNIVAL On women’s boots. 


Case below reported at 49 TMR 1139. 


IN RE LOWE'S, INC. 
Tm. Bd. — Dec. 14, 1960 — 127 USPQ 541 
200.17 —PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
DESCRIPTIVE AND GENERIC MARKS 


KITTY LITTER for ground clay used for litter for small animals possesses 
descriptive connotations, but this does not preclude such combination from 


functioning as a trademark for said product. 


SODMASTER CORPORATION v. SEAL-O-MATIC DISPENSER CORPORATION 
Tm. Bd. — Dec. 14, 1960 —127 USPQ 543 


100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
TAPEMASTER (Applicant) for gummed tape dispensing machine. 


TAPEMASTER (Opposer) for tape dispensing and applying machine. 


Opposition dismissed. The products of the parties are different, are 


sold through different channels of trade, under different circumstances and 
conditions to different classes of purchasers. 


a aiieennnnnenEenEEEREEEnEEn 
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MELVILLE SHOE CORPORATION v. LESTER PINCUS SHOE CORPORATION 
Tm. Bd. — Dec. 14, 1960 —127 USPQ 544 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
SOCIETY DEBS (Applicant) for shoes, slippers and boots. 


STYLISH DEBS (Opposer) for shoes. 


Opposition dismissed. Considering the differences in the marks of the 
parties in sound, meaning and appearance, it is concluded that there is no 
likelihood of confusion. 


ROMAN MEAL COMPANY v. ROMAN CREST FOODS, INC. 
Tm. Bd. — Nov. 15, 1960 — 128 USPQ 203 


400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 
ROMAN CREST and design of head of Roman soldier (Applicant) for fresh 
garlic, olives, dry mushrooms, dried figs, peeled tomatoes, tomato paste, 


unshelled chestnuts, and fresh fruits and vegetables. 


ROMAN and ROMAN MEAL with design of a Roman soldier (Opposer) for 
cereal breakfast food, bread, biscuits, cookies and crackers. 

Opposition dismissed. Although the goods of the parties fall within 
the broad category of food products, they are nevertheless distinctly dif- 
ferent in nature, and considering the differences in the goods and the marks, 
it is concluded that confusion of purchasers is not reasonably likely to oceur. 


CHEMETRON CORPORATION v. J. T. THORPE INC. 
Tm. Bd. — Jan. 27, 1961 — 128 USPQ 259 
200.73—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 


—SYMBOLS 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


alone and in association with Thorpe (Applicant) for de- 
signing, constructing, and servicing of all types of industrial- 


— 
Ciasarr 


process heating enclosures, such as metallurgical furnaces, 
boilers and the like. 


(Opposer) for pipe and pipe fittings—namely, flanges, bent 
pipe, returns, elbows, T’s, reducers, caps, laterals, crosses, 
saddles, sleeves, nipples, ete. 

Opposition dismissed. The Board found applicant’s mark, a monogram 
arrangement of JTT, contained no instantly recognizable features and at 
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first glance was completely arbitrary; and held that, aside from the fact 
that parties shared to some extent common customers acting through se- 
lective and discriminating engineers, confusion with opposer monogram 
TT mark was unlikely. 


IN RE BAILEY METER CO. 
Tm. Bd. — Jan. 31, 1961 —128 USPQ 292 


200.19e—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
FEATURES OF GOODS—PACKAGES AND CONFIGURATIONS 


Application for registration of a transparent envelope, to serve as a 
receiver for liquid ink on applicant’s recording apparatus, refused. Pack- 
ages and configurations may be registered, even on the supplemental 
register, only when they are selected for the purpose of distinguishing 
applicant’s goods; they are not registrable when their selection was dictated 
by considerations of utility and functionality. Here applicant’s package 
was adopted due to its functionality, and further, the design is covered 
by an issued patent and will be free to all after the patent expires. For 
these reasons, the design is incapable of distinguishing applicant’s goods, 


so the registration must be refused. 


LEXINGTON ELECTRIC PRODUCTS CO., INC. v. THE MILLER COMPANY 
Tm. Bd.— Jan. 31, 1961 —128 USPQ 294 


300,.23e—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND 
PRACTICE—DEFENSES 

100.2.—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

LEXINGTON (Applicant) for electric light fixtures. 


LEXINGTON (Opposer) for various pieces of electrical apparatus. 


Opposition sustained. The goods of the parties are in the same general 
classification and are sold to the same class of purchasers through the 
same outlets. The marks are the same and are likely to create confusion 
even among discerning purchasers. 

The defense of estoppel is not available to applicant because it was 


not pleaded and also because it is unfounded. Opposer initiated this oppo- 


sition as soon as it was possible to do so. 
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STERLING DRUG, INC. v. AMERICAN CYANAMID COMPANY 
Tm. Bd. — Jan. 31, 1961 — 128 USPQ 295 


200.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 
—SIMILARITY OF GOODS 

400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

NILDOL (Applicant) for an analgesic preparation. 


MIDOL (Opposer) for an analgesic headache remedy. 


Opposition sustained. Applicant’s contention that the goods are dis 
similar, its being for intravenous use while opposer is sold over the counter 
for direct consumer use, is not well taken because its application does not 
limit its mark to use on a drug for intravenous use. The goods must be 
considered similar and in view of the obvious similarity of the marks, the 
opposition must be sustained. 


ANDERSON, CLAYTON & CO. v. THE QUAKER OATS COMPANY 
Tm. Bd. — Jan. 31, 1961 —128 USPQ 296 





300.23e—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND 
PRACTICE—DEFENSES 

400.2.—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 

irr (Applicant) for a breakfast cereal. 


LIFT (Opposer) for salad oil, vegetable oil, shortening and margarine. 


Opposition sustained. Applicant seeks to rely upon its prior registration 
of Lire for breakfast cereals to sustain its right to registration for LIFT in 
this proceeding; but the two words are different and create entirely dif- 
ferent commercial impressions, so applicant cannot derive any benefit from 
its prior registration of LIFE. The two marks here at issue are identical, 
and the goods are sufficiently similar to create a likelihood of customer 
confusion, so the registration must be refused. 





FEDERAL EMPLOYEES’ DISTRIBUTING COMPANY et al. v. GOLDEN GATE 
STORES, INC., doing business as OLD FEDERAL DISTRIBUTING CO. 


Tm. Bd. — Jan. 31, 1961 —128 USPQ 297 


400.2—CONFUSING SIMILARITY—CONFUSINGLY SIMILAR MARKS 
OLD FEDERAL (Applicant) for bourbon. 
OLD FEDERAL (Opposer) for alcoholic beverages, including bourbon. 


Opposition sustained. The marks are confusingly similar and used on 
identical goods. Therefore, the registration must be refused. 


LN 
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N. FARAH & SONS, INC. v. SONDRA MANUFACTURING CO., INC. 
Tm. Bd. — Jan. 31, 1961 —128 USPQ 298 


300.833a—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PLEADING AND PRACTICE—PETITION 

300.38e—REGISTRATION PROCEDURE (INTER PARTES CANCELLATION— 
PLEADING AND PRACTICE—MOTIONS 


Registrant in a cancellation proceeding counterclaimed for cancella- 
tion of petitioner’s mark; petitioner moved to dismiss the counterclaim on 
the ground that it had not been verified in accordance with the rules of 
practice. Motion denied. The statute, Section 14, does not require verifica- 
tion, and the rules are improper insofar as they are at variance with the 


statute. 





GENESCO, INC. v. INTERNATIONAL SHOE COMPANY, doing business as 
SUNDIAL SHOE COMPANY 


Tm. Bd.— Jan. 31, 1961 — 128 USPQ 299 
700,.22—EFFECT OF REGISTRATION—EVIDENCE 
100.2—CONFUSING SIMILARLTY—CONFUSINGLY SIMILAR MARKS 
GUILDCRAFT (Applicant) for shoes. 


GUILDHALL, GUILD HOUSE (Opposer) for ladies’ shoes. 


Opposition sustained. Opposer’s registrations, filed long prior to ap- 
plicant’s application, are adequate to establish priority. The goods involved 
are identical, and the marks are so similar that they are reasonably likely 


to create confusion. Therefore, the registration is refused. 





THE AMERICAN THERMOS PRODUCTS COMPANY v. 
POLYTOP CORPORATION 


Tm. Bd.— Jan. 31, 1961 —128 USPQ 300 
0.70—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (INTER PARTES) 


—SIMILARITY OF GOODS 
100.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


POLYTOP (Applicant) for dispensing closures. 


POLLY RED TOP (Opposer) for closures for vacuum bottles. 


Opposition dismissed. While the products of the parties may be broadly 
classified as polyethylene closures, they are not in competition. Applicant’s 
products are sold to manufacturers for use on their products, and appli- 


cant’s mark on them is so small as to be indistinguishable to the naked eye; 
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opposer, on the other hand, sells and advertises its product to the general 
public. Due to these differences the goods are not in competition and con- 
fusion is unlikely—the record fails to disclose a single instance of customer 
confusion—therefore, registration will be granted. 





RHEEM MANUFACTURING COMPANY v. TETER, INC. 
Tm. Bd. — Jan. 31, 1961 —128 USPQ 301 


300.32—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
PARTIES 

300.33d—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
EVIDENCE 

300.33e—REGISTRATION PROCEDURE (INTER PARTES)—CANCELLATION— 
DEFENSES 

IMPERIAL (Registrant) for hot water heaters. 


IMPERIAL (Petitioner) for hot water heaters. 


Cancellation granted. The marks and products are identical; a likeli- 
hood of confusion unquestionably exists, so the only question is one of 
priority. Registrant had obtained a cancellation by default judgment 
against petitioner’s predecessor in interest in the mark, but that was after 
the sale to petitioner and petitioner had not been notified of the pro- 
ceedings. The predecessor was thus not a real party in interest during 
the prior cancellation proceeding, and the default judgment may not be 
accepted as res judicata against the petitioner. Registrant’s evidence of 
priority consists of the uncorroborated testimony of a single person, and 
is not sufficient to overcome petitioner’s date of use. Therefore, the can- 
cellation must be granted. 





IN RE J. F. AUER, INC. 
Tm. Bd. — Jan. 31, 1961 —128 USPQ 304 





200.17—PATENT OFFICE PROCEEDINGS—REGISTRABILITY (EX PARTE) 
DESCRIPTIVE AND GENERIC MARKS 
400.3—CONFUSING SIMILARITY—NOT CONFUSINGLY SIMILAR MARKS 


Registration granted. Applicant’s mark EZ-TWIST-TI is quite similar 
to the reference mark TWIST-N-TYE, and both are for wire reinforced twine; 
but both marks are highly descriptive and their differences are at least 
sufficient to warrant publication for opposition purposes. Therefore the 
refusal of registration is overruled. 


a 
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